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Hour 1

What is a Patent
Jim Longacre

[0001] Welcome, I'm Jim Longacre.

[0002] It is my job, together with my partner John White, and Matt Stavish,
to explain to you over the next 8 hours the basics of American patent law
and the basic procedures for obtaining a patent in the United States,

what we call patent prosecution.

[0003] This 8-hour course is designed for those of you

who know nothing or almost nothing about American patent law.

[0004] At the end of this course

you will have a good working knowledge about American patent law,

but you won't have enough knowledge to actually prepare and file papers in
the United States Patent Office.

[0005] If you ultimate goal is to become a registered patent agent or
attorney,

you will have a basis for beginning the long and difficult study, which will
allow you to successfully pass the patent attorney or agent's examination.

[0006] Personally, | wrote my first patent application in 1969.
[0007] The invention was a coupler for aligning large pipe sections.
[0008] | remember the invention very well, and | could write the application
today out of memory.

[0009] | prepared and filed my first amendment the same year.
[0010] It was an invention for armor plating on a tank.

[0011] I remember that invention very well, in addition.

[0012] Since that time, | have had the honor, the opportunity,

to prepare and file hundreds of patent applications

and to prepare and file thousands of papers in our patent office,
including many many amendments responsive to official action.
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[0013] I've also had the opportunity to participate in many patent litigations,
representing both plaintiff and defendant.

[0014] I've particularly enjoyed being involved in license negotiations

and seeing inventors, both young and old, have their dreams come to pass

and their inventions come to the marketplace.

[0015] I have worked with inventors as young as 16.

[0016] | remember particularly one young 16-year-old, whose invention on
welding technology became a standard in the industry 20 years later and
resulted in total payments to him of more than a million dollars.

[0017] | remember working with one investor,

who at the time of the invention was in his mid-80s,

and who was excited about his invention as the young boy of 16.

[0018] It has been an exciting career in patent law,

and | recommend it to any of you

who are thinking about going in that direction.

[0019] We have organized this course into 8 slightly less than 1-hour
segments,

each devoted to a different topic

related to American patent law and patent prosecution.

[0020] You have been given with these tapes a set of materials,

examples of papers filed in the patent office,

and an example of an issued U.S. patent and its file history.

[0021] We will be discussing these materials throughout the 8 hours.

[0022] You will need, from time to time, to pause the tapes, or you will need
to replay them in order to achieve the maximum benefit from the information

that we are about to give you.

[0023] Let me begin by previewing what we will be doing in each of the 8
hours.

[0024] First of all, during the remainder of this hour,

| will be explaining to you the basic nature of a U.S. patent,

and we will be looking in great detail at the issued Yamazaki patent.
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[0025] At the end of the hour, we will be looking at the patent office from afar
to see if we can ascertain some of its general modes of operation.
[0026] During the second hour, my partner John White will take you in
detail through the file history of the Yamazaki patent,

the same patent that I'll be discussing during this first hour.

[0027] The term “file history” may be an unfamiliar one to you.

[0028] It is simply all of the written communications

which take place between the patent applicant and the patent office,
resulting in the final issuance or refusal to issue a given patent.

[0029] File histories tend to be rather lengthy,

and the Yamazaki patent file history is a very typical one in that regard.

[0030] In the third hour, John White will be discussing claims.

[0031] Claims are the heart and soul of every United States patent
application.

[0032] They define the scope of the patent monopoly

which has been granted by the United States Government.

[0033] Being able to draft claims, being able to interpret claims,

being able to understand claims

is absolutely basic.

[0034] Once you have an understanding of what claims are all about,
you will have a basic grasp

of what our American patent system is all about as well.

[0035] During the fourth hour,

Matt Stavish will talk about two of the most important conditions

for obtaining a United States patent.

[0036] In order to get a patent, an invention must be novel.

[0037] It must not have existed before.

[0038] In addition to being novel,

the invention must be unobvious to one of ordinary skill in the art.
[0039] There are two statutory sections that we associate with these very
basic conditions:

Novelty 102, Obviousness 103.
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[0040] These conditions are very complicated to understand.

[0041] In other countries, novelty is very simple.

[0042] Everything which comes before is what we call prior art;

that is, prior developments

from which the patentability of this invention must be judged.

[0043] Our novelty statute and our obviousness statute in the United
States are much more complex, as you will begin to see from listening and
watching Matt Stavish during the fourth hour.

[0044) During the fifth hour, my partner John White will return to explain in
general the procedures

by which you respond to outstanding official actions in the patent office.
[0045] What is an outstanding official action?

[0046] Well, as you would surmise, every patent application begins with the
filing of a set of papers in the patent office

which define what we call a patent application.

[0047] The patent office then evaluates those papers,

the procedure which we call examination,

and more often than not, the examiner who conducts that evaluation will find
something wrong with the papers.

[0048] That something wrong may be a fatal defect,

but more commonly it is simply an issue of the scope of claims which are to
be granted,

or whether the claims have sufficient definiteness to them,

or whether there are small mistakes in the specification which can be
corrected.

[0049] The examiner sends to the applicant‘s agent or attorney

an official action,

setting forth in writing exactly what the examiner is complaining about,

and as often as not, the examiner can be convinced

that the problems which have been raised are not real problems

or are problems which can be overcome

by some changes in the claims or in the specification,

within the confines of what the rules permit.
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[0050] These corrections, these arguments,

which are presented in response to the official action

is called a “response,” and this response, of course, must be in writing.
[0051] We'll go through examples of responses which are in the Yamazaki
file history, and John will explain to you exactly how this takes place.

[0052] During the sixth hour of the course,

I will be back to talk about the subject of continuations and final rejections.
[0053] These two topics belong together, because final rejections are very
often followed by the filing of a continuation.

[0054] We'll talk about this very unusual procedure in the United States,
which allows you to replace an application at any time with another
application

and begin the process of convincing the examiner to allow the application
over again.

[0055] During the seventh hour,

we'll talk about a number of different topics, which are central to
understanding the basic patent law and basic prosecution procedures.
[0056] The concept of inventorship we'll talk about during the seventh
hour...the concept of restriction and double patenting.

[0057] We'll also touch upon interviews, the appeal procedure within the
patent office and to the Court of Appeals for the Federal Circuit,
procedures about issuance of the patent,

and the unfortunate topic of abandonment

and what happens when an application becomes deceased,

and the applicant doesn’t want that application to be deceased.

[0058] Finally, in the eighth hour of the tape,

| will again be here to discuss what happens in the patent office after the
patent has issued.

[0059] There are a number of different things that can take place,

the most significant of which are a reissue and reexamination.
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[0060] These particular two procedures have become more and more
important over the years,

and it is very important that you have a working knowledge of exactly what
they are about

and particularly how reexamination differs from prosecution of an ordinary
patent application

and how it differs from reissue procedures.

[0061] The authority for United States patents can be found

in the Constitution of the United States.

[0062] In Article 1, Section 8, the Constitution provides

“the Congress shall have power to promote the progress of science and
useful arts by securing for a limited time to authors and inventors

the exclusive right to the respective writings and discoveries.”

[0063] Reference here to authors and writings is the basis

for copyright protection in the United States.

[0064] The reference here to inventors‘ discoveries and promotion of the
science and useful arts is the basis for our patent law.

[0065] Using this authority given by the Constitution,

Congress has enacted us a set of laws which we call “35 United States
Code,” and this set of laws is divided into a number of individual sections.
[0066] For example, as | mentioned earlier,

Section 102 is the basic novelty statute.

[0067] The full title of that section would be “35 United States Code 102.”
[0068] The United States Code, of course, does not explain everything

that is involved in the procedures for obtaining a patent in the United States.
[0069] The patent office has created a second set of rules

called 37 C.F.R.—37 Code of Federal Regulations.

[0070] These are the patent office rules, and just like the patent office
statute, these rules are divided into individual sections.

[0071] Finally, the patent office has created a large volume

called the Manual of Patent Examining Procedure, the MPEP.

[0072] The MPEP explains the patent office review of how the rules and how
the statute should be interpreted.
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[0073] Therefore, in order to have the complete set of procedures and
explanations of what takes place in the patent office,

you need all 3 of those volumes—35 U.S.C., 37 C.F.R., and the Manual of
Patent Examining Procedure.

What is a patent?

[0074] Let me give you a definition of a patent

which will help you understand its nature.

[0075] A patent in the United States is the right to exclude others

from making, using, selling, offering for sale, or importing,

those 5 acts—making, using, selling, offering for sale, or importing—into the
United States, its territories, and possessions what is covered by one or
more claims of an unexpired United States patent for a limited time.

[0076] That's a working definition that you will find to be very useful, and
one that you must eventually commit to memory.

[0077] Let's look at each of the individual components of that definition

S0 we can better understand it.

[0078] “For a period of time”—the patent monopoly is not one which can
extend indefinitely, and it's not one in which the term can be set by the
examiner or by the patent office.

[0079] In the past, it was very simple to determine that limited time that the
patent extended for;

it was for a period of 17 years from issue.

[0080] For more than 100 years,

that patent term remained the same—17 years from issue.

[0081] And then in 1995, Congress changed the patent term,

and they changed it in a way

which makes determining when a patent expires

a less than easy task.

[0082] The rule now is that for patent applications which are filed after June
8, 1995, a magic date you must remember—dJune 8, 1995;

for patent applications which are filed after that date,

the patent expires 20 years from the earliest effective U.S. filing date.
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[0074] BEFFDME (hature) =R LU CIEL 12D, T DESE (definition) %

AL ET,

JEZ (definition)

[0075] KRENZIWTRFF 1%, TRE S8 (making) |, /475 (using)),
(k7295 (selling) |, THRGHEIET S (offering for sale)| A 753
(importing)| 1T#030 . MZ & HFER T SHEF (the right to exclude others) % 15

LEY, ZnbfdE, M, ke, ettt MAD LTS 6 acts) 13,

AHHIRANICH 5 RKERFOO L 2B D WIFEE D 7 L— 2T L > T, —&

AR, i S CWB ., REAR A (United States), 781~ (its territories), &

OHFB M (its possessions) B35 L 720 £9,

[0076] ZAA, ZDa—RXTMEHT D ET LDESE (working dfinition) T,

WO THRGRbDOTTNE, A TEBIANEHDTT,

[0077] I TIX, EEZEICHNKE)> T, ZORNFZHBLTHEL X
Do

FHXIHR (for a period of time)

[0078] #FFFOM HE (patent monopoly) \ZIZHARRENH v | MRIIER T 52 &
ETEERA, o, FEEORTTY., BRICRTHHZRO2Z2 6T
TEHEA,

[0079] PARMIE, Feer D AR ERET 5 2 LILMIHL T, HFT (issue) 5
L 7HEMERE>TVE L,

[0080] BEELL L& DR, ZDOHITHE 1 7TH[ &5 #E7FR (patent term)
FERINEFATLE,
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SnFEd, EELHAIIZL 9956 A8HTTOTRITLEER,
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JEH (the earliest effective U.S. filing date) 7%, 2 OE/BABELZ T,



[0083] And that earliest effective filing date may well be before the actual
U.S. filing date,

and we will see that when we look at the Yamazaki file in just a few moments.
[0084] After June 8, 1995, 20 years from the earliest effective U.S. filing date.

[0085] Well, what about applications which were on file before June 8, 1995
and issued later or issued before that time?

[0086] Those patents take as their term either 17 years from the issue date
or 20 years from the earliest effective filing date, whichever is later.

[0087] And this also applied to every United States patent

which had not expired before Jun 8, 1995,

which meant that there were a very large number of United States patents at
that time which had a year or two years added on to their expiration date,
added on to their term.

[0088] “The right,” a patent is a right.

[0089] It's not a self executing right.

[0090] If someone is infringing your patent, that is, if someone is making,
using, selling, offering for sale, or importing—any of those 5 acts—

then the obligation to enforce your rights is upon you as the patent
owner.

[0091] The Government doesn‘t enforce your rights.

[0092] You have to enforce your rights.

[0093] You have to go into court and establish

that the entity you believe to be infringing in fact did infringe your patent,
and that you have a valid patent, which should be respected.

[0094] “The right to exclude’—the patent law does not as a patent owner
give you the right to practice your own invention.

[0095] This is the most basic concept

which many inventors and which many people who are involved in patents
just never can understand.

[0096] Having a patent does not give you the right to practice the invention
which is the subject of that patent.



[0083] Z D, KEN TR G RYOEHER &5 B, EEROXENH
FEEATZ VRN R 2 ERbY., 202 &k, Zo%T <, LT ES
LN LET,

[0084] 1 9 9 54F6 H 8 ALIREIL, b EHOEZHEHE D 2 04,

[0085] Z#Tid, 19 9546 H 8 HLRNZHFEEAT, 19 9546 H 8
AU, b L<IZENLANCRITS N TV A RO, B8 E S 3ET
BDOTL X DD

[0086] = DBE. HFFIFITAL S 1 7M. AW, KERN TR D B
OAZHFEE 2O 2 OFMND 5 6, HBAICKRDL G OWBRIBEHR ShET,
[0087] ZALiX. 1 99 54E6 7 8 HDOEE THIN » -4 ToRERZFICHE
AENE L, TTFhb, BRIEORC, F2EIRN 1~ 2EMi RSNk
RN 7= SAH D FE LT,

FEFY (right)

[0088] RFFFIZHER] T,

[0089] Z DMEMNZIX H#ATS) (a self executing right) 13H V) FH A,

[0090] fRIZ® LEEDRHRTZOFFZREE L LEY, DEV, T TILk
N ODITR, BiE, BRkeE. A, REORME, WMAZ LESEAITIE, HE
FNEATH S 200 E D 0T, FHFFHES (patent owner) B L WD Z & TY,
[0091] BUAFBMERIOITEEZ L TS NARTIEH Y 8 A,

[0092] FFRFHEE TH D HAeTe N, 1T LT 67200 TH,

[0093] FHFTIZHAWT, B, SFONDIREFHIREFER/FFLTND
é BFEREBICEELCODRRVODL D ANBESORTFEREL TN
TlE, EELRTERY 8 A,

P’

HEBRDIEF] (the right to exclude)

[0094] HEERDHEF (the right to exclude),

RerBi, Bt A E & U CORREFIZ, B LT=NB & ETIZBETHEF) (the
right to practice) %, 53T HRTIEH Y XA,

[0095] Z AUl & b AR ZRER TN, £< OEME L L ORHFEBICED
5% DANZEILE->ThH, BT LIONELWE S TT,

[0096] KiFF & RFFT HZ &id. TORKFOEETH LI REA L, FT7T HHER
EHRIIZEZDHDOTIEH Y XA,



[0097] There may be other patents

which broadly cover the concept that you want to do.

[0098] Your patent may be an improvement on someone else's very basic
patent.

[0099] It may be that what you want to do is a violation of a law

which covers safety, or which covers public health issues, or which relates
to protection of the environment.

[0100] The right of a patent is the right to exclude;

it is not the right to do anything.

[0101] Again, the basic acts which constitute infringement,

that is a taking of the patent which entitles you to stop that infringement and
to compensation, are now five.

[0102] Until 1995, they used to be just 3—making, using, and selling.
[0103] But offering for sale and importing were added at that time.
[0104] It only has to be one of these acts to be an infringement.

[0105] It doesn't have to be all of these acts.

[01086] If | manufacture a device in the United States,

and | sell that device in Germany, and it's used in Japan,

that’s an infringement of the United States patent.

[0107] If I manufacture a device in the United States, sell it in Italy, use it in
the United States, that's an infringement.

[0108] Of course, if none of the acts take place in the United States,

then there can be no infringement of this United States patent.

[0109] “Within the United States, its territories, and possessions’—
patent law extends not only to the 50 states of the United States.

[0110] It also extends to Puerto Rico, to Guam, to the Virgin Islands, to the
Mariana Islands, and a few other pieces of rocks and islands around the
world.

[0111] The claims, as | mentioned earlier,

claims are the heart and soul of a patent.

[0112] When you are determining whether someone has infringed a patent,
you must go to the claim.



[0097] fDREFHFDOPICIL, HREBERLIEZ L EIEBTHETIROOH

HHDh, HENS LNERA,

[0098] B 727~ DU M., HNPM O NDOBD CHERM BT 2. AR
(improvement) L7272 Db DEENHIZEHLHDHTL X I,

[0099] B 727~ DIGFFDHRFENEN, REHME (afety). LRfEE (public health

issues). ¥ DNMNILHLTIRFE (protection of the environment) (2B 5 ARIZER

LT3 (aviolationofalaw) HEHH Y £77,

[0100] #FF#E (the right of a patent) VI NIZRIT SWIRNFEERIE (the right to

exclude) T, I CHTEDHER LW DT TIEDHY A,

2 (infringement)

[0101] ¥ DIRE RN T B EAAITTA (basic acts), TR0 H, HIRTZHKF
HREHLTNBE LWV 2L TEA~DOREEMIEL, ZOMELZFHERTS
EWV ) RFORETAIT, RETIIEROIITALZIELET,

[0102] 1 9 9 54EF Tk, &, i, RO =1TAHEITTLI,

[0103] BRFEDIRAL & AN Z O R TBIMENVE L,

[0104] 2B FATHD H B —2DITAEIT TREL AR ENET,

[0105] FifTAET ThHUNEIIRNDTY,

[0106] il 21X, FADNDH BB EKETRE L, #vE FA Y THREL, £h
NDARTHASNEZELET, THERERTFORE T,

[0107] FRTIE, KETEELME, 4% U 7 TR, KETER LSS
XEHITLE I, INLELRFIMRELRRZINET,

[0108] b HAHA, THHHITADI B, EOITHBKETREI 6R -7

A, KERFOREITITRY £¥ A,

[0109] TXEAL., 2Ot BLOZEOFAMAIZEN T — LR
T AU BAERES OMITIRY F8A,

[0110] =N Vo, 7 A N—=Vr ik, <~ 7 T#E. ZoMmko0
D2 d AMTEE I A TEA S ET,

o L—A4 (claims)

[0111] BB GV E L, 7 b—NIRF O LfE (hearrandsoul) T,
[0112] ¥ NEESNEZNE I DR HET S (determining) TdIZIE, 27 L —
A& R E72 0 8 A,



[0113] It doesn't matter what the overall description in the specification says.
[0114] In order to infringe the claim, each and every limitation of that claim
must be present in the alleged infringing devices, and John will talk about
that in some considerable detail a little bit later during this course.

[0115] There are four basic categories of what defined patentable subject
matter in the United States, and these are set forth in 35 U.S.C. 101.
[0116] In order to be patentable subject matter,

and don‘t be confused by patentable subject matter as to patentability for
novelty or obviousness...

in order to be patentable subject matter, an invention has to be a process,
that is a method, a machine, a manufacture, or a composition of matter.
[0117] Now, as a matter of fact, what is patentable subject matter in the
United States has been interpreted very very broadly.

[0118] Almost anything, in fact, can be patented in the United States.

[0119] The Supreme Court has specifically ruled

that living organisms can be the subject of a patent.

[0120] It is clearly the case today

that computer programs are patentable subject matter.

[0121] | have seen in recent years a patent on a method of swallowing a pill,
and if you are interested, it's U.S. patent 3418999.

[0122] A couple of years ago, there was a patent issued

on a method of playing horseshoes,

so the kinds of subject matter which are patentable are very broad.

[0123] It is important to understand

that you cannot patent a principle.

[0124] You cannot patent a basic discovery,

but you can, of course, patent a machine or a device
which implements that basic discovery,

or you can patent a method

which carries out something in the useful arts
embodying a given principle or discovery.
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[0113] #IMIZ (specifications) DT, EEENIMNGER INTHE0EHFE
DEFAINET A,

[0114] 7 L —A%RETIHEOIITE. TDY L—2OE%2 ORE (imitation)
N, BELTHWIEHRLITHENTWAEERNIC, ROonbRdilny £
Hh, ZOHEIZONT \%Tva/ﬁ%<%DTﬁfﬁ%LiTo

HFE Y FFDFEE (patentable subject matter)

[0115] KENZIWNTC, BFF &R 0182 T8 (W5 subject matter) % EFTS1T
T3 L ZADWMODIARE 72 #0F (categories) R3H VD . TS IXEFFESE
101% (35UuSC.§101) ’J@%ﬁéhﬂ\if

[0116] FFF & 72V BDFEETH DL DI, —ZORHF LR VB THEE,
FrRMED 5 WEEAEE Wo T 4%77/’:/% (patentability) O T & & FE X 72T
< E N X, 77 = X (process). D F Y | L (method), B (machine) .
BLE (manufacture), FUEY) (composition of matter) T2 iUiX 720 8 A,
[0117] FEEED L Z A, KENZBWT, FEre e 5 5 FMITREILFRITHR
T TNET,

[0118] FEER., KENZEBWTIE, FEAEMTYH, HiFlchd L S525128T
kR

[0119] ZEZHPT (Supreme Court) VL. HEEEY (living organisms) W FF7F %

VOB TR (KB subject of a patent) L7120 H B EFELTNET,

[mm]:y51~&@7mﬁ§Aﬁ%%k&D%5£%?bé:&ﬁ\%H
FUK L R > TVDOE, BEAL L ZHFMTLE D,

[0121] Bl TI, EEAI 2 HHIALTIEICRTFN G A b E Lic, & LEBRD

57 BRFFTHE 3418999 F k& HLTL X,

[0122] ZEERNZIZ. BEZ BT 5 4 — A0 OH M E STV E T,

ZOEHZ, BEFEZITONAFEOMEITE THIREAVD T,

[0123] LinL. BB 7R (principle) [XRFFBZT 6N ELADOTIERT
SV,

[0124] EAHG 275 (basic discovery) 13, FieF =it bIVER AN, TOK
AR A G Lo OB I IR R 5 S nE T, £, FEDOK
MR B2 BAMME LT AR BT (useful arts) T, (&L LT 5
oD FE (method) \Zid, FiiFRdH =z bVET,
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[0125] Go to your materials, if you would, and find a copy of the Yamazaki
patent.

[0126] We're gonna spend the next few minutes taking a look in some
considerable detail at its parts

and explaining what they mean in the context of American patent law.

[0127] You will notice that the Yamazaki patent in its upper right hand corner
has number 5512102.

[0128] This is its unique patent number.

[0129] There is no other patent, nor will there ever be any other patent,
which has this same number.

[0130] The Constitution of the United States, of course, was promulgated in
1789,

and shortly thereafter the United States government began issuing patents.
[0131] At that time, however, there was no real examination,

and there was no real patent office.

[0132] In 1836, Congress decided that the United States needed a
professional patent office with examiners who would carefully consider each
application to see if they met the statutory requirements.

[0133] They decided at that time that they would begin numbering patents
at the time the statute came into effect,

and patent number one, therefore, is dated June 13, 1836.

[0134] Between that date and April 30, 1996,

the date of issuance of this Yamazaki patent,

there have been more than 5 % million patents issued in the United States.

[0135] Below the patent number is that date of April 30, 1996.

[0136] That is the issue date of the patent.

[0137] Until that issue date, you have no rights.

[0138] The right to prevent others from making, using, selling, offering for
sale, or importing simply did not exist.

[0139] Any acts which took place on April 29, 1996 are entirely free of this
patent.
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LG5 TR 1T I E T E <EH - N—>7—>

[0125] #pt D LEFsTF 2 R THF IV,

[0126] Zhb DX, KERFTHEICKR D LEbE RN b, [LIRFHT 2
P EFl->TRTWL Z &2 LET,

#55F&E S (patent number)

[0127] £94R0IZ, WIKFFOEFBROAFICSH D, 15512102 LW )HE D%
RTLEE,

[0128] Z UL, IWIBFFRFIZ B2 N BE T, ZTOHFET I Fo THEE
£ (unique patent number) T,

[0129] T &R UEB &R o IR IiciT <, T b bHTEEE A,

KHFE 15

[0130] KEFBEIT 1 7 8 OFIZAMH SNE Lz, #OEBITEMEBINFILRT
BRITUIAD F LTz,

[0131] L2>L., HEpE, ERRFECRTTILIH Y EHATL,

[0132] 1 8 3 B4FIT, #BRIX, FEE LT 2HMEE L L TORFITHL
B LY LE L, 221280 T, —o— o0 HENEMEFIZAE
STNDENE I, FEERIEEIIRFNTLIbOLINE L,

[0133] Z ORFAT, BRITFES OWHIT & RFFIZ, FFFICESE2MITMHD 5
CLITRDELT, EWVWHZ LT, FFrB 151X 1836FD6H1L3HD
ERD G

[0134] ZDEAADG, ZOLKRTORITAMTHS19964FE4H30H
ETIZIE, 55 0 W@ RFFN, RETREITSNTWSZ LT ET,

HFF{TH (issue date of the patent)

[0135) BFF&EBOTIZ TT99644F4H30H] &V EfRH D £,
[0136] TN EFFDEITH (issue date of the patent) T,

[0137] Z @ BAFORHIZEWTIX, HEFNIFAELEE A,

[0138] fA 73, BE, MM, BRic, MREORME, & LIEWmATL 2 &%,
FHIE3 2 MERNIFAE L EE A,

[0139] 1 99 644H 2 9 BIZiTbn EROEITEIZ. ZORBHFITMLEK
BINEEA,
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[0140] However, any acts which took place on April 30, 1996 or since that
time could be an infringement of this particular patent.

[0141] To the right of the patent number you see in very large script “United
States Patent,” and to the right of that a numeral in brackets.

[0142] You will also see bracketed numbers along the left hand side of the
left column of page one of the Yamazaki patent.

[0143] There numbers have to do with fields or internal use and have no

significance as far as patent law is concerned.

[0144] Under “Yamazaki,” you will see the words “microwave-enhanced CVD
system under magnetic field.”

[0145] This is the title of the invention, and its length is very typical.

[0146] The title is supposed to indicate the general area to which the
invention belongs

and also some idea of what the invention is all about.

[0147] Below the title of the invention is indicated the inventor,

Shunpei Yamazaki, and his residence of Tokyo, Japan.

[0148] In the United States, the identity of the inventor is very important.
[0149] And it is important that the inventor be correctly identified,

and if the inventorship should change,

that the inventorship also be formally changed in the patent office.

[0150] We'll talk a great deal more about that subject of inventorship

when we get to hour 7 of the course.

[0151] Below the inventorship,

you will see an indication of the assignee,

Semiconductor Energy Laboratory Co., Ltd. of Kanagawa, Japan,

almost certainly Mr. Yamazaki‘'s employer.

[0152] It is almost certainly the case

that Mr. Yamazaki was obligated

by the terms of an agreement with his company, an employee agreement,
to assign, that is to transfer, all rights in any invention

that Mr. Yamazaki should make.
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[0140] L7 L, 199644483 0AYHBLOLREIITOREHS>OHPOD
EDTTHL, ZORTORELRY 2 FET,

[0141] FFFFE SO LAMNTIX, K& 7235 T [United States Patent|, & L C# D
AN FEI 0B ER’H Y 7,

[0142] RIARIC, ILIRERFRF D 1 ~— Y B OO LN & 7T & OF5 0 5
nE3,

[0143] 6 OFBXREFT ONBLIA T, 20— X THT 5 8BHE
B LTIEEETIED Y /A,

AL (BEE  title)

[0144] [Yamazaki] D4 Hi® FiZix IMICROWAVE ENHANCED CVD SYSTEM
UNDER MAGNETIC FIELD| &5 Y £,

[0145] ZHAFEHOFZ A ML T, BBIRRE X T,

[0146] # A hViE, ZOREBANBTE2REBLEOHE L, ZOFEHANED X
IRBDTHIPERTBLEZONBEET LD LI TNET,

HEIE (inventor), FEBIEZEH (inventorship)

[0147) A D Z A "NV O FIL, EHZ (inventor) DK TH % [ Shumpei
Yamazaki| &% DfEFTO [Tokyo, Japan] T,

[0148] KETIXHEHE DL (identity of the inventor) 1 IREH TEE T,
[0149] FEHAE DN IEFEICFRIES N TWA Z EIIBH CTEET, b L, BHFE
W (B THE T & inventorship) HERT HHEEIL. FFIT~OAR2E
A RE T,

[0150] FEMAZ BB L Cid, 7RERIBICEICEEL S L,

EfFZE (employer) LiEZA (assignee)

[0151] [FHIZE (inventor)| O FIZiX, #Z A (assignee) % 63 [ Semiconductor
Energy Laboratory Co., Ltd., Kanagawa, Japan] & &0 £3, ZILETH - Tl
WS DJEHE (employer) &3 2 THEWER A,

[0152] Z ZCoRE, IFKIE, BRABETHISM L OBNEH - H#AXK
) (employee agreement) —\ZD o & > T, REKNEB LR AHHICE
WTh, ZORTOHFE, SICEET S (oassign) Z&, DED BT
5 (o transfer) T & BFEEDI 671 TV E (was obligated) & F TRBEV 2N
TL X9,
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[0153] When that assignment takes places before the issue fee is paid,
and when that assignment is recorded in the patent office, as this one was,
then it is printed on the front copy of the patent, as takes place here.

[0154] In the United States, when an invention is made

and an invention is made... when conception is complete, at that time,

the invention is by definition and must be the property of the inventor or the
inventors,

and that patent invention remains their property

until they transfer those rights to someone or something else,

which was done here.

[0155] Below the indication of the assignee,

you will see application number 219287 .

[0156] When a patent application is filed in the United States,

it is assigned an application number.

[0157] That application number is not unique.

[0158] Since it is always 6-digit, it goes from 1 to 999999,

and then they start over again,

so over the years, there have been a number of applications which have this
same serial number.

[0159] That's why, in order to uniquely identify a patent application,
you must give both the serial number and the filing date.

[0160] You will note that this application was filed on March 28, 1994.
[0161] That's the date that the papers constituting this specific patent
application were filed in the United States.

[0162] Below the filing date,

you will see reference to related U.S. application data,

and what you will find is

that this application has quite a complex and lengthy history.

[0163] In fact, the first application in a chain of applications which led to
issuance of this patent

was filed on November 12, 1986.
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FERYZENE (assignment)

[0153] T2 CD X DIT, HEFFENE (assignment) I, FFFFIETTEIE (issue fee)
DOIFNNLENZAT DI, R T ICHARREO GRS SN TV DA, o
DINGRFFF DO X 512, FFFEH DL (front copy of the patent) \ZFL# SIVE
EE

[0154] KENZBWTIE, B2 ShZE &, 2%V, 4 (conception) B
SERR L2 R R ES B BT — AN 72135 0 % OFRAFE O £ 2 (property)
LR R DIHER & A B B M OKRRIZFRIE S S E TIL, EDOFEH
RrFd R IC B LE T,

HEEEE (application number)

[0155] 2 ADFIZ, HFEE S (Appl. No.) @ 1219,287) BdH b £,
[0156] KRENZ I\ T AFFHIED 121 S 720F (a patent application is filed) (2.
HBEEEN G2 bNET,

[0157] HFEEFITMH— (n=—2) ObDOTIEH D FHA,

[0158] (HFEE ZILHIZ 6 HT T, 1999999 #EEEE L LT, £/ 1] b

WMEVET, TThb, ROVEAOEICIE, B UHEES DO 7R3
MR, BETEDZ LT ET,

[0159] Z D7, FeEORFFFHIEZ Ao 2 e icik, HEES & HEH
(filing date) %HRE L2 AUL 20 £¥ A,

HIFEH (filing date)

[0160] HIRFRFFFIZ1 9 9 443 ] 2 8 RICHE S TVE T,

[0161] T3, Z DINRRFFF & 5 Ridr o HBEEERDY . SRENC I WT, 2 H
ShIZHMATT,

[0162] HFER O Tz, KERFFHET — & B Ui 208 (5101, 2F 300
reference) H3H Y £, T OLIFRFFCIL, HEPEHCFRE N EMMICD
o TRV ITONTZZ EBNahY F7,

[0163] FEEE, Z ORFFORITICNE D £ TO—HOETFHHED % O RINE,
198641 1H12HIZHBESNTVWET,
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[0164] This chain of U.S. patent applications all relate to a concept
which we call domestic priority,

and the basis of domestic priority can be found in 35 U.S.C. 120.
[0165] In the sixth hour, when we talk about continuations...

we talk about final rejections,

we'll explain in detail exactly what we mean by domestic priority.

[0166] Now you'll recall a few minutes ago that | said

that the term of the patent is calculated either 20 years
from the earliest effective filing date

or 17 years from the issue date,

depending on whether it was filed before or after the critical date.
[0167] And that critical date was June 8, 1995.

[0168] Now this application, which issued in 1996,

was filed on March 28, 1994,

[0169] So that is before June 8, 1995.

[0170] When then will this Yamazaki patent expire?
[0171] It will expire either 17 years from the date of issue
or 20 years from the earliest effective filing date,

whichever is later.

[0172] Seventeen years from the issue date would be 17 years from April 30,

1996, and that would be April 30, 2013.

[0173] So that's one possibility.

[0174] When is the earliest effective filing date?

[0175] The earliest effective filing date is the earliest application

to which this patent can claim domestic priority,

and that is November 12, 1986.

[0176] So the other possibility for expiration would be 20 years from
November 12, 1986 or November 12, 20086.

[0177] What's later?

[0178] Well obviously the 17-year-from-issue date is later,

and so that will be the expiration of the patent.

[0179] It is very important that you remember and you understand exactly
how to determine the expiration date of the patent.
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[0164] Z O—EDKERFFHFAIL S X T, EHNEILEHE (domestic priority) L
EENCWD & ZADBESIZEE L TR Y, Z0oENELHEORANTRTE
12045 (35US.C.§120) IZERINTNET,

[0165] 6 BB Cl. MFEHE (continuation) & RFRFERE (final rejection) |
DWTHALETA, oz, ERNELRENTTHL0OBMA L, FEL
L& nWET,

IR (term of the patent)

[0166] REFFOBENEARIZ, REH B THLEZN LY BEGNHZ, b LIE
FNLIEICHBEEINTENC X >, B EEHDEHEZMHEH (the earliest
effective filing date)] >0 2 O[>, TRFFRITHA] 6 1 74N £H
BINLDHEICKIPANREIND &, TIFEB~FE L,

[0167] ZDWERRBEFEIE, 1995486 H8HTY,

[0168] & DIIIBGRKFFTIE, FFRITOFEIX1 9 964 T, HEARIZ1994
F£3H28HTY,

[0169] Z#UX1 99546 A8 ALVLAIE WD Z &2/ E4,

[0170] 2N Tk, Z ORIV OETHEDROTL X 9 D%

[0171] ZITAH 1 7THE», HOEHOAHHER NS 2 0FRN, BIZ
ROGBEDOHIRA L7220 F5,

[0172] 1 99 6FDAH30RDRITHNIL 1 7THRIT20134F4H30
H&Zh £,

[1973] TR —2DEAMHTT,

[0174] B b REOFHMFEA ITN2>TL X 2D

[0175] B b RMOENHEF X, Z OREFNENELHELFERTE 52—
MoOHEO BT, ZoLRTFOBEIE. 198641 1H12HTY,
[0176] TFMnb, F_FEMITL 98641 1A 1 2AMS 2 0FMH, T72b
H2006F11H12HTY,

[0177] EHHLDHRH LITRKDHTL X I,

[0178] H1&Z, FITHD G 1 7THEBBEOIZI NH LITRET L, Z O
FFOHREI (expiration of the patent) 1%, FITHDL 1 THEE L WD Z &I
ARV 3 B

[0179] T D X Sz, BFOBEMHEEZ EO L5 IHET 5%, IEFRICHEE
LRZTELZEN, ETHLRERZEERYET,
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[0180] There is no worse mistake you can make in patent law than to

proceed on the assumption that a patent has expired when in fact it has not.

[0181] Underneath related U.S. application data,

you will see foreign application priority data.

[0182] Here we're referring to the second kind of priority.

[0183] The first kind was domestic priority.

[0184] That's continuations, continuations in part, effective U.S. filing
date.

[0185] Foreign priority—here we're talking about 35 U.S.C. 119.

[0186] Almost every country in the world is signatory to a treaty

which provides that if you file an application in one member country,

and within a year thereafter you file within another member country,

you get the benefit of that first filing date.

[0187] Aimost every country in the United States belongs...in the world
belongs to this system, with the notable exceptions being Thailand and India.
[0188] It used to be that Taiwan was a notable exception,

but Taiwan now belongs to this scheme as well.

[0189] Here, priority is claimed from 5 separate Japanese applications.
[0190] What has been done here is to combine 5 individual applications in
Japan into one United States application,

and this illustrates

that U.S. applications typically contain more in the way of disclosure,

more in the way of embodiments, more in the way of examples

than applications in other countries, and particularly, applications in Japan.
[0191] The applications in Japan, you'll note, were filed on October 14, 1985,
and that the first U.S. application was filed within a year thereafter.

[0192] You will see that after the foreign application priority data,

there is an indication of an International Class and United States Class.
[0193] There is a classification system

that was created by the international authority,

and there is a separate classification system in the United States.
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[0180] HFHEDT T, BN ELANTHHIZ b, MR L4
YD EiE, LATHERVIBLER>TLEVET,

SNEEIEHE (foreign priority)

[0181] [REHFEBIET —# (Related U.S. Application Data) | @ iz, [4ME
HHEEYc 7 — 4  (Foreign Application Priority Data) | W& ¥ F97,

[0182] ZHANRDFEFEDEIEME L VD Z LI E T,

[0183] —% H OfJHIZENELHE T L,

[0184] ZHXT bbb, MFHFE (continuation). —FBHEFEHRE (continuation
inpart) . KEIZFIT B EZHEH  (effective U.S. filing date) T,

[0185] SMEMESCHEIZ, RIERZFESE 1 1 9% (B5US.C.§119) IZE#HESNT
WET,

[0186] HAFDIF & A EDREIL, FrFCBETIHEANTME L TEd, 20
FRE, FAOMAEO—ETRFEZEHBEL., TOMEND LFEUNITE 5 —
DOMBENCHFE L2 BE X, BP0 (BTo) HERM W FIREE 21T
HZENMTEHEEDTNET,

[0187] BIfEIZH A LA ¥ RERWT, 1ZE2TOEPFNMBETT,

[0188] A bBEIITIEMBEE T LN, SEZOREEZFEH L TONET,

[0189] Z DIERFFTIX, HARTO 5 HFORFFHED HEFMHENFHE RSN T
WET, (Z—2EM OO X—VERTFIWN,)

[0190] Z 2 Tik, AARTORHFSMHEELHT, KETLHORTFE LTH
FALTWET, ZoZ &k, toE, FHIZHARKTOHBIZHE~T, KETO
ResrHiRENZ VX, B (disclosure) DALTT. Ewitl (embodiments) DAL, #l
Ak (examples) DEFHIZBNT, BEIZTIVEZELDLDEGEATNDZ &L ER
LTCWET,

[0191] AATOHMEAIZ1 98541 0H 14T, 20% 1 FELUNITKE
THESNTWET,

Z# (class). HFEH>X 7.4 (classification system)

[0192] TAMEHFAEEEDT —4 | O%lz, TEESHE (International Class.) |
& TKIEZHE (United States Class) | &30 £,

[0193] EBRHEBIIZ Lo TED bl X 7 A (classification system) & |
KETD, ZREFBOSE AT 2R H D ET,

15



[0194] Every individual technology relates to one of these classifications,
and in this case, the examiner has indicated
that the correct classification for this invention—class 118, subclass 723.

[0195] Underneath the international and U.S. classifications indication is the
“‘Field of Search.”

[0196] This is where the examiner looked for prior art,

which the examiner feels may or may not be relevant to the invention.

[0197] These are the areas the examiner looked to, to try to find prior art that
he might reject the claims under 35 U.S.C. 102 or 35 U.S.C. 103.

[0198] The references that the examiner located during that search,

and the references which the application submitted to the examiner

are set forth in the following part, indicated “References Cited,”

and those references cited are divided into U.S. patent documents and
foreign patent documents.

[0199] That doesn‘t mean that each of these references is extremely relevant.
[0200] Some of them may in fact be very marginal.

[0201] To the right hand side, beyond where the inventors’ names are listed,
are indicated the classification areas
from which these individual documents came.

[0202] In the right hand column below foreign patent documents,

you will see primary examiner, one Robert Kunemund.

[0203] This is the senior examiner who dealt with these patent applications
and who ultimately authorized issuance of the patent.

[0204] Below that, you will see assistant examiner, Joni Y. Chang.

[0205] This is the examiner who did the search and prepared the official
actions.

[02086] It is the case normally that every patent prosecution will have two
different examiners,

a senior examiner and a more junior examiner, involved in the process.
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[0194] ED XD 2B TH-TH, ZOZODHET AT LD EL DT
HELTEY, ZoUFETFOBRE TIX, BEENZOBHFOIE LWSFAIL,
2 Z X (class) D T118) THF2 Z X (subclass) DS 1723] & LTWET,

SHERE (field of search)

[0195] TEIERAF) & TRESE) O T, #ELE (field of search) 3%
D Ed,

[0196] Z N, F/ABIEL. /TN (prior art) ¥R L. & DFATHEANT D FEHH
WZBERHDNE I DERD D & AT,

[0197] ¥FaFIESS 1 0 25 A WAL 1 0 B&IZEL LADLE T, Z7L—A
FHKET AR E D RITENR S A0 E 2, 2B LEThITT
ER

5 =86 (reference cited)

[0198) FAEMFICHEEBEIMR LU LTz 9/ (BHE 5% reference) &, HJE
ADEREBICRH LR BR/8%5) 13, RovIvarToFSIRE
ZHB (reference cited) & U CHER Idv, KIEVRFT ST & AMEREEF STIRIZ 40 1F
LNET,

[0199] T b DA FIRABIN AT L HIEW L \BELRBERAH 5 &) i) Tk
HYEHA,

[0200] &HFE VBRIV &b H D FET,

[0201] B OARIOLAFIZIE, ZhoEx OEFEN EOSEN LR TS
DRFR I TNET,

ZEEE (examiner)

[0202] AR DIMERFFF TR D FIiX, FLHEEF (Primary Examiner) T 5
[Robert Kunemund ] DABIRH Y £,

[0203] ZAuiE, TN O ORFFHEZ LB L, BRI RTRITE I L £

BHFEE  (senior examiner) T,

[0204] D FiZiL, FEE#H (Assistant Examiner) T 5 [Joni Wy Chang]

DAHINH Y £,

[0205] A REIGREZ LFAHEMOEEZ L-FEE T,

[0206] 1B, R CORHFDFLEFME (prosecution) 1X, Lk L THROEEE

TADBHY LET,
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[0207] Below the assistant examiner is the identity of the law firm,

the registered patent agents or attorney who are responsible for
prosecuting the application,

and in this instance that law firm is Sixbey, Friedman, Leedom, and

Ferguson.

[0208] Finally, on the front page of the patent is given an abstract,
and the abstract is provided for searching purposes

and is intended to be an overall discussion of what is disclosed in the
application.

[0209] At the bottom of the abstract is indicated

that the patent application has 16 individual claims and 3 sheets of drawings,

one of which is shown on the front side of the patent.

[0210] Turn, if you would, to the text of the patent, columns 1 and 2 of the
patent, which are beyond the drawings.

[0211] You will note that the history of the application,

the continuations, the division, the CIPs which led to its issuance

are set forth under the title in column 1.

[0212] Following that is the specification.

[0213] The specification serves a number of different functions,

but its basic requirement is that

it must set forth sufficient information for one of ordinary skill in the art to
practice the invention,

and it must set forth the best mode known to the inventor at the time that
the application is filed for carrying our his or her invention.

[0214] Both this “enablement requirement” and “best mode requirement’
are set forth in 35 U.S.C. 112.

[0215] The specification is divided into a number of individual sections:
background of the invention, summary of the invention,

brief description of the drawings,

and detailed description of the preferred embodiment.

[0216] These are absolutely typical divisions of the specification.
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[0207] THAEBWI O P EHEFHET (aw firm), FEFHBEOFREE T
BED$ B BERFPELS: (registered patent agents) b L XL 0 & TH
HYET, ZOIRRTOEERFETIX [ Sixbey, Friedman, Leedon, and
Ferguson| T,

FIRXFS2F (BF abstract)

[0208] B#IT, FFFFDRME (T > v_—) [IZEH (77X P2 P,
abstract) WH Y E¥, ZOBEKNIE, AEOBHRICREINTHE H DT,
B O R TR SN TV A NOBEBERNENH S kT,
[0209] BERIDORKREICIZ, ZORFFHEIXZ 1 6 D L— A THER SN TE Y,
SHMONERIAT SN TNDZ ENFRRINTVET, T0 5 H—KITEFF
DFEAMBITRARENTNET,

[0210] S TENTIE, MEOKRDFEHFOAL (P135) #RTFIW, =D
DM (column) W25V TUNVET,

[0211] EMD =T A1 DZ A SO TFIZIE, HEORE, ©F 0 fkeHiE,
EIHRE, & U —35k#e 8 (Continuations In Part: CIP) Nt &S Tk Y
FFr ORBITIZE o 7o faB B3 o) £,

BI#IZ (specification)

[0212] & DIRIZHMIE (specification) TT,

[0213] BT A% BB N H 0 F308, EAMICIE, W 2488
(one of ordinary skill in the art), DF Y DLW HIZ 17 BB DB EH

TS K LT, #DRH & EITT S (to practice the invention) DIT+5373

WGREHH TS5 (GH#ET S TS setforth) Z & &, HEENMEH SN

RIZBWT, 2OFEMAEEITTH LT, BHBERM > CNDEZEDRRD

FEE (best mode) 13, BB SN TWRITFIIERY ¥ A,

[0214] Z D Eg ATREIEESE  (enablement requirement) & 388 D 53 K BEREZE1F
(best mode requirement) \ZB L Cid, BFEE 1124 35US8.C.§112) T

A STV ET,

[0215] BAMIEIX, [ BHDEHE (background of the invention)). | F87DEEF
(summary of the invention) ), | Xl D/ HE 278 (brief description of the

drawing))., TZFF L 0 EMBIDOZFEM 2 (detailed description of the preferred

embodiment)| 72 & D& 7 L a AT TCUVVET,

[0216] T & AN HRE 72 BANE DR B SR T,
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[0217] You will note as you go through the specification that it is divided into
columns and that the lines of the individual columns have numbers which are
between the 2 columns.

[0218] So, if you want to find a certain part of the specification,

normally you refer to it by line number and column number.

[0219] You will also note as you read through the detailed description of
the embodiments that a number of, uh...that numerals are provided and
that these numerals are references to the spec, to the drawings,

so that you can understand exactly what the drawings illustrate

and exactly how the invention works.

[0220] In this particular application, working examples are provided—
experiments which were carried out to illustrate

how different embodiments of the invention might work.

[0221] These kinds of experiments are not necessary in a patent application
but are frequently present and, of course,

are of great value in convincing the examiner to allow the application.

[0222] Turn if you would to the claims at the end of the patent.

[0223] John White‘s going to talk to you in some considerable detail about
claim drafting,

but let me give you a few observations at this point about the claims.
[0224] Note that there are 16 claims that are enumerated here.

[0225] Each of these claims is an object of a sentence

which begins “I claim,”

and you will see the words “I claim,” which precede claim 1.

[0226] That “I claim” applies to each and every one of the claims.

[0227] Therefore, sentence of claim one reads “| claim a plasma processing
apparatus,”

and you will see that a colon comes at then end of “apparatus”

to divide the recitation of the individual elements from the preamble,
which is a plasma processing apparatus.

[0228] Each of the individual elements of this apparatus

are set forth in a separate paragraph in claim 1.
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[0217] (EMERTLO01D L 512) BMEOTIX >0 =25 A (# column)
WZRPINTEY, ENENDO2T AOITIZIE, 2022502 F AOMIZES
DT BN TWET,

[0218] FAMIE DN TREDOH S Z RO WL, BFIL, =27 A &1T0
BEEBBTH L0 Ed,

[0219] F£7=, EMBIOFEMARFHM A TN LoD FT2, SNk
DFYEFZE L TELNLTRBY . MEMTEZER L, BN ED X HI1E
KON, HARRIZEDD X 1272 > TnET,

[0220] ¥FIC Z OHFETIX, EHA] Gworking example) SRS THET,
DEYD ERAR, BrRERHITEDOISICH OrERL = EH
(experiments) T,

[0221] D& 5 725880%, HBICE L TR T LHBRETIESH D FHAR, &
<HHELNDHEDT, bbAA, FEFICH L THEZHT LTINS X Hi
FT DI REATT,

I L—A4 (claim) <EH : ~N—Z142—>

[0222] TN T, FRFORBIZH D7 V—b 2L TTFE,

[0223] Y a v « RUA NBNZ D%, 2 L—ADIEE (claim drafting) 2O\ T
RO PP THBALETH, BbZO7 L—AIZ oW THLERE LT
B9 ERWES,

[0224] Z TN ENEBMFTEDOIZ L—LB16HD F7,

[0225] Zb D7 L—ADENZE UL, Mclaim (FAFFER LET) | THED
—ODXEDF T2 b (ARG object) &\NH Z LT ET,

[0226] Z® [Tclaim] X, 7 L —ABEOZNFNATIER INET,
[0227] £V, 7L —A1OXEEL LTI, 1 claim a plasma processing
apparatus|, EFLeZ IRV FET, anl () BN (L& @pparatus)] &\
IRBAIDHKRITH Y ET, T 1797 X< WUHEEE (plasma processing
apparatus) | &\ 9 FifE (GEA) #547 (preamble) & A 152 (individual element)
DFF L ZERTH7DIMHTHENTHEH DT,

[0228] Z DIEERNDENENLOERERIZ, 7 L—A10HD, ZnEhO
NI T T T THASNTHVET,
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[0229] So one element is a chamber, a second element is a gas introducing
means, a third element is a means for emitting a microwave into the chamber,
etcetera.

[0230] In order to infringe this claim,

a device must have each of these individual elements

and must respond to each and every one of the limitations.

[0231] Thus, for example,

if we were looking at a plasma processing apparatus,

and it lacked a means for emitting a microwave into the chamber,

it would not infringe claim 1.

[0232] You remember that | said earlier this hour

that in order to infringe a patent

you don‘t have to infringe all the claims of the patent,

you only have to infringe one claim.

[0233] Therefore,

when you are analyzing any patent for the purposes of infringement,

you have to look at each and every claim.

[0234] The claims here are divided in a number of different ways.

[0235] First of all,

they are divided between independent claims and dependent claims.
[0236] Claim 1 is an independent claim.

[0237] You don‘t have to look to any other claim or any other wording

in order to interpret its scope.

[0238] Claim 2, however, is a dependent claim.

[0239] Claim 2 begins, “The apparatus of claim 1.”

[0240] This is a shorthand way of saying “the apparatus set forth in claim 1,
including each and every one of the limitations of claim 1 plus the
following.”

[0241] Therefore, if you could not infringe claim 1,

you likewise could not infringe dependent claim 2,

since it has the additional limitation reciting that the frequency of the
microwave is 2.45 gigahertz.

[0242] The claims are also divided into separate types of apparatus claims.
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[0229] ©F V., — D H OEKRERIL lchamber] T, DB IX la gas introducing
means), = L C=-2HI [a means admitting a microwave into the chamber|, &

e < RTH,

[0230] ZD 7 L— A% RETHIZIE, TOEBIITZNOML OBRERN
RonY | RE (imitation) DETIZHIGE L TND D EWVD Z LT YD £7,
[0231] ZD L HIZ LT, BlxiX, ENNE L L 57 TA plasma processing
apparatus] THBH & LTH, TN (w1 7 o EMEOFITHAT 5 5L
ZFFOTWRITIL, Z7V—A1ZREFELTWLZ LITERD A,
[0232] ZOFKff (1FERE) oOI»ic, FFE2RERETHICE. £ To7 L—
ATERLS, 7V =205 b2 THREILRD, EHBALE L,
[0233] T b, REZETEOIFTZHNLLEAICE, £27v—2o%2 T
BIZHH~NDBENH Y FT,

B0 L—A (independent claim), #/52 L —.A (dependent claim)

[0234] Z DILERFFFD 7 L— A%, fEx R IGETHEI SN THNET,
[0235] £ 3 MIDIX, [Mir2 L—.A (independent claim)) & 7E)E 2 L—.A
(dependent claim)] (2530 HLTONET,

[0236] 7 L— A LIFMSE 7 L— AT,

[0237] & DREBQEBEET 27202, FOMD I L—LREHEBNEZHD
HEITH Y FH A,

[0238] —F. Z L—A 2%, R L—ATT,

[0239] 7 L—A 20, 7 L—A1 0MEE | CTHIAMAED 9,

[0240] o FE Y Z UL, 7 L—A 1 Tk &Nz & 2 ADEET, 37 v
— A1 TREDENFNETCEELLOT, BIZLFOLOEBMT 5], %
MO ENVWH & o TWET,

[0241] ZNWpx, 7L —A1ERBELTCHNRTNVI, R/ LV—ALTHDY
L= 2ZBEFELTWAZ LITERLRWETTT, 2O, 7 L—»A
21X, <A 7 aEORBEIL 245GHz TH D, &P fAWIRE (additional
limitation) DS SN TWBIZIBE 2016 TT,

EED L—A (apparatus claim), F%20 L—A (method claim)

[0242] 7 V— A%, [EE 2 L—24 (apparatus claim)] OWT, BIZR| % OB
2T BAIVTVWET,
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[0243] We have an independent apparatus claim 1, with claims 2 and 3
dependent from 1, and an independent apparatus claim 4, with dependent
claims 5 and 6 dependent on claim 4, directly or indirectly.

[0244] We also have method claims.

[0245] Claims 7 through 16 are method claims.

[0246] It is quite conventional in the United States to include in an application
both apparatus and method claims.

[0247] Sometimes, the patent office will issue a restriction requirement,
and we'll talk very briefly about that

and how that works when we get to the seventh hour of the course.

[0248] Not gonna talk anymore about claims right now, because John will be
discussing that subject in some more considerable detail in a couple of hours.

[0249] | want to finish this first hour

by giving you an idea of how the patent office functions as a institution.
[0250] Most of us who are patent attorneys were educated as engineers,
and we are accustomed to thinking of systems and devices

in terms of black boxes.

[0251] A black box to me is simply something which has an input;

it is unclear what happens inside, but it has an output as well...maybe has
more than one input, more than one output.

[0252] If we look at the patent office from a distance

and we try to ascertain what are its fundamental characteristics,

how does it work as a black box, there are a number of things we can see,
and | have given them titles which may help you to remember them.

[0253] First of all, there is what | call the law of diminishing rights, the law
of diminishing rights.

[0254] It is this, and it is absolutely fundamental—

as an application proceeds in the patent office from beginning to finish,

the rights which you as the applicant have steadily diminish.

[0255] When you file an application,

you have the full rights of everything that you can do in the patent office.
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[0243] SZ L723EE 7 L— A L ZNIZERB L7 V—Ah 2, 7L —A 30
HY, FLTERMILEEBE S L—2403HY, THIKIEHEZ L—A5
&6, HED D WITRERIZERE L ONET,

[0244] Z SNz, [ 5FE2 L—2A (method claim)] b & 7,

[0245] Z L—A 7B 7 L—A1 6 T, HEZ L—ATT,

[0246] KETITHBEEIZEE Y L— AL HEZ L—2OW 2 AND Z &M,
IRV MO F & 7R TOET,

[0247] RdFT ARG 2 [ REZSR (restriction requirement)| ZRATT 52 &N D
DETHN, ZOREERIZE L CIX 7 RE B OffE CEHBEICHIT A Z LI
LET,

[0248] L7218 T, Ya v - RUA D, BEENT TEELHALET DT,
ZOH) T L—AZONWTORBITOEETHRPDVICLET,

4. FFEF/T DAL FAEA

[0249] = TiL, KFRFTHEREE LTED X ) AT > TV B DD
Az b ->T, 1HBOBBEEZHDOISDENERNET,

[0250] FFRFFRELCHAFEDOITEA LIE, EfiE & LToOBELRZITTE
D, VAT AREBET T v - Ry 7 AL LTEZDLZ LB THNET,
[0251] FMT & 2T, TP Ry 7 A&, AR A Ty hEi, £
DRT YNy FENHBREERLET, TH, 77927 - Ry 7 ADPT,
ABEZ >THBONEHLP TRV ER-A, ATy FRTU Ty b
X, B ThHIZEEHBTLE I,

[0252) #¥FT &2 LHREEZ BWCHk®D, 75 v 7 - Ry 7 A& LTED LD
AN TW D D0, ZDRAREE ORI THLINEEZTHEL L I,
Rt TIZIZ O P ORERH Y £, 22T BT WVWEI T, 2h?
IUWZE A MEATTHE LT,

1) HEFBRDEE] (the law of diminishing rights)

[0253] EI L. RS [REFEREDILA] (the law of diminishing rights)] &
FEA TS SO TT,

[0254] MERBEWIOERNZ, AR OTT, KT CORFFHEOR LD
LT ETOEITERIZIENT, HEEA L L TOEMITRL IZED LET,
[0255] HAREESRHRE A T, FFRPTICR VT, HBEADNTH T A EKEO
MRIZAETHZ &Y E7,
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[0256] You can file preliminary amendments after an action, you can have
an interview, you can file affidavits, you can do whatever is permitted.
[0257] After a finial rejection, those rights diminish.

[0258] After you receive a notice of allowance, they diminish further.
[0259] After you pay the issue fee, they diminish further...the law of
diminishing rights.

[0260] Second, the law of patent office capitalism.

Almost every procedure in the patent office carries a fee.

[0261] The more complicated a procedure, the greater the fee.

[0262] Anything which involves a correction of a mistake that you the
applicant made

will certainly require a fee,

and the bigger the mistake, the more trouble on the part of the patent office,
then the greater will be that fee.

[0263] Third, the law of rigid rule.

Many institutions have great flexibility in the interpretation of their roles.
[0264] For example, in courts, if a paper is filed a day late,
typically there are no consequences.

[0265] Even if a proper extension wasn't obtained,

the judge will accept the papers and will decide the case.

[0266] In the patent office, however,

the rules and particularly the deadlines that are established

are utterly inflexible.

[0267] If you miss a deadline by a day, it will not be forgiven.
[0268] The application will typically become abandoned,

and it will cost a great deal of money to revive it.
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[0256] FFEHIFTIE (FHFHIFFIE preliminary amendment) DHEH DN TE BT,
ERBTBINOD & FEE (nterview) BT 52 &0, HEHAE (affidavit)
ERHTA2ZELTEET, FASNTNWAZETHIITMTH LTEWER
T,

[0257] @HFEREG (final rejection) DX OMERNITREA LET,

[0258] #FFF7F B A1Z (notice of allowance) %52\ TH-> T-1%i%, MERIIFEIZ
BAHLET,

[0259] #FEFFHTTHIE (ssue fee) DFXINNLIEIT, FEEIZBPLET, Zh
DFERBER D ERITT,

2) HFHTEXREZE (the law of patent office capitalism)

[0260) =& B 7T ELRLZE DL (the law of patent office capitalism) ]
T, FRFTICRITDI1EL AV ERTOFEXITIE, BN ET,

[0261] FheZ BEHETHNIEHHITE, TOERITEL 2 7,

[0262] AW ZETIET 2121, BeNER I, HEVRKEITh
IRENVZE, EFFTICBVTCOMEBVOFTELAER, BHETHINLIEH
HITE RSN DBEITmBICR Y £9,

3) BIEZLIRBIDZE (the law of right rule)

[0263] =F B X TBEIE 2 BRI DEA (the law of right rule) | T, 26 < DR
TiE, EOMB OB OBIRIZ, FlMEEZ b TWET,

[0264] Al 21X, BHFTT, BEN—RERTIRHEINZE LET,

[0265] REDGE, 72 & A ERREHFTEZRGL T\ &b, RHEE
DRERIZE ST, BEBIEDLDLZ LW LEHY VA, BHBREEEZS
L, FrDOHEZTLET,

[0266] L7>L. FeriT Cide B FCRO NI fFD LTV A (deadline) 1T
BL Tk, FEMEITE<HY EFA,

[0267] #F®HEIY HZ—H CTHENIUL, BilBZE VW THEH 252 LiFETH
S>THV ERA,

[0268] % DFEIL, WHIL, CORFFHBEIIHCGES N TLEW, 2% EHE
735 (revive) T OITIZZBEDOBEN PN F7,
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[0269] The fourth rule.

Accountants have a rule they call FIFO—first in, first out.

[0270] That applies to the patent office as well.

[0271] The patent office takes up applications as a general rule

in the order that they are received.

[0272] Five, the rule of writing. Patent applications must be in writing.
[0273] All communications in the patent office must be in writing.

[0274] We'll talk in the seventh hour about interviews

and how interviews can be very useful,

but interviews do not in any instance allow you to forego preparing and filing

written responses.

[0275] And finally, we have what | call the rule of perpetual replacement.
[0276] This concept of a continuation, continuation in part, or a
division...

the idea that patent prosecution in the United States can be extended for
many years,

as we'll see with regard to the Yamazaki patent,

by replacing applications, one after the other,

paying a new filing fee for the purpose of starting over.

[0277] I've now come to the end of the first hour:

a very basic introduction to patent law,

a look at the Yamazaki patent,

a general overview about what the patent office is all about.

[0278] As | said, | think it's extremely important

that you pause this tape as you're reviewing these materials,

or alternately that you play this tape at least twice or perhaps more than
twice,

in order to fully understand everything that we are talking about

and how it relates to the materials at hand.
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4) FZEANTEH LEE (first-in, first-out)

[0269] XEHEELIX [EAALE L ELEO., first-in, first-out)] OFH% FF
STWET,

[0270] 4#7F)TCTH Z OWERINEH S E T,

[0271] LA E L T (as a general rule) HFRIZSZfF 672 I8 CALEE SHET,

5) XEZEDZE (the rule of writing)

[0272] T B T XESLEDEAY (the rule of writing) ] T, FeaFHHREIZ & (in
writing) TI2ITIULR D XA,

[0273] %57 & OBEEIT, £ TLETITLRITAERY FH¥A,

[0274] EHEWCBAT 234, 7TRMBOMEBETLE T, WENVLIZHERT
HoTh, MEENEET, XBZLDISEOHMLRBEZRET S Z L1
TEXEHA,

6) FKigE L EZDZA (the rule of perpetual replacement)

[0275] Fcfkid, FADN [kiess LB DJER) (the rule of perpetual replacement) ]

EIEA TV BIERITT,

[0276] ZALHAEFCHIE (continuation), —H5H#cHfE (continuation in part).

T LT EFHE (division) OBz ie LET, KENCIHT 2R A i X
(patent prosecution) 1%, WIRFFTFZBL THH L ONEET2, HEZ KR~

EELBZT, BAINOROVET DI H - aHER &% X > Z Lick -

T RFICDE>TERTO LN TEET,

[0277] S CL1EMBE & FAZEARDOVIZESEE Lz, 1EEFAOHESRE T
FrEoMB, LI OB, BT OBBE A 2 BB IC 3 L
¥ L7,

[0278] ENA L, BFRICHIEHONAE, B L CTHL 2Di2iE, &
DETHT =T —BEIL LR R, EZEL D@L%Zv &%

SRS BEID LET,
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[0279] With that in mind,

| also recommend that you take a real break between each of these tapes.

[0280] So, take your break and uh, when you do the next tape you will find
John White talking to you about file histories.
[0281] I'll be back talking to you at the sixth hour.
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[0279] £ 2§ 57bilh, —FFHO#ESEEIC, KEZRLOND LRWTL X
Do

[0280] N TIE, —B2OWVWTFaW, ROETFAT—TOHERTIEY a v -

WU A NINEEE (file history) OFLHE LET,
[0281] £ TIXEZ 6 FEF B O TRV LEL X 5,
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