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Hour 4
Novelty and Obviousness
Matt Stavish

[0907] Hello and welcome to hour 4.

[0908] My name is Matt Stavish and for the next hour or so,
| will be discussing the statutory rules and requirements
governing the issues of novelty and obviousness

as they pertain to U.S. patent law and procedure.

[0909] In the United States, a patent is granted only to one

who properly discloses and claims a new and nonobvious invention.
[0910] The statutory basis for novelty is 35 U.S.C. section 102,
and the statutory basis for obviousness is 35 U.S.C. section 103.
[0911] In my opinion,

the rules and requirements

governing the issues of novelty and obviousness

are the single most important topic in U.S. patent law,

and one of the most difficult to understand.

[0912] Thus far, you have covered many important topics and statutes;
however no other topic receives, or for that matter deserves,

the attention given the issues of novelty and obviousness.

[0913] Simply stated,

an invention is patentable

unless

it exists in the prior art as defined by 35 U.S.C. section 102,

or is an obvious variation of that which exists in the prior art.

[0914] Even if an idea is new,

it cannot be patented
if it is simply an obvious variation of that which is found in the prior art.
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[0915] In that case,
the idea or claim directed to that idea
is rejected under 35 U.S.C. 103 as obvious.

[0916] Obviousness is based

on the sum total of knowledge found in the prior art.

[0917] Therefore, a claim will be rejected

if one of ordinary skill in the art would find it obvious to modify

what is taught by one piece of prior art

in light of what is taught by one or more additional pieces of prior art.
[0918] Let's take a look at what | mean.

[0919] Please turn to page 152 of your materials.

[0920] In example 1,

we're to assume that a patent application contains the following claim:
a superconductor enclosed in a metal pipe,

wherein the metal pipe is platinum.

[0921] If a single piece of prior art,

for example an engineering manual,

discloses or teaches

that it is well known to coat a superconductor with a layer of platinum,
this claim would be anticipated by that engineering manual.
[0922] In other words,

the identical thing was known,

the idea set forth in this claim is not new,

thus not patentable under section 102.

[0923] Let's look now at example 2.

[0924] Here we are to assume

that a patent application contains a claim

toa superconductor enclosed in a metal pipe,

wherein that metal pipe is iridium.
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[0925] We already know

that the engineering manual states

that it is well known to coat the superconductor with platinum,
but that engineering manual does not mention iridium.
[0926] Therefore, this claim set forth in example 2
cannot be anticipated by the engineering manual,
because there is a difference between

that which is set forth in the claims

and that which is taught by the prior art.

[0927] The engineering manual qualifies as prior art
but does not anticipate this claim.

[0928] However, our inquiry does not end there.

[0929] Obviousness may still preclude patentability,
in other words, this claim may still be rejected

if one of ordinary skill in the art would find the differences
between what is taught in the prior art

and that which is set forth in the claim to simply be an obvious variation.

[0930] As we have stated, a claim is rejected for obviousness

if one of ordinary skill in the art would find it obvious to modify

what is taught by one piece of prior art

in light of what is taught by one or more additional pieces of prior art.
[0931] Therefore,

if a second piece of prior art for example, a trade journal, teaches
that iridium may be substituted for platinum

when insulating electrically conducted materials,

the claim set forth in example 2, that is the claim directed to iridium,
would likely be rejected as obvious

if one of ordinary skill in the art would find it obvious

to replace platinum with iridium as taught by this trade journal.

[0932] Let's take a look at how this appears in the real world.
[0933] Please turn to page 86 of your materials,

wherein we will take a look at an actual rejection

set forth by an examiner of the U.S. patent office.
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[0934] At page 86, paragraph 16, we see that a group of claims, namely

claims 17 through 20, 24 through 27, 31 through 36, and 42 through 47,
are rejected under 35 U.S.C. 103

as being unpatentable over Matsuo et al in view of Yamazaki et al.
[0935] The examiner sets forth the rational for this rejection

in the following paragraphs.

[0936] He refers to figure 3 of Matsuo

and explains exactly which elements of these claims Matsuo teaches.

[0937] Significantly, at page 87 the first full paragraph,

the examiner states

that “Matsuo fails to teach the specifics of the vacuum system,
and thus there is no disclosure of the turbo molecular pump

set forth in the claims.”

[0938] The examiner further states

that “Matsuo fails to teach the light source set forth in the claims;

H

therefore, these group of claims cannot be anticipated by Matsuo.’

[0939] There is a difference between the claims

and that which is taught by Matsuo.

[0940] However, the examiner turns to a second piece of prior art,
mainly Yamazaki et al,

and states that “ Yamazaki discloses the vacuum system

and further discloses the light source set forth in the claims.”

[0941] In the last full paragraph of this page the examiner says,
“ It would‘ve been obvious to one of ordinary skill in the art

to have included a vacuum system as faught by Yamazaki

in the system set forth in Matsuo because...,”

and then goes on to set forth the rational

on why that combination would be proper.
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Bt (U.S.4,636,401) | IZHR D LAaDE, THEM (Matsuoet al,) DKEFF (U.S.
4,401,054) | &HET 2 &, (BEIOZ O LW LR LR V—A12id)
FFaPEIZRV & D (as being unpatentable) & SFVTUVVE$n,
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£
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o TURLy Matsuo is silent on the specifics of the vacuum system used) 15 |,
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[0942] In other words, the examiner has determined

that it would be obvious to one of skill in the art

to modify what is taught by one piece of prior art

in light of what is taught by the second piece of prior art,

and thus this group of claims is rejected under 35 U.S.C. section 1083.

[0943] Let's do some more examples.

[0944] Examples 3 and 4 at pages 153 and 154 of your materials

will help us to better understand the issue of anticipation

as it applies under section 102.

[0945] The following examples give a brief description of an invention,

an illustration of that invention, a statement of the prior art, and a group of
claims.

[0946] We must select the claim

which best describes the invention set forth in the example

and which defines that invention over the prior art.

[0947] Our first example at page 153 discloses a planting pot,

and | just happen to have one right here.

[0948] This is a very simple invention,

which provides a plant pot having holes in the lower half of the sidewall
to promote the growth of roots.

[0948] This example goes on to tell us

that it is well known to provide a hole in the bottom of the plant pot.
[0950] And it also goes on to tell us

that it is well known to provide holes along the top rim

to receive hanging elements for a hanging pot.

[0951] Therefore,

the difference between the invention of example 3 and the prior art
is the inclusion of holes in the sidewall

and limited to the lower half of that sidewall.
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[0942] BVVRZ D &, [ ORITRINTH#HREN TV b0 L, ~FHOKE
TR THR SN TV D b DOEMAARDLETEY BT O TH D Z L3,
OB OBE OBEE (Y4EE) Lo TEIBEWHTHS, #HoT, =
NH—EDY L— Ak, KRERFFES 10 SRICESEHRT 2, LEEY
VTR T L OB it T,

SEfTHE (anticipation) DE YL <#HH : ~N—2153, 154>
[0943] ZNTiE, b OV LMOFIEE R THAEL X 9,

vlEE (3) (4)

TR EEZ S0 L—ALDEET

[0944] #M D 1 53—V E 15 4X—VIZHBHPIE (3) LBIE (4) %
o T, KREFFFTFESE 1 0 250REICESL E77H (anticipation) %, LV
BEMEL TOWE W ERNET,

[0945] D bRAT 2 FIREICIT, OB RFR, ZORP O, %
TEMOBRA, BLO—HEDOZ L—ANRENTVET,

[0946] ZNTiE. ((A) 2256 (E) OBREFOPT) FIEEE LTHERT
WOLRHORNEZ b KSR U, TETRITEEZ T2 DFW & HREICIES
DH TV S (which defines that invention over the prior art) 7 L — =] &, —#%
WICBRATHEL X D,

Ol (3) TEREICINDE-FEXEE <EH : XN—2153>

[0947] 4 1 5 3 _X— T DERFIOBIETIE, HIASKOEABE RSN TEY,
RS TN B B ONRZE H TT,

[0948] Z ORI REMEZR S DT, THADOMIE FHIZ, BOFEFIRLED 7N
BENTWDHEAREE], &V D DT,

[0949] Z DBIRETIX, THEREEDIRIZRZRIT S, EWVWHZ LB IbENT
WAL, EREATVEFT (goes on to tell us),

[0950] BEiZ, MY TR LT, B FIFRE 2@ /2o, LEMl
HIZARZHRTD LN 2 b, RKHALNTVD L], RENTVET,
[0951] Ehwz, Bl (3) DR &ETENE OMOZERIT, TRBEROM
HIZBT BN TEY, LABENNTEHICEHIT O TWS ], ERESHA TN
% (s limited) & = A2H 0 F7,
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[0952] And it's our job to select the claim which best describes that invention,
in a manner which overcomes the prior art,

and thus cannot be anticipated by the prior art,.

[0953] Our claim states, “A plant growing receptacle having a plant
positioned therein for further growth...”

[0954] And it is our job to finish that statement.

[0955] Choice A states,

“said receptacle

comprising

a side wall, extending from a bottom wall,

at least one opening in said side wall.”

[0956] Well this might accurately describe our invention

but also describes the prior art,

wherein holes may be provided on the outside of the top rim.

[0957] These holes would likewise be provided in said sidewall,

and therefore

the claim of choice A would be anticipated by what is known by the
prior art.

[0958] Choice B states,

“said receptacle

having

a bottom, a side wall, and open top,

and a plurality of openings formed adjacent said open top.”

[0959] That exactly describes the prior art

wherein open apertures are provided for hanging elements.

[0960] Therefore,

choice B likewise would be rejected as anticipated by the prior art.
[0961] Choice C—

“said receptacle

comprising

an open top and a sidewall and at least one opening in said side wall.”
[0962] Choice C is very similar to Choice A

and likewise would be anticipated by the prior art.
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[0952] & ZTES A LRIT, JE/THNTE82 50 5T (in a manner which
overcomes the prior art), 16~ T, FATEMIC L > THRITEN TV RWVWE Z AD,
CORHERLIHEEL TS EBDRE Y L—a%, UTOEREOF
DHOBBEZ EIZLELL D,

[0953] ZZTO7 L —AIZiX THEMEZOFIC AN, TOREBEZE IS
OO, BHEREOHKITHY ... LitREhTOET,
[0954] ZDH%, ZDI V—ADXEEET D OB L2 DLEETT,

HRFEA A TSATHS

[0955] R (A) TIE,

HIELAE AT (BLTD0) #ESH S (comprising) | JEBED HHONT U B )
BE B X URIGLMBEI M T bie b2 L b—20Ry, LB TWET,
[0956] IR (A) 1&. ZZCORMZEMRICERL TNDBZ LT FT
M, ZhIE, 8o EERICANH D E VD RITEFORR TL H Y E1,
[0957] T O DTUIRATROMIBEIC BFRIT D 2 ENTEBZ DT TT D, BIR
e (A) 7 v— A, RITEIFICE > TEMTHL &5 = LT, 77
FL TS (would be anticipated FFIZHEH Y S TUH3) Z &2k F4,

EREB - ETESATOS

[0958] EIRiL (B) Tik,

TATREARE (BLT %) Ao T3 (having) ; JEER, RIBE, 36 X OB L
. B X ORIEMAM EEHOT CELICRIT SN EHROR] LBbNT
WET,

[0959] Z AU, FATERZED b OOHIE T, ZZ Tk, B FFRERICH
BINlAAREE L TnET,

[0960] Ehwp ., BRB (B) bFEEKIC, BITEMNC L - CETSIATHS
& LTHEMEIIES (would be rejected as anticipated) = L2720 £,

HERFEC ETIATLS

[0961] TRIFEA#IE (BLTFT) #En5 ; Bk B8, MIBE, 38 X ORI MeE
BT 6Nz Ed 120X

[0962] BIRIK (C) DR (A) LIFEALERUTTND, LIz L
STHRITENTWBZ L2k %9,

76



[0963] Choice D—

“said receptacle

consisting of an open top extending downwardly along said side.”
[0964] Choice D does not even provide for holes,

therefore does not describe the invention,

and likewise, would be anticipated by the prior art.

[0965] Choice E, our last choice, so most likely the correct answer—

“said receptacle,

consisting of an open top and a sidewall extending downwardly,

at least one opening formed in a lower half of said sidewall.”

[0966] This is the critical feature of our invention.

[0967] Choice E describes our invention, and more importantly, describes it
in a manner which overcomes that which is told as the prior art.

[0968] Choice E, therefore, is the correct answer.

[0969] Example 4 provided at page 154 of your materials.

[0970] Here we are told the invention is a weighted fishing lure.

[0971] The lure is a metal hook at one end, and a weighted eyelet end at the
other.

[0972] The weighted end is formed by coating the fishhook in a bath of tin,
such that the eyelet end weighs twice the barbed end.

Very simple.

[0973] We are told

the prior art is a fishing hook having a barbed end and a eyelet end,

and it is known to coat the fishing hook in tin;

however, the prior art coats the fishing hook

in order to provide equal balancing between the two ends.

[0974] Therefore, the difference between this invention and the prior art
is the balancing aspect.

[0975] The eyelet end is balanced

to be two times the weight of the barbed end

in order to provide a unique action

as the fish hook moves through the water.
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ERFED TSR TLS

[0963] [HIFEARR L. AIRDAE 2V - TR AFIH TN 2 Bk B3 & st
(conmsisting) XL TND |

[0964] & ZITIEROFERIFEL BV FR-ANLL, BEWHEERLTOWBZ &I
IR0 EE A, FIZEDE L RER, BITERIC L > TRITSNTWAHZ LT
£,

HREE  REFGHE. ETIA TG

[0965] &9 Z & T, REBICKE B (E) RELWER LRV EHT
THREDTLL 0, B (E) T, TAREA# I EEAEVNTRY, #
0B FTHIZHONTWBRIBETELL (consisting) SN TRV, BiFtIBEED T
AT IR L b —DDRBPTERL STV S |

[0966] TS, T DI D REHIRFF# (critical feature) T,

[0967] BN (E) X, W% (EfRIZ) B L TWET, 2L T, KV E
BERaZ LIXVEITEIRE LTELN WA YO % B2 30 557 (ina manner
which overcomes) TREB SN TNB EWVWH Z & TT,

[0968] &5 Z & T, B (E) NIELWEZTY,

BleE4 HAEFNT— <HEH: G ~N—2154>

[0969] WIZ, #HF 1 5 4X—VDHIE (4) ZRTHEL X I,

[0970] Z DOBIREDIEIIE, B AT — (Ag0 ASLfE) <7,

[0971] V7 —IZR R RBOEE T, I FIFEY A E oMM (Oh) X
W27 o TUWVET,

[0972] E DV EDERDOTGIZ, BOWROPIZRITOENTA Yy F SN, £OX
GIZLT, ZOUOBRBRHIEVMEOEN, #&iF0H? (o) Hiok
D 2MFELS RoTWNWET, BHE LTEREV IR EDTT,

[0973] Zuzxt L, SBITEMfE, W e (7)) oeOb ROuER -7

FIVET, ZOEVEHIHA v FETHZ RO TWET, LaL,

SEATHCIE. 08T, MESOBEIONRT VU RAEIRD X HITHEIZA v
ENTWET,

[0974] TE 226, YW LETEMOERIL, BIONRT AW FlZH
/= S

[0975] OB ROIOEBH LT ORMKELY b fFEI A L51I2LT, #V

EAKF 2B  BRIC, MAFREE ZID Ko Licbil T,
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[0976] Once again we are provided five choices, and we must select the one
which most properly describes the invention, and more importantly,
overcomes the prior art.

[0977] Choice A—"A fishing lure

comprising a metallic hook connected to a weighted end portion.”

[0978] There is no provision in choice A for the novel aspect of this
invention, that is, the weighted end being twice the barbed end.

[0979] Therefore, choice A would likely be anticipated by the prior art.
[0980] Indeed, the prior art has an eyelet end that is weighted.

[0981] Choice B—"A fishing lure

comprising a metallic hook

having a barbed end and a weighted end portion,

that weighted portion being coated with a metal alloy.”
[0982] This is exactly the prior art that is provided to us
and therefore would be anticipated under section 102.

[0983] Choice C—"A fishing lure

comprising a barbed end,

and end opposite said barbed end coated with the metal.”
[0984] Once again, this is identically disclosed in the prior art...
therefore, would be anticipated.

[0985] Choice D—"A fishing lure

comprising a weighted end and a hooked portion,

having a barbed end portion opposite the weighted end,

wherein the weighted end is coated with tin.”

[0986] Well this may describe our invention,

but would still be anticipated by the prior art

because the important feature,

that is, the fact

that the weighted end is twice the barbed end, is not included in the claims.
[0987] Choice D would be anticipated by the prior art.
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[0976] E7-4EIGBIREN 5 oD 0nb, BWHEZELLCEL, FICHE
IRTEVK, SEITEN L TV 3 (overcomes prior art) 7 L — AE R THE
Lxd,

ERFEA ETSATOS

[0977] BHUE (A) 1, TERLAEEHT (BUFT) Blans ; £BRo#Y #t
T, ZIUFE Y DWEIROES SR L TWD ] T,

[0978] Z DR (A) \ZiE, BHDFHMICE T3 (novel aspect of this
invention) BLE (provision) 3% ) E¥ A, DFEV, LT OHIMWID 24%
B LEEVAE O] &0 FEMER,

[0979] Tz, BRI (A) X, BITEIMC LY RITSR WD, LR
EhbHTLE I,

[0980] 3£, SLITEMIL, E LEOBREFF>TWET,

EFREB - ETESATLSE

[0981] &ERfE (B) 1%, TEREAEEHT (LLTT) RS2 ; &BMEO® Y &
T, ThIH LT D (HD) H2uEHS EEY OO RS 2> TEY,
ZOBEY DN EESIE, EBRAETAYyFENTNDS]

[0982] ZAUTES L EBITEMMPIBELTHA LD THY, 2z 10 2
ZOTIZ, BTSN TWBZ LTk 4,

FEFRFEC - ETEATLS

[0983] BRI (C) 1X, TERLIEEEHE (BITFC) #kahd Wik iFofhnrz
Ui T, DORIRLY & T & O & KRHMIDOMIZER TA vy F S TWVW5 ]
[0984] FFON, MU Z & TN, ZIRETHFCRRENTWE D LT
TEND, BITINTNWDBZ &2 £,

FRED - FETEATLSE

[0985] &KL (D — TEERUEEHT (IFT) HMRSNh3 ; BY Off Wik
ErOMA T, B O WO RKRHINC I ST OmAH Y B X i
HTAYFINTND]

[0986] Z DR (D) X, ZOFEWAEZTBRLTNWB EEXETH, T
HELELITEIFCEITEIN T L RBTLEL Y, ¥R L, BERBMNT
5. Thbb, BY 2P mOMENY LT OO LY b TfEEL 22
D2 TWLEWVWIHEN, 7 L —AIZEEN TRV TY,

[0987] BRI (D) bEITHMZEITSNTHB Z &2y £9,
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[0988] Choice E—"A fishing lure

comprising of a metallic hook,

having a barbed end and a weighted end portion opposite the barbed end,
wherein the weighted end is coated with tin.”

[0989] Up until now, Choice E is just like Choice D;

however, E goes on to state,

“wherein said weighted end weighs two times said barbed end.”
[0990] That is the important aspect of this invention

that describes our invention

and does so in a manner which overcomes the prior art

and therefore, would be proper under 35 U.S.C. section 102.

[0991] These examples may appear simple,

but such exercises simulate rather closely the procedure

followed by patent attorneys and patent examiners nearly every day.
[0992] All rejections, whether based on novelty or obviousness,

are based on prior art.

[0993] When a patent application is deposited at the U.S. Patent and
Trademark Office,

an examiner will conduct a search of the prior art,

and the results of that search will be reported to you through a search report.
[0994] Prior art is a set of circumstances listed in 35 U.S.C. section 102
and nothing more.

[0995] When a publication or set of facts or set of circumstances

that might qualify under prior art,

the first step is to analyze those circumstances to ensure

that it qualifies under at least one paragraph of section 102.

[0996] Prior art may be a prior public knowledge or use,
it may be a prior patent or publication,

or it may be a sale here in the United States.

[0997] For example, a prior U.S. or foreign patent

may qualify under one section or more of section 102.
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HRRE  ETRTEEZ TS

[0988] #iRfiZ (E) — [ZERIfFEHE (AT ) #Mkand ; @RMoY #

T, fﬁ& TOH5mES L, EORMUNCH 2 EY O WS &R > T
v TOEY OMNWIRZIIH TA v F EN TN

[ww]::ifi@m%(D)kﬂbfﬁ Lol &R (E) TIXHEIC

ZOHPADFENT, [ZZIZBNTEOED OfPWimilaid, Rigeod &

T EUER D D _AFEOHSNH D,

[0990] Z DS, Z DFED HZEHLS) (mportant aspect) T, FENH T OFH %

gl L, HATHEINEHBZ 200 FTENMNTEY . NI X - T, REHFEF

1 028D FICELGITH S (would be proper under 35 U.S.C. section 102)

EWVNHZEILRET,

SFal—>3 > DEE

[0991] ZALE CORFRRIIMHEICRZ A0S LRLEEAR, T bR E K

BT 52 Lili o T, B L ORTFEAEREHIT > TV 2 P& 2T

D, BN TE D DT T,

[0992] HHIMHEIZESS bDTHA D &, BABICESS b THA S &, 7T

NTOHEMITEATERZE SN TOET,

[0993] ¥R HIFELS R RAR T ICIRH SN b &, FEFITETHOMEE

L. ZOWERIIHEZ (searchreport) \ZE DB, HEEANMIREINET,

2. HfTHHEET02F
[0994] FeATHEMF & 1%, KREZHFES 1 0 25T I N SN —&ED KN
(a set of circumstances) D= & THY ., TNULEOEDTIIH Y XA,
[0995] T/Hk#) (apublication)| X° [ —#DEZERILE (aset of facts)] 8L
[ =3 DIRPL ( a set of circumstances)] B3, FeATHEWNC Z 255 D TlLRV 2
ERZRENS (might qualify) V¢, BHIDAT v 7, T b ORIE 247
 (analyze) $H LTV ET, Tbb, THIKERFTHES 10 250
Dig Lo —DDNRT T T IR ETH LD TH D0 T BT DD
INDZEIZRVET,
[0996] SeATHM & i, (G779 S LBRDIF SN (@ prior public knowledge
oruse)]. TFATS DR & OIIE [RE COMIER A (a sale here
in the United States)] T o7V LET,
[0997] B 21X, & 2 KEB L UOSNEOLITRFFN, KEFRFEEL 0 250
THAS LIXZENB LB RIS T2 L ARSIV £7,
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[0998] Likewise, an article in the New York Times or an exhibited trade
show may qualify under one or more paragraphs of 102.

[0999] However, as we will see in a few minutes,

a pending foreign patent application will never qualify as prior art.
[1000] It simply does not fit any section, any paragraph of section 102.
[1001] Likewise, a sale outside the United States with nothing more,

a sale outside the United States, simply does not qualify as prior art.
[1002] It doesn't fit one of the paragraphs of section 102.

[1003] The rules to finding prior art are very mechanical and rigid.

[1004] 35 U.S.C. 102 is a seven-part checklist and should be strictly followed.

[1005] It is critical to understand

that if a set of facts do not satisfy the conditions of at least one
paragraph of 35 U.S.C. 102,

that set of facts does not and cannot qualify as prior art

and cannot be measured against the claim to determine patentability.

[1006] 35 U.S.C. section 102 therefore serves two purposes.

[1007] First, a set of circumstances must be analyzed

to see whether it fits into at least one paragraph of 102.

[1008] Once it is determined

that that set of circumstances qualifies under 102,

the next determination is

whether that single piece of prior art anticipates the claim.

[1009] Anticipates, meaning includes every limitation of that claim.

[1010] If that single piece of prior art does not anticipate a claim,
the next determination is

whether, based on the sum total of knowledge in the prior art,
the limitations of that claim would be obvious.
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[0998] [AIAR/RZ &, =a—3F—7 « FA LAXROTHEFRL L — KL a v T
OHBMICOWTHE 2 ET,

[0999] L2xL, 2 b BTN 500 0, [RE P DI EF7FHHE @
pending foreign patent application)] 1%, FATEAM & ITW L TR INET A,
[1000] 72¥72 5, FFFIEH 1 0 25D L DR 77 7RHEBIZHEEY L
HHTY,

[1001] [RAEIZ., THRES TGS TUV S G (a sale outside United States) ]
HEATEM L IT RIS ER A,

[1002] ZALid, FFFEFE 1 0 25RO EDHEBIZHEZRY LER A,

JEHDFrwIlX F

[1003] SefTHMT % B2 -3 HANL, WD CTHMATIZ F 7= BEE 12 (mechanical
and rigid) 1TOIVET,

[1004] KEFFFHE 1 O 2RI THEOF =y 7 VA MRHY, ZhHDIH
BIII T o2l 0 8 A,

FiTSA TS

[1005] b L. —#DHEZE (asetoffacts) . KEFHFES 10 25%0073<
Eb—D2DNRG T T TDOEFTY TULESROVEEIL, YFEO—HOHRT
FATEWR E LTIRARINT, 2007 V—ANEFFHERD B350 E 5 05 HE
9% (to determine patentability) BED HBFREHESL 12720 2 F WA (cannot be
measured), ZNEBEETHZ LT ETHRETT,

[1006] KEFFFFEF 1 0 251, - TRO ZOOHMDOEDICH Y £,
[1007] ETERINT, —FEDLH (a set of circumstances) 1, KEFFFHEL 0 2
FODIRE L —DDNT T T TITHE L TNDENE I DER D DT, 58T
SNRTNIXR BN, ENnO ZERHY ET,

[1008] OETZN ZDO—HORMHA 1 0 250 TFIeh 5 LHESnhiE, K
DYIEVL, FEITEEMF D5 (single piece of prior art) 75, 7 L —IIZHFT LT
WEMNE I TT,

[1009] AT L TW5 &id, FDOBWKIX, D2 L—ADE TOEFFH (R
JE) (every limitation of that claim) % & ¥,

FEITSATOLITAIL

[1010] & L, ZDEITEMO—HN, HD7 LV—2EHTL TRV E IR
5726, WOHEX, HITHIFROMBORIEIZE ST, 07 L— LD
FIEEPEATHANE I NV HIZRY $7,
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[1011] Obviousness, as we have stated,
is based on the sum total of knowledge of the prior art
as defined by 102, or as qualifies under 102.

[1012] Thus, unless something is prior art under 102,

it cannot be used to determine obviousness under section 103.
[1013] Although section 102 appears overwhelming,

when broken down to its components, it is quite manageable.
[1014] 102 consists of 7 independent paragraphs;

it is, in fact, a checklist and should be treated as such.

[1015] Let's take a look at section 102 provided in your materials.
[1016] 35 U.S.C. section 102 states,

“A person shall be entitled to a patent unless...,”

and then provides 7 independent paragraphs.

[1017] Paragraph A states,

“The invention was known or used by others in this country

or patented or described in a publication in this or any foreign country,
thus patented or described in a printed publication

anywhere in the world before the invention by the applicant.”
[1018] Paragraph B—

“The invention was patented or described in a printed publication
in this or a foreign country, i.e. anywhere in the world,

or was in public use or on sale here in the United States

more than 1 year before the U.S. filing date.”

[1019] Paragraph C states, “He has abandoned the invention,”
that is, the person applying for the patent.

[1020] Facts have arisen that show he in fact has abandoned it.

[1021] In other words, many years ago he developed this idea

and did not pursue it for one reason or another...

that qualifies as abandonment of that idea.

[1022] He is now barred from obtaining a patent.
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8¢ (obviousness)

[1011] B L7z & ST, BB &%, JefTEIN O B DR FTIZ (the sum total of
knowledge) F53NTWE T, ZIULKERTFEF 1 0 25 TERINTEY,
HDHWELL 0 2HKDTTEETHNE D PV FHE S E T,

[1012] TFb, B2 bOMN, H1 0 25EIOTRITHFTH S L Shi
WERY . 1 035KDIEADOTT, BRAMEHETH7DICHANA Z &iXT
XEHA,

[1013] 251 O 2 RIT—REEMFZ 5 TT N, 2V FR—F v FBIZHTTRTY
< &L BN TVE DT,

[1014] KREFFFFEF 1 0 251X, 7T OOMN LT T T 7 CHESHTE
V. FEFEZHW T 200 F oy 7 VR M LTOREIZREZLONET,

HHE1028 NS557A—G <#HH: - ~N—2149, 150>
[1015] BMICH D KERTEFE L 0 2K %A THAEL L I,

[1016] % 1 0 2RITBXTHET, RO LOHEBIZHFZY LARWEIEZ L
IEE I 27T Z LAV TES (shall be entitled to a patent) |,

ZLT, ZOHEITMI LT ODNRT 7T 78\ & 7,

[1017] /X555 (A) XKD L IR TWET, [FHR, KFICBWT,
A EVHEND B WIS TWERA, FHRIEARD 50 I35MNEN
BT, BP0 H20VIETITiciif s iR e -, ZhudoE
V. FFRFHREAC X2 RBALIATNC, EHABIR O &2 CTHNRRFCR Y,
B 5 WVIFHIR SN TITIZREE ST ERE, E W RIRTT,

[1018] /854557 (B) REORKFFHER XV 1FELLERNC, ZOFKHEBA
HELIECBDNTEFE 2D . HO5WVFFIITYICEE I W24,
FIIEARBIZBDNTAKRHO NS AWV SN TWEEE) 2T IR
EIPMEICIBNT] &1L THRPLZTHoThH) EWVWH 2 &TT,
[1019] /85557 (C) MENFMA L KIE LA

[1020] 2F£ V| FirHBEADZHBEEZHEEL T A FEENH NIRRT HE
Lo ZET,

[1021] AV RTLKEWVWH XD L, T o L LFNCHBAIRHZER LD
T, MO OHEB THRHDOFHFOBBEEZBEL TS Z L2 1Edizbl) T7,
[1022] ZAVIRAZBE L 2Bk L, HENIFFEZIRET 2 2 &2
T&ERL72>TCLE2EENS Z LT,
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[1023] Paragraph D—

“The invention was first patented by the same applicant

in a foreign country on an application filed

more than twelve months before the U.S. filing date.”

[1024] The same applicant that is now trying to receive a U.S. patent
received a foreign patent on an application

filed more than twelve months ago.

[1025] He has waited too long to pursue his rights here in the United States
and is thus barred from obtaining a patent here.

[1026] Paragraph E—

“The invention was described in a patent granted to another
here in the United States,

and the filing date for that United States patent

was before the date of invention of our applicant.”

[1027] Paragraph F—

“He did not himself invent the subject matter sought to be patented.”
[1028] In other words, the applicant who is applying for a patent

did not invent the subject matter of that application.

[1029] He may have learned about it traveling in another country,

he may have learned about it from a neighbor...in any event,

he is not the true inventor.

[1030] As a side note,

it is important understand that an application to inventor A,

when the invention was in fact invented by inventors A and B,

that application would be rejected under 102 F in most circumstances,
because the true inventor was A plus B.

[1031] The application as filed listed only inventor A.

[1032] Inventor A is not the true inventor, and thus the claims of that
application would likely be rejected under paragraph F.

[1033] Paragraph G—

“The applicant's invention was made in this country by another
who had not abandoned, suppressed, or concealed that idea.”
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[1023] /85457 (D) MEICRNTC, F—OHBEAZ L~ T, KEICKT
DRFFIAEA £V 12 » ALLERTIZ, ZORADBHES A TEY . TOIHE
WZB\NTRANEFFE 3247 TV 7= (the invention was first patented) 355 1o

[1024] Rl—DHFEAD, SERETRFEZZIT LS LHBLTEY, LrL,
1 2 » AL ERNZAMNE CRIN LR —FHO MBS, FFrREsh b
BAETY,

[1025] Z OHBEMNZEWHE., XETO (RiFHBED) HERZITFRERE 2D
PRI T To OV RE TORIAGD TE R 2o TLFE 27 (is barred from
obtaining a patent here) DT,

[1026] /85457 (E) T#0FERIL, 2 REICBWTC, #BOACEGSH
JEHEFFE (in a patent granted to another) OHIZFEHEH IILTEY | ZORFFDO A
[EHHFER (filing date) 1%, = ORFFHRENIT K 2 BB D 711 LLFT (before the date
of invention) T 5 |

[1027] 85957 (F) TRFFHREAD, #F7FES &L (the subject matter
sought fo be patented) %, By BEH THEHL THRWER]

[1028] D F V| KFFZ RO TV D HFEAD, ZORFFHEO LM Z A LT
WighoTo WD T L TY,

[1029] HBENISNEIZHRIT LR, 5 WVIEBEAN S ZDORH O Z & 28b
OB LT, LT HEAMIEORERE TRV EWNH 2 LTT,
[1030] ZZCEE/RMAE LTHR L TRELVOIR, HESESFICITEAE T
A Lo TNEH, REICIIEFITRAFALBICLLZbOTH LA T,
HORAFIZA LB THLINPRIT, ZOFFAFHFILEND TODEE, ZD
#E10280D (F)IZESE, EHMEIHEZ EIZ0 0D F T (that application would
be rejected under 102F in most circumstances),

[1031] [1032] R¥FFHIREICFEAHE A2 BRI L TIRIHT 2 2 L IFENTT
. ZORFFHEO 7 L—A3H 10 240 (F) KESEHEEIND 2
b S/ 3

[1033] /854557 (G) TREFHBEAORPIL, RKEIZB N THAIZ L > T2

ENTRY, COMABEDT 1 77 EHFE, B E 72 I1L[EHE L7275 7 (who

had not abandoned, suppressed, or concealed that idea) %55 |
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[1034] As often the case, there are many companies

working concurrently to solve a problem in that particular industry.
[1035] Many times, the separate companies develop the same solution
independent of one another to solve that problem.

[1036] Paragraph G is in place to help determine

who in fact was the first to invent it.

[1037] Who was the first to make it here in the United States
without abandoning, suppressing, or concealing it?

[1038] Paragraph G provides the basis for interference practice
here in the United States.

[1039] Interference practice is a practice for determining

who was the first to invent.

[1040] In the United States, we have a first-to-invent system,

and paragraph G provides the basis for that system.

[1041] Now that we have walked through each paragraph,

let's take a look at an example

to try to understand exactly how they all fit together.

[1042] The first example we looked at in examples 1 and 2 was a situation
where a patent application contained a claim to a superconductor coated
with a metal pipe,

wherein that metal pipe was platinum or, in example 2, iridium.

[1043] In those examples

we were told about an engineering manual and a trade journal,

which discussed relative facts to those claims.

[1044] They qualified as prior art to those claims.

[1045] In our scenario now let's assume

that the engineering manual and trade journal simply do not exist.

[1046] We will simply pretend they do not exist.

[1047] However, the only set of circumstances known to us

is the activities of a Canadian inventor.

[1048] A Canadian scientist one day in his lab

actually made a superconductor, coated it with platinum, and it worked great.
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[1034] ZEDEENFRFZ, EOREDEEROH 2 MEMRRIZEY AT
WHBBANEILHY ET,

[1035] & LT, ZNOHH/EFEN, AWICERR <, MEIZH CRSERREE
ROTHZEH I HBDITTT,

[1036] /85557 (G) X, #EREROEIOFAE THDO0%, HWrT
A ECHRITSIBET,

[1037] KENZIRWNT, F72, HE, BHFE TR S TR, —
BRI Lo THRENZDOTL X I B,

[1038] »XT 7T 7 (G) 1%, KENT T B HADFE B FHe X (interference practice)
DEHEL 720 F5,

[1039] ©F V., EAFH X TIE, HEXRRIIORHZ TH D00 N1Th
L0TTY,

[1040] KETIX, LB EZE (first-to-invent system) DA I TEBY, 20
NT757 (G) 1F, EOVAT AOERERMEL TOET,

plegg (1) (2) £ 1025% <#H.~N—2152>

[1041] 2T, BH D1 5 2=V DL OPEEE-T, T 7T T7EIC
Rz &lzLELE D,

[1042] BAIOHIIHE 72618 (1) & (2) OFFFHEICE, &8 17
THEREER S NVCBEEERICBET 7 L —2ARNEEThTBY, Z0&B/ A
7L B (L) TIEFIFF, FIRE (2) TRAVVyLAEN)IZETL
77

[1043] T 6 DPIETIL, BB ILY~=a T ARLERMLICT L—2DOHNE
EEUEEERTTICEHINTNDEZ LB 0o TNWDEZ LT > T
7,

SF YT HFTARBER

[1044] SF VD, BRLY~ =2 T ARLEREENZN OO L — 2D RITH
fire LTARIN TN DI T,

[1045] [1046] #NTiL, SENEIT TV AOREEEZ T, I 2~=a 7
NRERGEIFEL2N b D E LET,

[1047] ZEDRDVIZA T ZANDOFEHBFNND HEDO L LET,

[1048] Z DN T X ANOBZEEIL, D HERET, 775 CHERRK L
BEEREIED Z LTI LE L,
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[1049] Right after he did that, he invented a second superconductor and
coated it with iridium, and it also worked great.

[1050] And let’'s assume for our facts,

that he did all this before the invention set forth in our patent application.
[1051'] Therefore, we have a Canadian inventor

who made the exact item set forth in the claims

before our applicant invented his idea.

[1052] Just to make it more interesting, let's assume

that he in fact sold it to a Canadian company for four million dollars.
[1053] He sold these items and the idea

to a Canadian company for four million dollars.

[1054] Would this set of circumstances qualify as prior art?

[1055] Well we have to take a look at our checklist.

[1056] We have to go down 102 and determine

under which paragraph, if any, this set of circumstances would qualify.

[1057] Let's take a look at paragraph A.

[1058] “The invention was known or used by others in this country.”
[1059] Because the activities of a Canadian inventor were in Canada,
that phrase of 102 A cannot be relied upon.

[1060] “Or patented or described in a printed publication in this or a foreign

country’—unfortunately, for our Canadian inventor he never published his

findings, he simply sold it to a Canadian company, despite the fact that his

activities were before the invention there or by our applicant.

[1061] So paragraph A cannot be relied upon to hold the Canadian inventor’s

activities to be prior art.

[1062] So we have to move on to paragraph B.

[1063] “The invention was patented or described

in a printed publication anywhere in the world.”

[1064] Well, we already know

that our poor Canadian inventor never published his findings.
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[1049] T <ZDH &I, H2HBOBBEEKRE, SEITA Y VU L THER
BRLTHEY, ZhbERITLE,

[1050] Z DA+ Z NOFBE L, FIBEOEZFHEIZE N TWAZEY X v DLET
WZIThbnZ Sl LET,

[1051] T2 6, X AFBAFIL, FIREZRB LR HEA LY ki,
Fl—ORHAERIIETND Z &2 £9,

[1052] [1053] &biz, ZOREZHHAL TDH7HIZ, BT ¥ ADRHEZ MR,
BOOTATT (BH) 2A0FFEEIZ400F FLVTRVELZZLICL
FL XD,

[1054] T, Zb —#DUKM (set of circumstances) VX, FATHEHFE Bl &
NHDTL X DB,

FIryvIYXFTHE <#EH.~N—>21650>
[1055] [1056] F=wZ7 VA RE LTOREZRETHEL 0 252 EHIZF =
Y7 LT, EORMNREDINT 7T 73BT H0ERDMLERNHY T,

[1057] 285557 (A) ZRTHEL LI,

[1058] NT 757 (A) 1Zi% THEBIEAR CKE) kW T, A I v
LNHDWVFHNLRTWEEA] o TWET,

[1059] A X NFEREFIL, ERE DT FTIToTCNBEDT.H 10 25D (A)
(2132 L FHA  (cannot be relied upon),

[1060] FIZ/NT7 757 (A) Tk RS 2WIISEIZBW TR SN, &
DVIFTUTMICEERH SN TWERE] LHV ET, BRI LT, W TFA
HFAFITEDOFEHEHB L CWERA, ZO0FF AORFIL, FIEOK
HHEOREBP LY BLRNC RSN TWEDOTTR, ERIZESOREE D
FHREITEI L EE T R0 T,

[1061] 7% AFEAE DFEIN, FfTHEF L AR INBHBILE LT, 57
77 (A) ITRZY LERA, *#->T, B (1) oHEIZBNT, 20T 2 AR
R L&V FRIT, BT3RS ERA.

[1062] 3L TIX, /N59357 (B) KBV ELX D,

[1063] (B) ik MBI EHAPTHF SN, b0 ETHTHICRE#H SN
TWEBE] EHVET,

[1064] RN X 512, BFFZ AFEAFENHEBHZ HR L TWRWZ & idmnao
TWET,
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[1065] “Or in public use or on sale in this country,”—

the sale took place in Canada, therefore, paragraph B, like A,

cannot be relied upon to hold the set of circumstances

for our Canadian inventor to qualify as prior art,

even if they had taken place more than 1 year before our filing date
here in the United States.

[1066] Paragraph C—

“He,” meaning our applicant, “has abandoned the invention.”

[1067] That may be the case, but we had not been told so.

[1068] We must assume that he has not abandoned the invention;

in fact, he has filed a patent application.

[1069] Paragraph D—

“The invention was patented by our applicant in a foreign country,”
so the person attempting to get a patent on the superconductor coated with
platinum and/or iridium

must have obtained a foreign patent on that idea

on an application filed more than twelve months ago.

[1070] In our facts scenario, no foreign patent was filed for or obtained.
[1071] Paragraph E—

“The invention was described in a U.S. patent to another.”

[1072] Well, this idea to the superconductor

has never been disclosed in a U.S. patent to another.

[1073] Therefore, paragraph E likewise does not qualify.

[1074] Paragraph F—

“Our applicant himself did not invent the subject matter sought to be
patented.”

[1075] Well indeed our applicant did independently invent the
superconductor coated with platinum and/or iridium;

therefore, paragraph F does not apply.

[1076] Please understand that two independent groups or individuals
can invent the same thing independent of one another.

[1077] That will not trigger a rejection under paragraph F.

[1078] Paragraph F only applies when inventors attempting to claim an idea
of another, invented by another.



[1065] Bz, TEITREIZBNTARHVDLIL, HAWVIERFE SN TWHE
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[1071] 1854552 (E) ZE5TLX D,

[ZOFHN, KEICBWTHES N, tAORFHEICER I LT
B

[1072] ZDOBEEEDOT AT TIE, MAORKTFHETHEREINTWERA,
[1073] T b, B% (E) 334U LERA,

[1074] /N5 952 (F) X5 TL XD,

MREFHHBA DR T 5 KHIRR LIEEEEZEP L TR WA )
[1075] BIEEORFFHFEAIX, BE, 55 1L (F10) A VPV ATHK
R SN BEEEREMBICEH L CNETNE, (F) 23S LEEA,
[1076] ZZTHRFAL TR E WO, 2820 207 v—70, Blx i
— DRI EVEFEL ZEEERICLHDZ LT,

[1077] D2 ETRF 757 (F) ICLoTHifiSn A2 b 84,
[1078] /XZ 757 (F) X, BHEFEN, MACKETAT T, AL B3
e, (Bo0boe L) HAGERLL Y & LERCER SN 721 T,
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[1079] Paragraph G states, “The invention was made by another

who had not abandoned, suppressed, or concealed it.”

[1080] That may be the case.

[1081] However, G requires that that item be made in this country.
[1082] Unfortunately once again for our Canadian inventor, his invention was
in Canada, and the sale was in Canada, and there was no publication.
[1083] Despite the fact that our gut might tell us

that these set of circumstances should qualify as prior art,
unfortunately or fortunately, depending on your perspective,

these activities in Canada do not and cannot qualify as prior art. ..
therefore do not and cannot qualify under 102 or 103

to reject the claim set forth in example 1.

[1084] | stated that 102 is a checklist.

[1085] It is indeed a checklist and should be treated as such.

[1086] Let's once again take a look at the important elements of each
paragraph under 102,

[1087] Paragraph A states

that the activity must be before the invention of the applicant.

[1088] Therefore, the set of circumstances being analyzed

must have taken place, not before the filing date in the United States,
but before the actual date that our applicant invented his idea.

[1089] In the United States,

the United States Patent and Trademark Office assumes

that the invention date is your U.S. filing date.

[1090] However as we know, this is almost never the case.
[1091] In fact, patent applications are filed months if not years
after the actual date of invention.

[1092] If a piece of prior art falls out

between the actual date of invention and the U.S. filing date,
that applicant is provided the right under what's called a 131 affidavit
to prove an earlier date of invention

to remove that set of circumstances as prior art.
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MTEDFERLID S, DRENZR IS T RITFIER LR, il Tn5 Z
LR ET,

[1088] W xIZZ i, FEITEME LTON SND & —#DLH (the set of
circumstances) VX, KENZISUT D [ HEH LT (before the filing date) ] CTiE 73
< HWEEART AT T 2FRE Utz [ ZEBED HLIFT (before the actual date)
12, BZ o7 bORHETH D i TF,

LR & #BH

[1089] KENZIWWTC, KERFFEET I, BKHOBFKEHER & LET,
[1090] L2xL, ZTH&RMO KL 51z, KK, WO BT, KEHBER TIEHY
FH A,

[1091] HHE, KFFHBIX, BEROFBHANL, BHFEZ LITOVDRNETH,
Hor ARICRH I TONE T,
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BROGAEE. Z b —EORWE LITRA & Ried 2 & 2T 57201,
[ GEEMHRZE T 3 1 (131 affidavit)] &5 EF T, EHANEFRS LV DR
fHFiCranic 2 & a3 2RI, HBAIZEZ 6N TWET,
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[1093] Therefore, the applicant will set forth

lab notebooks, interoffice memos, whatever information he might have

to prove that he actually possessed the invention,

not only before his U.S. filing date but before the activities of another who
might qualify under 102 A.

[1094] Under paragraph A, it's also critical to note

that the public knowledge or use must be here in the United States.
[1095] It's also important to note

that the patent or printed publication can be anywhere in the world.
[1096] One threshold requirement for paragraph A is

that whatever activity you're analyzing, it must be by another.

[1097] Unless it is by another, it can never qualify under paragraph A.
[1098] This should make sense

because that activity must be before the invention by the applicant.
[1099] Surely someone cannot use applicant’s invention

before he actually created the subject matter of that invention.

[1100] Let's look at paragraph B once again.

[1101] The initial threshold determination under paragraph B is

whatever activity you're looking at

must have taken place more than 1 year before the U.S. filing date.

[1102] Not the date of the invention but instead the U.S. filing date.

[1103] This date will never change.

[1104] Unlike paragraph A, which provides the applicant the ability to prove
an earlier date of invention... paragraph B, that time is fixed.

[1105] The U.S. filing date is fixed in time;

therefore, the 1-year threshold is also fixed in time.

[11086] If an activity qualifies as a patent

or printed publication anywhere in the world,

or a public use or sale here in the United States,

and that activity was more than 1 year before the U.S. filing date,
there is a statutory bar against obtaining a patent on that invention.
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HEERT 22 LI TERVDITTT,

NS5 TB

[1100] b5 —EXF 757 (B) 2RTAHAEL XD,

[1101] (B) DETEIREL 2V 5 28 —&MFX. CO X5 REAFBEBH THN,
Zrux (4Eo) KEHEBR O 1ELL R TR TN A Z & TY,

[1102] FEBAN R SN B O 1EFTIHRWVWEWND Z LT,

[1103] ZOXEHFER &) BT (—EMNTbBREDL) B EHA,
[1104] /X5 757 (A) PNHEARCR L. RBARBICR S o & 27
TOHRZ B2 TWBDIZR L, RF77F7 (B) TIAEHEE 25 B H13E
EENTOVET,

[1105] KEHBE P IZZORICEESNET D, ZOHBEE»NL 1LFERICH
=5 HAf S —ET B0 T,
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EAITH BB, FOLEZOERPOKRTRE IR L, FELOEE
(statutory bar) D&% Z &1 7,
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[1107] Paragraph C simply states the applicant has abandoned invention.
[1108] He's waited too long and thus is barred from obtaining a patent.

Paragraph D.

[1109] Here we find that the same applicant,

who is now attempting to receive a patent in the United States,
has already received a patent in a foreign country.

[1110] That foreign patent issued before the U.S. filing date,
and more importantly,

was filed more than twelve months before the U.S. filing date.

[1111] What happens

if you wait more than twelve months after filing in a foreign country

to file here in the United States?

[1112] You lose the right to claim foreign priority under 35 U.S.C. 119,
which provides certain benefits for the filing date in the foreign country.

[1113] Under paragraph D,

our applicant has waited more than twelve months...thus,

has forfeited his right to claim foreign priority under section 119.

[1114] More importantly,

that foreign patent issued before he filed in the United States

and will act as a statutory bar against now obtaining a patent in the United
States.

[1115] He has simply waited too long.

Paragraph E.

[1116] Like paragraph A, it relates to activities before the invention of the
applicant.

[1117] Thus, the same mechanism available under paragraph A,

that is, a 131 affidavit,

may be used to prove an earlier date of invention.

[1118] In any event, E provides for a bar against patentability

where another entity has obtained a U.S. patent.
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ZHEHETY,

[1113] ~Z 2757 (D) T, FIEEOHBEANL GtETOHER) 1245 A

UL EHFEZSH Lisho7ood, B 1 1 9505 EE ek 2RO 5 i3

LicbBleInbblFTF,

[1114] WICEE 2 OIX, KE TORFFHBERH AN RIT SN 2 o4 B
PRI BELE, KECTRHFEZISELELY LT3 0®mEMEEL2Y 4,
[1115] HFEEANIZFRFFHEEZ T A DIZITETE =0 TY,

WSITSTE
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[1119] The date that that prior art takes is its earliest U.S. filing date.
[1120] That is, its earliest effective U.S. filing date

will be used to judge patentability of our applicant’s invention.
[1121] If that filing date is before our invention date,

there will be a statutory bar under paragraph E

preventing our applicant from now obtaining a patent.
Paragraph F.

[1122] As we have already stated,

the applicant did not actually invent the subject matter.
[1123] He either learned about it from someone else

or quite frankly, took the idea from someone else.

[1124] That these facts come to light,

that applicant will be barred under paragraph F.

[1125] Paragraph G provides for two scenarios.

[1126] One is explicitly stated in paragraph G;

that is, the invention was made by another here in the United States,
and he had not abandoned, suppressed, or concealed it.
[1127] The second provision under paragraph G,

which is not explicitly provided for in the statute,

provides the mechanism for interference practice here.
[1128] “Made in the U.S.” is the same

as “claimed in a U.S. patent application.”

[1129] If a pending patent application or issued patent has identical claims

to that which is set forth in a pending U.S. patent application,

that will trigger the interference procedures,

and that application will be transferred to the interference division
to determine who in fact was the first inventor of the subject matter.

[1130] As you can see,

the seven paragraphs of 102 are very mechanical and very rigid.
[1131] They should be treated as a checklist,

and if they are treated as a checklist,

you will find that 102 is quite manageable.
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[1119] Z ORATEAMT D B &3, Z OFefTHd i b B2 kE HE B <7,
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WTHAIZ E 2 T2REINTEY, 2OMANZNZHEE, B EZIXBRL
TWiho A T,

HMBEEFHE
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I, EMEAOFREDLEL 2D | #ENFELZOTHICBIT D EAOHR
HETH LN 2T 20l BFHBEIL S 5 — 7= 7 7 2 RF
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[1130] DXL ST, 10 25D 7T HD/5 75 7%, Fisd THIREY TR
Y,
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[1132] Let's take a look at some examples

to help once again hammer home these issues of 102

and what qualifies as prior art,

and under which paragraph it might qualify.

[1133] Please turn to examples 5 through 8 provided in your materials.
[1134] Here we are told

you're a registered patent agent in Baltimore, Maryland.

[1135] On March 5, 1998 an inventor comes to your office

regarding the filing of a U.S. patent application

on a revolutionary baseball glove.

[1136] After your initial meeting,

you prepare and file a utility application

directed to this new and improved baseball glove,

and the filing date was April 23, 1998.

[1137] In examples 5 through 8,

we are to consider the forgoing factual scenario in light of additional facts
provided in each question

and determine under which paragraph, if any, of 35 U.S.C. section 102
these facts would qualify.

[1138] In other words,

which of these facts, and under which paragraph of 102

might these facts prevent or bar patentability?

[1139] In example 5, we find out that in May 1996,

while visiting relatives in Japan,

our inventor entered into a contract with a Japanese manufacturer

to make this revolutionary glove.

[1140] In October of ‘96, over 1,000 gloves incorporating the invention
were sold throughout Japan.

[1141] It is our job now to determine under which paragraph, if any,
these facts would bar patentability.

[1142] If we look at our checklist,

we find that we are trying to locate where in 102

a sale of items might qualify as prior art,

and a contract to sell those items might qualify.
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[1143] 102 A states, “Before the invention of the applicant.”
[1144] Well, here the activity taking place, are by our applicant
himself...therefore, necessarily cannot occur before his invention.

[1145] You must understand that paragraphs A, E, F, and G,
necessarily rely on activities by another which bar patentability.
[11486] If you are presented with a factual scenario,

which does not include activities by another,

those activities cannot qualify under paragraphs A, E, F, and G.
[1147] A, E, F, and G require activity by another;

therefore we are left with paragraphs B, C, and D in example 5.

[1148] B states that,

“More than 1 year prior to the applicant‘s U.S. filing date.”

[1149] Well, based on our facts, we have sales in Japan and a contract with
a Japanese company more than 1 year prior to our U.S. filing date.
[1150] So we satisfy that condition of 102.

[1151] “The invention was described in a patent or printed publication,”—
we do not have any facts to support a patent

or printed publication disclosing this invention.

[1152] A meeting with a patent agent,

a meeting with a company to help market the invention,

will not qualify as a patent or printed publication,

and for that matter, a public use or knowledge.

[1153] But how about a sale?

[1154] Paragraph B provides that a sale may bar patentability;

however,

that sale must be in the United States to qualify under paragraph B.

[1155] Another important aspect of sale as it applies to 102

is license agreements, contracts, assignments, and other sales of the rights
to an invention.
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[1154] (B) T, RENFFIEOREEICRZVES LEEEINTNET, L
ML, (B) Z&ZYT DI, Z2ORFTITKEANTITONTHRITUER D F
A,
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[1156] The sales to the rights of an invention

will never and cannot ever qualify as a sale under 102.
[1157] An assignment or license agreement in and of itself
cannot qualify under 102 in any circumstance.

[11568] Let's take a look at paragraph 102 C—

“The applicant has abandoned the invention.”

[1159] Well, to the contrary, our applicant has sought contracting and
manufacturers and has sold the glove throughout Japan.

[1160] He has not abandoned the invention.

[1161] 102 D states that,

“*Our applicant himself, our inventor has obtained a foreign patent.”
[1162] Well, our inventor has not obtained a foreign patent and therefore,
paragraph 102 D will not bar patentability.

[1163] Based on the choices given, the proper selection is choice E,
“None of the above.”

[1164] Let's take a look at example 6.

[1165] Now we learn that on August 31, 1996,

our inventor and the Catch It Corporation, a corporation of New York,
signed an agreement by which our inventor assigns his light bulb invention
to Catch It, who agreed to further develop the invention.

[1166] We have an assignment now here in the United States.

[1167] As part of the agreement, our inventor receives 27,000 dollars
payment from this U.S. company.

[1168] However, when the company realizes that our inventor is an avid
Orioles fan, he exercises his termination clause of the agreement,
because undoubtedly Catch It is a Yankees fan.

[1169] Now we are to analyze the five choices provided to see
under which section of 102 these facts might qualify and thus bar
patentability.

[1170] Once again, and as | previously stated,

we have no activities by another.
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[1158] N TIIRIZNNT 757 (C) #RTHABLZEICLELL Y, (C) IZ
1T THFEEAN B 203 L= (has abandoned) 56 BN TWNET,

[1159] (DT F VAT FR iR, FAEZEOBE Th 5 HEEA XA
(LR ERDL, AASETHRA v—7%kie L TWET,

[1160] 2F Y, HEEAXEHEKEL CUIWEREAL, (W) DT, (C)
HEEY LEREA,)

[1161] /X5 2757 (D) TR~ TWET, TFEZEOHEA, O BHEIX

AENZRBWTRFTFZIREL TV ],

[1162] BIRE (5) TRHEEORBAHIIIEK/TEZRE L TOEEALNDL, B
10 2% (D) IIFrtkoEE L1370 ¥ A,

[1163] WS Z & T, HiIfE (5) THALNTWAERBEOF T, ELWVWE
VX272 L (none of the above) DIERPE (E) &720 £,

PIEE6 HEFDERRT <#HEHM: G ~N—2155>

[1164] N TIIfIEEE6 ~BHZ LIZLEL X D,

[1165] 1 99648 H 3 1B, A DBEETHAIRMAZ t=a—a—2 O
Xy vFAy b a—Rb—3T a3 (Catch It Corporation) NENEIZEL L
FL, TORMCEVFEAFIL, (94 b VT (¢ EBN I n—T 0%
ERDBEHANE) OFPAExX Yy v F Ay N~EBEL, TOHEXFYy v T A v
FAFERADBFEZ G| R EITH ZLIZAR L TWET,

[1166] ZZ. KET, BEZITo7Z LT ET,

[1167] LI D—B L LT, EHFILZZOXRELENS 2 F5 7T FAE2ZITEHR
nE LT,

[1168] L L., BHENT IV ANAOEG I 7 7 ThHZ Mo T, F
YVFAy MNIRPEFEELCLEVELE, Fvy vy FA v bidvr$—X
T RO T,

[1169] ETENTIFHE L 0 2RI H SV OB A ST L, PoHEE
DRFRFIEI S DS (HASH) LR ERITAHAEL X I,

[1170] AR L7= K 902, ZZITidAIC LD (BH) {EExH D E8 A,
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[1171] The only activities we have

are by our inventor and his agreements with others to use his invention.
[1172] Therefore, paragraphs 102 A, 102 E, 102 F, and 102 G cannot apply,
which limits us to 102 B, 102 C, and 102 D.

[1173] If we analyze 102 B, we find that we meet the 1-year requirement; that
is, the activity that we are analyzing,

the assignment here in the United States,

was more than 1 year prior to our applicant's filing date

here in the United States.

[1174] So we satisfy that condition.

[1175] However, it must either be a patent

or a printed publication anywhere in the world

or a public use or sale here in the United States.

[1176] Our facts only tell us about an assignment.

[1177] As | previously stated,

an assignment is not and cannot ever be a sale for purposes of 102 B.

[1178] Moreover, the agreements between inventors and companies
cannot and will not qualify as a public use,

absent some additional public disclosure of the invention.

[1179] Indeed, if the inventor had assigned the rights to Catch It,

and Catch It had displayed the glove at a trade show

or permitted players to use a glove during a game,

and then more than a year passed between that activity and the U.S. filing
date,

in all likelihood such activity would qualify under 102 B.

[1180] But simply an assignment of the invention

will not qualify as a use or sale.

[1181] This makes sense,

because nearly every employee who invents for a company

has a duty or an obligation to assign that invention to the company,

and most assignments of this nature vest immediately upon the date of the
invention.
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[1171] 22T, M—ORBAFEBH L IIBAFTBHICL S b0 L, ROFEHZ M
T2 &0 i & OFN T T,

[1172] TTH»6, F1 025025777 (A) (E) (F) (G) T4 LE
HANPBRILTEL, #ADDIE (B) (C) (D) ZiFTENWZ &IiZn2h
£,

[1173] (B) &2 &, T [ 14FEEL (one year requirement)| DE{RIT

WL TWBZ R E9, BIRETHRENSHTTORATER, >F DK

ElC I 238X, HEAOKERFHBER LY b, LHFEL RN ThiLT

WBHEWH Z & T,

[nM](1$ut%&w5)£#iﬁtém1wif

[1175] L2rL, (B) OBEMHTIE, 1FLL BRI TN EINER) & 1%, T

E%EF‘@F%#F%;J@ HDHWNETITIC B I N TV ERE, £ __%KI
WZHEWT, ARHAVLI, HEWVITIRFE SN TR E] TRITNIELRD E

A,

[1176] HHEBRE UCHAET B DI [Z% (assignment)] 1207 T,

[1177] AR L7225, 10 2%D (B) Tk, BE (EE51748) Bk

el RS NDG 2 TR H D /A,

[1178] & BT, FEHHE & EMOERNIE, FBIIZ DN TOM LD

NOBRNE T I, [ (A EM, public use)] LITRZINEER

Ao

[1179] EEE, b LERABN Ty v F A v MNIHEFEZEEL, Sy vy FA v b

NhL—RvavTHERAIIu—T%2RRrT5720, BEREFIZRA CTHER

R7u—TOEREHATHHRYLTEY, REMOINLOFEENS (5
D) KEORFHERE T, 1FUERBLTCWEDTHIIL, ZhbD

FEPTEENIHE 1 0 250 (B) OEMFZWHLLTWDZ L2 £,

[1180] LanL., HW/R 2B DEEIX, BHOMHAH 2 W ITkE & IXR R SN
FH A,

EEDEH

[1181] ZDZ LIEFHBE > TNVET, RERL, REODIZHEHALITo
WRBDIZLAVEN, | ZDEHEHEFICFEET SEED L ITEE (a duty
or obligation to assign that invention)] BNHH0HTT, LT, ZOEDIFE
h EDFEIED, T72DBIHAD B TITOIVET,
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[1182] Because he is working for the company,

as soon as the idea is created,

it is the property of the company,

and he has a duty or an obligation to assign that idea to the company.
[1183] Well, quite often, that company will then take steps to find out whether
the invention is useful, marketable, profitable... without other activities,
that simple assignment cannot and will not serve as a bar to patentability.
[1184] If we go on to analyze paragraph C and D,

we find that just like in example 5,

there is no abandonment by our applicant,

nor is there a foreign patent obtained by our applicant.

[1185] Therefore, once again, the proper selection is choice E,

“None of the above.”

[1186] In example 7, we find out that in the first week of February 1997, in an
effort to commercialize his invention, our inventor mailed over 2,500 printed
brochures to potential manufacturers in South America and Japan.

[1187] The brochure discloses every detail of the invention,

including how to make and use the revolutionary baseball glove.

[1188] Despite his efforts, none of the manufacturers expressed interest.
[1189] Based on these facts, let's take a look at our checklist and find out

if this activity by our inventor, namely mailing brochures describing the
invention to South America and Japan,

can qualify as prior art.

[1190] Once again,

it's important to know that we only have activity by our inventor himself.
[1191] There is no activity by another, therefore paragraphs A, E, F, and G
cannot qualify based on this scenario.

[1192] Let's take a look at 102 B now.

[1193] “More than 1 year prior to the applicant’s filing date, the U.S. filing
date.”

[1194] So we need to first analyze these facts to determine whether they
meet the 1-year threshold requirement under 102 B, and indeed they do.
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[1182] Z DOREHAZIIEETENTWE DI TTMNE, TA T 7HAIRR S
BRR T, FNIEREOHMEL NS Z L2, BHBRZOT AT T 4%
\CEET ARG D LREEGNH 5D T,

[1183] WBH ZDdH L, REIXZOREAVFH T, WERMEIH Y, Fligx b
T D THIDETNET, MOFBHIEBNMNRY | BIZEEILT
&V I TR o EE (FEAIEEH) 23R £8 A,

[1184] %k (C) & (D) WAL TIX, #IfE (5) LIFAMKIC, HFEAIHEE
LTWEEA L, EAERBFOIGE L TWERA,

[1185] T b, AEGELIELWE XL, &R (E) © TE472 L (None
of the above.)| L7321 £79,

plg (7) HsOTDETEH <BEH: ~N—2156>

[1186] B (7) TiX, EWEREMLTHDIC, EAENIZ %19
9TH2HOE1IEIZ2, 50 AL, Zhztrks BARORGEHR
WZHELE L,

[1187] A& v Zid, ZOBEMNRBERAE Y/ v—T70, Mg FHHELE
A2, FEHONEDNFERICBR S L TVET,

[1188] B L2y b 59, BBREZ/R LZRGEERITWVETATLE,
[1189] ZN O DHEMBEEZEEZX T, Fzv 7 VA NEBRBIZHEIEFICLD
RSB, DFVRPALZFH LI Z 0%, BREAAR~HELEZ &
D, FATEME LTRAREINADERTHE W EBWET,

[1190] ZZThEHL, EHEDEZIToTCVWADIIRHAFREFITTHAE - &
FEMELCWAZ ENEE IR £,

[1191] A K2 TEBYZH D AN E, B8 (7) OFEHEBEFZIT (A) (E)
(F) (G) Y L2z Lok 97,

[1192] ZNTIHHFE102%D (B) ZRTRELL S,

[1193] B¢¥% (B) 21k DRERFFHEERA>S 1EL LR &H 0 F1,
[1194] fEVN, BIRE (7) OEEBFEN, £1025% (B) 0EHFETHS, 1
FELWIER, TS T2 ERRDIMNEND D £,
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[1195] He mailed these brochures more than 1 year before filing here in the
United States.

[1196] Now we need to find out if this invention was described in a patent
or printed publication anywhere in the world.

[1197] Well indeed it has.

[1198] He's mailed over 2,500 printed brochures describing every detail of
his invention to South America and Japan.

[1199] This will act as a statutory bar under 102 B; that is,

our applicant will be barred from obtaining a U.S. patent

based on these facts.

[1200] Thus, an applicant may sell 2,500 gloves embodying his invention in
South America and Japan and that activity alone will not bar pantentability.
[1201] However, if he mails 2,500 brochures to South America and Japan
describing every detail of the invention,

it will indeed act as a bar under 102 D.

[1202] As | stated earlier, 102 is very mechanical and very rigid.

[1203] Every fact, scenario, must be analyzed to see

under which paragraph it might fit.

[1204] Therefore, example 7, we know 102 B is proper for the same reasons
as examples 5 and 6 choices C and D are not available.

[1205] There is no abandonment and there is no foreign patent,

so the proper selection in example number 7 is choice B, 35 U.S.C. 102 B.

[1206] While visiting his brother in Japan in July of ‘95, we find out that our
inventor first learned of his invention from his brother’s co-worker.

[1207] His brother's co-worker discloses every detail of the new baseball
glove, including how to make and use the new glove.

[1208] His brother’s co-worker told our inventor

that he had spent his entire life savings to perfect the new glove,

and that he expected to earn millions from his idea.
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[1195] AEDNT, R, KETORKFFHER O L 2L ERNCh Z v 7 &5
ELTWET,

[1196] Wiz, TZOFMN, HRHPO & 2T, FFdD 2 Wi HITIciiil s
NTWDHAL TN TEINEFANTHAEL X I,

[1197] FEDNZHIRE (7) X OBEMHIZEEY LET,

[1198]) FEBAE I, EHEEMHE L2, 500U LtosZur %, M
K& AARIZSE T TEHRELTWET,

[1199] ZAUEHE L 0 25 (B) W2k x | [ KE LOEE (statutory bar)| &
BROFET, DFEV, (HEERA a7 2EELLEND) INHLOFERICL
ST, KRERTFRSOHERZEET D2 LI DIT T,

[1200] &9 i) T, HEENEXEBART2 50 0BOBKRA S v —70
Rea 352 L B, FErtticxtdamEE FAHFm) I3k A,
[1201] L L, HABENEHAOEMEED25 0080 F e ek
AARICEERT D22 L0k, 10 25 (B) IESEFFRE (AAHFH) &
Rizsns b3 T,

[1202] BRI D L 512, 1 0 2 O ITkE CHBAIThhvE T,
[1203] ZDHE 10 25KDEDNRT T T 7M™ TIHINE D DEYWIT 5720
W FEBRITERIC T L T il v /A,

[1204] T2 b, FlRE (7) 1351025 (B) Tk L, 6l (5) & (6)
CREROBEMTEIE (C) & (D) ITIFEY LERA,

[1205] >k, #iE (7) OEFITHES LT WVERA L, SMERTZ I
FLTHBWERA, EWVWH 2T, MRFIE (7) OEMFITEREE (B) “35
US.C.§102B CKERFFEH102B)” TY,

bl (8) MEDFEHEZ <HEH: N—>156>

[1206] BIRE (8) TiX, 199547 HIZ, EHFIXIAATHRHBER>TW
L, FORBOREENS, MO TIORBAOZ EEHIZLE L,

[1207] Z DRHDOFHEIL, B LWERB 7 v — 7 OfFME R L, 2ORR
NG, ERAELEENLTOE LT,

[1208] Z DOFRMEIX, ZOF LWEHERA /o —T 255Kk S T72dic, Boos
ITEEHRLLTE L, SR ZORPT-MELZMTIZ EEHHFLTY
5, ERHAFITITHHITE L,
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[1209] When we analyze these facts, we find that this is a situation

where our inventor was not the true inventor of the subject matter

sought to be patented.

[1210] You should immediately look to 102 F for a proper paragraph barring
patentability.

[1211] Let's look at some of other paragraphs for this example

to find out whether any additional paragraphs might qualify.

[1212] A set of circumstances may qualify under one or more paragraphs of
102.

[1213] 102 G—"The invention was made without abandoning suppressing or
concealing.”

[1214] Well this may be true;

however, it is most likely that that invention was made in Japan.

[1215] It must be made in the United States by another.

[1216] So unless the facts tell us

that his brother’'s co-worker made the new invention here in the United
States, G will not apply.

[1217] E relates to a U.S. patent to another.

[1218] We do not have a U.S. patent to another in our facts scenario here.
[1219] D relates to a prior foreign patent to our inventor.

[1220] We do not have any such patent here; therefore, D does not apply.
[1221] C relates to abandonment by our inventor.

[1222] There is no abandonment by our inventor; therefore, C cannot apply.

[1223] B—‘More than 1 year prior to our applicant‘'s U.S. filing date, this
invention was described in a printed publication or patent somewhere in the
world or in public use or on sale here in the United States.”

[1224] In example 8, we have simply learned that our inventor actually took
the idea from his brother's co-worker in Japan.

[1225] Therefore, 102 B does not apply.
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[1209] & OFEBZEI G, ZORPIFIFRFFICR S L SN FEO, EOR
HE TR ENHLNCRY E L,

[1210] &WVWH 2 &C, ZZTREEBIZ, FFEREE (HAIER) 04
F777& LT, H1025% (F) ZRD2LERHY ET,

[1211] £ Tik, FIfE (8) BH 1 0 2HRDOMONRT 7T 713 L d
WNTHDZLITLELE D,

[1212] LA L7eb, —EDORRAE 1L 0 250 1 DU EDONRT J T 7108%
BLTWAE0S LIL2WinGTY,

[1213] Bl 21X, B 10 25 (G) 1%, TRIIL, HAEE, B IIERRELIC
BRI T,

[1214] (2, HEE, BB, Bk Ehofe L) T, Lal, 20X
BIZAARTRENZL D T,

[1215] =D (G) MEREND -0, L, KET, A k->Th
SN DO TRITITRY ER/A,

[1216] TT 2 b, FHFORBOFRHENS, = O LRI 2 KETHF - T
BOERY . (G) Y L nz &z £9,

[1217] (E) & M fHG S 2k ) 2B 2 8E T

[1218] fRE (8) OHEMFAETIE., MADOKERFIIFELEEANDL, (E)
IBRH Y EHA,

[1219] (D) &, ZO3FHFIZ, DARNZA & S NIAERFICBE L TR T
WET,

[1220] =D & 5 RANERKHFRFELEEADL, (D) bERD Y THA,
[1221] [1222] (C) iF, ZORWFIZLHHBHAOHEET, BPFHFITRHE K
FELTWERFAND, 20 (C) M LERA,

[1223] (B) Ti&, DRETORFHER LY 1ELLRATNZ, ZORHENHR
DEZPTRHEIFIZRY . HIWVTTUTICERB SN TWERE, E2I3kE
CHNT, ARV BNS D VIR SN TWERS | LS TOET,
[1224] [1225] fIRE (8) TiX, EHZIXZOT AT 7 %, WBD B ARDFRE
DO EDESNS>TWET, €WV, F1025% (B) 3N LETA,
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[1226] 102 A, “Before the invention by the applicant, the invention was
publicly known or used here in the United States.”

[1227] Our inventor‘s brother’s co-worker may have used it in Japan,
but that use or knowledge must be here in this country

or described in a patent or printed publication anywhere in the world.
[1228] Well, there was no publication in Japan or anywhere in the world;
therefore, 102 A does not apply.

[1229] The only section under which these facts apply in example 8 are
choice B, 102 F.

[1230] As I've stated, 102 is a very mechanical rigid process, which must be
followed to determine whether a set of circumstances qualifies as prior art.
[1231] Once a set of circumstances qualifies as prior art, it must be
determined whether that set of circumstances anticipates our claim;

that is, that single set of circumstances, whether it be a sale, a publication, a
use, must disclose every limitation in a claim.

[1232] If so, that set of circumstances will anticipate that claim.

[1233] If we do not have anticipation under section 102,

our next inquiry is to analyze the sum total of knowledge in the prior art

to determine whether a plurality of pieces of prior art

can be combined to show every limitation of that claim.

[1234] If several pieces of prior art can be combined,

in other words,

if one of ordinary skill in the art would find it obvious to modify

what is taught by one piece of prior art

in light of what is taught by one or more additional pieces of prior art,
that claim may be rejected under 35 U.S.C. 103 as obvious.

[1235] That concludes my discussion of novelty and obviousness for this

hour.
Thank you.
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[1226] 251 0 25 (A) X MBS LA RBALANC, T OFHENKE
WCBWTAIZE Y Ea b, AVIFHVWLERTWERE) T,

[1227] JEBHFE OB OFIEIL, BHEZ AR THEA L2 LLVERA, L
L. EHOMEM &I KETCORBEH INE T, HD0iE, R P CRRF
SNHLINFHITHICERE S NEZTL X O b,

[1228] HAZZOWMRO LI HFIITWIEH Y A, ENH LT, B
1025 (A) BIZYLERA,

[1229] LW D5 Z & T, HIE (8) OHERMROF THY T HE01E, BINE
(B) CRERFHESE 10 24%F) &nWHZ itk Ed,

[1230] AN L7z & 912, 21 0 2 5-0@AIX, W F Mz Thn 5
ZERE AT, —HDORWPEITHENE LTEEETE0E 9 pOHBITR T &
nET,

[1231] —EORWBSEITENTE RAcShd &Sz, (RiID) Zhb—ED
R REFFHFED 7 L — A B AT L QBN E ) R ME ShiiT i v
F¥A, DEV. EDO—EDKN (that single set of circumstances). FILINIR
TTHAH I, HR, EHTHA DM, L, FiFHBEO 7 1 —AD5ER
HREEICH 22 TOEGRLAKOLOE, BRLTWRITITRY £8A,
[1232] & LBAR L TWIUE, Z2O—#ORIMIT, 7 L— 2Tk LEITHERN D
HT LR FET,

[1233] & LE 1 0 25ICE S ATHER 2V LB S hiuiE, ZowIizii.
TEITEEN D P DBk #7875 L 7= & D (the sum total of knowledge in the prior art)
ZON LT, BITEROZODLRIHAELINDZ LT, 02 L—2AaLH
MROBMEZZ L TNDENE D PEWrd2 2 L2k 9,

[1234] & L, RODDOETEMEZRETIVUL, 2FEV, bL, HIHBEOH
BN, EITEIRO—HEITBEE 2 E22B L., ZTNOHEEELLZETTH
DTN, TOEMAIBOBEOBMMEIZL > TAFTHEHE, 0o/ L
—AIKERFFES 10 342 R, BHTHS E LTHBENET,

[1235] BLETT, ZORROFEME L BMEICEE T 5 FAOMEITH T LETS
AVEES Z3WE LT,
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