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Hour 5
Rejections and Responses
John White

[1236] Hello again, John White here.
[1237] This is basic U.S. Patent Writing and Filing, and this is hour 5.
[1238] I will go over responses and rejections,

following Mr. Stavish's presentation on novelty and obviousness.

[1239] This novelty and obviousness standard

forms the basis for most of the rejections

that you receive in the context of prosecuting a patent.
[1240] There are other objections and rejections.

[1241] For example, 35 U.S.C. 112 sets forth

that the application must be enabling to one of ordinary skill in the art.
[1242] And that simply means

that when the patent expires,

one of ordinary skill or people of ordinary skill

must be able to practice the invention.

[1243] That generally is met or can be met,

depending on how you limit your claims.

[1244] Sometimes,

portions of your invention may not be enabled,

but generally something is enabled and you'‘re able to claim that.

[1245] In addition,
there has to be a complete written description of your invention,
so your claims cannot be much broader in scope than the written

description.
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5KFE B :

fEHa L IR
Vayv e XRUA b

[1236] ZACHIE, FBEIZLDET, YVar - KUA N TT,

[1237] [RERFFCENER & MEAEOLEE] o 5B BIZADY Lz,

[1238] 4 BB DB T~ » b « AZ v v aBNFHM (novelty) & BB
(obviousness) DFHIA%E L7=DIZB| Efe& . = OB T4A (response)] &
/7 (rejection)) DFE Lo EBWET,

(E1879) #f8/E (rejection) & (=) 1E# (objection)

[1239] Fr itk L B ORI, FETHREZOFENLOT T, HARTZNZITHR
BHIEE A EDOMEIER O, EREIZR > TWET,

[1240]1 L2>L, Z oz, [ OB ## (objection)] <° T (EH1I) 1/
(rejection)] MY F,

#1124 (Specification)
[1241] Bl 20E, BEFES 1 1 24 (US.C.§112) Tik, THFEIX, Ty
BRIZF0 B DBWEEH T 52 (one of ordinary skill in the art 2432 3,
EWTE S (enabling) & D TRITIEZR G720 LHRELTOET,
[1242] ZHUE, FFFOREIBRNEIN T REA T, B OB E R -2 A

. TORHZHMATED bDORITNITRLRNENI BIR T,
[nm]%&t@&v—A@ ERFAZ EDO XD IZRET AN E ST, 2D
BUEZR 29 Z ENATRB L e B0 E 5 3k E D E7,
[1244] BHZIX, HRTZZOFEFAO—HoBNEBAERZ b0 90, 13
LN EDFE, D5 (something) WEEAIRETHNIE, 7 L —ATE
BEFRTEET,
[1245] B2, HRT7- DI DSERS LT Edr /27805 (written description) 3%
TR BT TN K > T, bRFeogKiaH (claim) X, E0i
st D 4L (scope) X TIAT 2HIXTE EHA,
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[1246] And then finally,
there has to be something in your specification called “best mode.”

[1247] And the best mode requirement

is unique again to U.S. practice

and refers to the requirement

that the inventor has to describe the best version

that he or she knows of, of the invention,

[1248] And this is really undergirding for the exchange

between the inventor and the public.

[1249] And that is,

the public gives the inventor certain rights

for a limited period of time in exchange for the full invention,
and the best mode is meant to prevent the inventor

from holding back and keeping some trade secret or something like that,
some special version of the invention that will achieve great success,
whereas the version he or she is disclosing won't.

[1250] The object here is

the “best mode”...is also in the patent and also disclosed to the public.

[1251] Now these portions of 112

can form rejections and objections to your application,
and so this would form the basis of a rejection,

which would require a response,

and these are called “formal matters.”

[1252] These formal matters include objections and rejections

as to form and content of your application,

and they can include the drawings as well.

[1253] And oftentimes, the drawings are objected

to simply because they are not very good, they are not very clear.
[1254] They may be poorly drawn;

they may not comply with the requirements of the patent office

in terms of providing good enough drawings for printing or reproduction
purposes.
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RRDEEE (best mode)
[1246] B %2, BAMEICIZ, [ BREDEEEE (best mode)] & WEITILA DA 72
e A,

(12477 (GEWD) REEFEELE (the best mode requirement) 13, FEMEFD
DT, FEAFBIZZDORHDOBZRDN—2 5 > (best version) ThHHERFHE LT
WOHLDZ, R LRITIE R bR E WS BRI L TWET,

FHEERRDEDXBRENH (exchange between the inventor and the
public)

[1248] X, FHE & A (public) L DD, ZHEB O E AL L T
VWET,

[1249] DE V| AL, AP EEARIND Z & L8[ EWM2IT, HD—TE
IR E OPEMA) 2R 2. FEAFICE 25 L nWH 2 L TT, LT, &E
DIRRE L1, BAEN, EHE LOBE (rade secret) B D\ NIZTDEDH D,
REBREIZ SO THA S FEHAOMNRERDONN—Va v —FDN—V 3
YEBRLTLEZIZORING ORI b n—>% i bH
OB TRLTLEDLRVE ST B DICFEELET,

[1250] THERORRE] 1IRFOFICHLH Y, ARIZHREINDZBOTHLH Y
ES |

[1251] RFRFEHR 1 1 2 RIZHBIT 2 B R OFREBOHER /52, FriFHEIC R
5 (ZEMAG) 1/ (rejection) ° (=) #E#E (objection) DFEHE L 72 0 £,
CHPEMEORERBEL TR L. ENURNIREEZERL, ZLT, Zhbix Ta
FHI  (formal matter)] &VWEENCTWES,

WA FEE (formal matter)

[1252] b DAXFE, 20 (B L) Hie (Bl HEifi, mEF
HEDJEZC (form) & %% (content) [ZBHT 20T, MAHZDOFIZEEN
£97,

[1253] ULiE LI, B@EE. AMEATH o720, BEXHFRZASNTH B L0
O BBl TSN LET,

[1254] BFFITIC W TEIRN S L < IFERT 2720 OHKICAE > Tk
WHZEHHDET,
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[1255] So the drawings are objected to,

and at some later time you can file a response.

[1256] The real substance though

of the rejections that you receive and the responses that you write
will have to do with whether or not, in fact, you have an invention,
and whether you‘re entitled to a patent.

[1257] This is what novelty and obviousness are all about;

these are the two thresholds,

the real hurdles to being able to get a patent.

[1258] Because the one section 35 U.S.C. 102 says firstly

“Whatever you have invented has to be novel,”

that is, different from anything anyone else has ever created.

[1259] And secondly, even if it‘s novel,

it has to be unobvious, and obvious is more subjective.

[1260] The question of a novelty is pretty clear, either it’s there or it isn‘t.

[1261] Obviousness, however, is somewhat more subjective,
and this is where the battleground forms in terms of getting your patent,
and this is where the battleground formed for our invention to Mr. Yamazaki.

[1262] Now | would like you to refer to page 129 of the materials you have,
and | will talk about it briefly as it relates to a prosecution timeline.
[1263] In this timeline,

there will be many dates,

and | will go over those dates for purposes of

how they affect responses and rejections and how you handle them.
[1264] So let's begin on page 129.

[1265] You can hold it sideways so that you can read it more easily.

[1266] The application process begins with the initial filing and the filing
date.
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[1255] BB EHR I NG EIL, 205 LITHE (esponse) ZREMHTHZ &
MTEET,

[1256] 2D X572 L XV b, (FEL) HFELZIICKHT HREDORYERY
DAL OEEZ L, HEEZ L TOSFBARARY IO, IR FT
EZITHIETOMBERH D0 E D, IZEEL TS EZAITHD ET,
[1257] Z ZCiE, FEMEE AR —KAITHEINE WD ZENFmmR LR Y
F9, ZOFEMEBPMIE, WbhWwBA ZOoODEBFEAE I N— RLTHY
INHEBZ T TRETIREI NS DITTT,

[1258] HraFiE 1 0 24 (35US.C.§102) O—oDk 7 L g Tk, BUNC
FEINIFR CRITE R 6T, hED (ZOoRRETIE) AELZb 0 L
FE L TR by ERESRTOWET,

[1259] Fiz, (BF#FUEE 1 0 34 (35U.S.C.§103) TiX) FIZFHHR TH-TH,
BB (nobvious) TR B, EH D FT,

[1260] BrHMEDHE, BANFHTHINE I 0EHEND BT 20T,
WrdnZeNEo8 LB ERTA,

[1261] LxL., B, B3 E RO REN, LY 4459
(subjective) TH, ZD, FFRTEINDEINE D DOFODOFER S
HZ &Y RO NS Z T TIThLTWET,

1. FXTREHENSBITET

I BEEFHEITER (prosecution time line) <#H# : N—2129>
[1262] TN Tl BFFEAETFRETEROBHAZMBIZ LW EBNE T,
BT 29— £,

[1263] ZOFERIZETZS SAORMRH Y TN, 22 TRINGDOA R
IE (response) L 7EHE (rejection FERGEEMR) \ZED XD IZHET L0, E
ZORMZED X DD DT ONTELET,

[1264] ZNTiE, 1 2 9=V BiEHBZ EIZLET,

[1265] ZA IR L CTEWEERFHEALTWTL X 9,

HEBEH, EEFIHIEEZ (filing date and preliminary amendment)

[1266] HFEDOFHeE IXHBERH LR, DXV 4FEH (filing date) 121X T
£V ET
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[1267] In this instance,
there is preliminary amendment A and B,
| will talk about those again when we look at the file history.

[1268] And the first office action is mailed,

that is the date which starts the counting...

is the date the rejection is mailed from the patent office,

not the date you receive it,

because the date you receive it can widely vary

depending on where you are and what happens to the mail.

[1269] So the mailing date is the trigger,

and the first official action rejection is mailed on November 29, 1994.

[1270] Now the total time you have to respond is 6 months.

[1271] That is a statutory time limit, within which you must respond.
[1272] However, the patent office gives you a shortened statutory period to
respond of 3 months.

[1273] Okay, so they take 6 months and it‘s reduced to 3 months,

and if you want to get the full 6 months,

you have to pay extra money for increments of time that are obtained in 1-
month increments...and you pay money.

[1274] Now in this case, the first office action is sent out November 29, 1994,
so our 3 months is December, January, February.

[1275] A response must be filed no later than the end of February in 1995.
[1276] December, January, and February.

The latest time would've been March, April, May.

[1277] The last period or the last day by which a response could be filed
would be May 29, 1995.

[1278] But as you will see, the first response is mailed in and received on
March 1, 1995, and your first question is, “Wait a minute.

[1279] That is more than 3 months later, and there is no request for an
extension of time.”

101



[1267] & DILGRFF Cid, FEHIAIEZ (FPH#IE preliminary amendment)
AL BRI TICHER R THICRHESNTOET, ZhbOFERMHIES
B LTI, & & THLE (file history) Z#FSERICHBHTHZ LI LET,

RADEEEBH (first office action)

[1268] Z D& LITHTTFNS D, WD FEE A (office action) HIEE S
NTWET, BREMMIX, FFTr ol it snzafMt»6mED . B
FAADHEMEZZ TR B TIEDH D FH A, ZHITEED ORI HIX,
HIRTEBENFEATNDINDICE T, T, BEVORERIR LITLY
—E LRV H T,

[1269] [LIGRFFF CTlX. BEE N O D RADIEN (first official action rejection)
I, 199441129 ACHESNTNET,

i B IR

[1270] Z OfEfBEICxT T B INEBRORKKIL6 » A TY,

[1271] ZAUIER EOHR T, ZOHBRANTIHRE LTl 8 A,
[1272] L2L, FFFT 052 658X, 3 r AIZEHBINLTONET,
[1273] & L 6 » A O % 7 )Vicfin =0, EEHM 1 » A moBhn
B Z DRI 0 8 A,

[1274] LHIRHRFRFCIX, B 1 EIOEEFTOEMIT1 9944 1 1 H 2 9 HICE
FENTHWETOT, 3, AOFEDHHMIL2 A ETTT,

[1275] WA DOEHIZ1 9 9 5F 2 AR ETIMTORITNIER Y FH A,
[1276] GE&EL72ELTH) &EEHIRIZS ARTT,

[1277] 2F V| NENRHETE2R%ZOAIIT1 9954529 AICARD E
SR

[1278] M OFER (P129) ZRTHND LT, HEISNEEIOIGE
X, BRFTIC1 99543 1 BIZEELTCVET,

[1279] 22T 199543 H 1 Hix, HEAEMS 3 »AULER--THBED
ICHIRERERZ L2 THR0oh) bW BEMz b end Z & BV E
T
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[1280] And I'll give you the exception.

[1281] The exception with respect to timing is, if your due date falls on either
a national holiday or on a Saturday or a Sunday,

your deadline slides to the next day that the patent office is open.

[1282] So, clearly in this case, the 29" of February, well it didn’t exist in 1995,
but the 28" of February was probably on a weekend and so the date rolled
over to become March 1.

[1283] And so this amendment filed March 1 was timely received with no
extension required.

[1284] The patent office itself has no time requirement within which to act on
your amendment.

[1285] If you file an amendment, it could be you know, many months,

it could be a year before you hear anything.

[1286] However, the patent office does try to act on your amendment

within 60 days of when they received it.

[1287] And in this case you can see April 1, May 1,

they didn't quite make it but they made it within 90 days,

so a common period for action by the patent office is 60 to 90 days

after they have received your amendment or a response.

[1288] What happens if they don’t respond within 60 to 90 days?

[1289] Well, you wait a reasonable period of time to let mail or mail catch up
with you or pass through the system,

and then you can request a status check on your application to find out
what's happening.

[1290] And generally, if your application has been misplaced or mislaid,
then it will be sorted out and you will receive some form of response.

[1291] So the patent office sends out a rejection, once again triggering a
shortened 6 month period...it's shortened to 3 months, exactly in half.
[1292] And so this rejection was mailed out on May 26, 1995.

[1293] That means your response had to be in June, July, before August 26,
1995, but in this case it didn't make it in.
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[1280][1281] Ak, #FLIY A (due date) A BCEERDE - B & HEAR B
A FFFT BBV T2 B AOFERICRY B S22 T,

[1282] IUIBHHRFRFCTIE, 1 9 9 54FEM2 A2 9 HNFEREY, £492H 2
8HMWRE ocleth, FEIV AN 3 H LRIV B EZDOTLE ),
[1283] TY 226, WIERFFOMIEE., OF VSEIX, AHHRANICREE LT
B, WFERIINE RN TDTY,

BT T B 1F5F/T DR EHIR

[1284] KT BARIZ, HEEA DR LZMIERIZH LT, WOETITRE L
IR B0 eV S HANIRE - T ER A,

[1285] M EZEORBIZKT 2R T L ORFIL, BAIC I > Tiddr An
HLELDPNLZELHD 5 DI TT,

[1286] L2>L, RFFTTh, MEEZZELTHL, 256 0 HEAIZ
WP 2 X H5IC L TWET,

[1287] HIHFFCIE. 4 1H, 5H1HEHZITHL &, 60 AMUANK
AL TETWERALNR, 5126 BIZIZEMNLTHETDT, 9oEuW
TSN TWAZ Lz 9,

TEND, BFTHHBEAPDOREEL LIISEE2ZITRThb, #
EEBMEEMTEZETCOHBIL. 60BN L 90N EHLELELZATL
X9,

[1288] [1289] H L., 6 O H2>5 9 0 BORNT, KFFFIT V> DA OG@EN DN 2V RE
X, BEDNBNLTWAEHADEZZLLNDDOT, LIZLL OMT 2R\ TH
O BEMLISFY Y (Status check,) 1R ﬁTé ZENTEET,

[1290] & U HFEEBHNHIE > THOTHBIZEONTWEEAR EIE, 3K
BBMTOIN, TOH LITHTTHLALLOMAMPELNTL Z2OREET
SR

2 6B DFE#E

[1291] FFEFTIX 2 BB O EZEF LT ET, ARG EH, ERBICH
AISNSHREMIL, 6 r ARTEESICEBINT3I » A2 F7,
[1292] 2B OHEHIZ1 99 5FE5 8 2 6 AICHESNTWET,

[1293] HEEAIZGE %2 19 95EM8 A 26 HETIZRRHLARTNIEZRD ¥
Hho, LOLEXL, ZOREGHEMICKT 2IGEITEDERNCTE TCNE
A,

102



[1294] It made it in September, October, so it made it in before October 26,
which would be the 5-month deadline, and so a 2-month period of extension
is required.

[1295] If it made it in...instead of before October 26, if it made it in on
October 27 or 28, even though it would‘ve been just 1 day over the 5-month
period or 2 days over the 5-month period,

the only increment that you can buy time in is a month.

[1296] And so if it had exceeded October 26, 1995, a 3-month extension
would’ve been required, which would‘ve extended the time all the way to the
final date for a response, which would have been November 26, 1995,

[1297] In this case, the amendment was filed on October 23, and you can
see very shortly thereafter, within 2 % weeks of the filing of the amendment,
a notice of allowability has been sent out by the patent office.

[1298] Now, this triggers another timing event.

[1299] When a notice of allowability is mailed, you have 3 months,

just 3 months, this is not a 6-month window but 3 months only,

within which to file and pay the issue or publication fee.

[1300] This time period cannot be extended for paying the issue fee.

[1301] Customarrily, also at this time, you will file formal drawings;

these are drawings which meet all of the requirements of the patent office for
clear and reproducible drawings.

[1302] So at this time, you get to file that as well, and you can see that the
formal drawings and payment of the issue fee was done on February 2, 1996.
[1303] And let's see, November that would go December, January,
February...the last date by which the fee could've been paid was February
13.

[1304] The drawings could‘ve been filed anywhere within 6 months of that
November 13 date.

[1305] Customarily, you file the drawings at the same time you pay the issue
fee, and then the application is ready for publication or issue.
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[1294] 10H 26 BETIZHHEINTHET, LWoZ &id, 57 Aho
TWETNG, 27 AOHMERFENLEICRY £,

[1295] & LRIZ, ISEN1O0HA 27 B2 2 8 HIZRHENTWEE LS,
LA 2 AT OERE TH, R/NEALD 1 7 B4 OIERIRN S % 8k
EEIFAD Z LR FET,

[1296] 1 9 9 54D 1 0H 2 6 HOKYIV IZHIZEDLRNEWVWS Z LiX, D
FV, 3yrAOEERFERLEICRDETE, HREOFEDHIMIZEEIMR
DBMANPH6 7y AED1 99541 1H26RLREbITTT,

FFFFafGEMEBH] (notice of allowability)

[1297] Z DO WIFFFFFCIE, MERIZ10H 2 3 HICRHEENTEY, 20b
ET < 2R BRI 2NN D BT AFFF ATREIEEAT (notice of allowability) 73 %F
T bEMENTNET,

HFEFRITHE (issue fee)

[1298] [1299] HEFFRIREMEIBEN S TV 726 & 1%, 3 » A LAPNIC HIFE A X RFRF 72
TT#IE (ssue fee) T HkFIE (publication fee) % X N7 UL/ Y
FH A,

[1300] Z OFRITEGABIMIVERE 32 Z 13T EHA,

IEFCAE (formal drawing)

[1301] @ IX. Z ORI IEZ(XIE (formal drawing) H—fEIZIRH L E3, E
A &3, BT oS E 2 TR Lz, B CHBFTRE 2 Xm &2 B L
kﬁi‘j"o

[1302] HiirFas Cid, B & FrRiTRelX1 99 642 A 2 BICUE
ENTWET,

[1303] [1304] HiAI BiZ. ¥PB-E&OREITHWEIRIZ2 A 1 3 B, M

B elREMEBANBE O 1 1 A1 3 A2 H 6 » AURNICRITIZ Lo bl
T,

[1305] RFRFFEATEMHE O SHAN &[RRI XE ORI B3TToI %, FFaFa 81T
INDOPBBH| & o TNET,
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[1306] And you can see that the issue date was April 30...that is March,
April...it's 2 ¥2 months or so after the issue fee has been paid and the formal
drawings have been filed.

[1307] So the time between payment of the issue fee and actually having a
patent in your hand is going to be 2 to 3 months, sometimes longer.

It all depends how backed up the patent office printer is.

[1308] Sometimes, in years past, the printer was very backed up and this
period was 4, 5, 6 months after the payment of the issue fee, but it has now
been reduced somewhat back to more familiar lengths of time, 2 to 3 months.

[1309] In this case though, there have been a couple of events that have
occurred between the notice of allowability and the payment of the issue fee.
[1310] And this was a special type of amendment called a “312 amendment.”
[1311] This is an amendment which occurs after the notice of allowability but
before payment of issue fee.

[1312] You can still file an amendment even after you paid the issue fee,

but it is very restrictive at that point.

[1313] When we go through the file history in this hour and talk very
specifically about the responses and rejections,

you will understand what that particular amendment was all about.

[1314] Also in this case, but the subject of which | will not cover in this hour
but which Mr. Longacre will cover in subsequent areas, is events which
occurred in this application after issuance of the patent:;

these are post issuance activities.

[1315] I will now cover what occurred from the filing date to the issue date,
and | will talk mainly about what happens in the prosecution and the
responses and the rejections that occur in that time period.

[1316] So, with that | will begin with our file history.

[1317] Again, | am using a file history which is not in bound form, but yours is
all together, and | will focus on the part of the file history between pages 1
and pages 54 to begin with, and | will start at page 10, that's page one zero.
[1318] This is the cover sheet.

[1319] | referred to it in the second hour.
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5 #7/TH (issue date)

[1306] IS FFOKHRITRIZ4A 3 0 ATy, 2o AR, EXXE% &
b 7 o T REFRITES SO A6 2 7 AR ERR# L TWET,
[1307] RFFRITRIESHA O BRITH £ TOHMIZ, 2~ 3 r ADEHTY
N, BT CORMEAIZI > TUIERU LD DL H Y 7,

[1308] WEIZIIFFFFT THIRDOIRE Z MORT OHHN L TH %<, 4~6
y AP olZ b FE L, BETZOYMITEHESNT, 2~3 % H
MNYEFE 72> TNET,

HIEZ3 12

[1309] L2>L. HRHRFRF CIRAFRF PIREMEBAD & RITEHE DO IV DORIC, —
DDOFREMPTONLTVET,

[1310] BAIO PFexix MHEES 1 2] LMEEND O T, BEErrraEtma
R RITERE O ORI EN S, FHRMEEDOZ L 2ELET,
[1311] = ORIEFIL, BFIFrRetEdmot, £ U TRFRITEE A O/
ICHENE b T,

[1312] BFFRATEIEOSANE BRI TE 323, ZORITIE, fMIEEICE
DD ENTELIREITITHIREH Y £7,

[1313] Z D 5RFH B OEBOHRDS T, JHE LEMICEBERERO S 5 aliE0
By ARSI, ZORRHEEOZ E LB LW ERVET,

[1314] & 5 —DOOFHEEXIL, Vb - nrF—h—n, RORHTHEELET
DT ZTITAEME LETR, BB RIT SN RIZIThN S Fhed T,

2. UIGHSFDENIC ;- B EEDIERE

<S#HH : N—21—-54>

[1315] &C, T BIXSHFHBEA > SEFRITA E TOMZ RV,
ZOFRTHEIZ, INELEREEDETREOBMHAEZ LW EBNET,
[1316] ENTIEBM OEEERTWEEL X 9,

L BERIME <#EH: G ~N—>10 12>

[1317] #&VIRLIZZ2Y 908, FAOAREE S THEROBFRITH 2H8M I
BLRARIZ 2> TCNET, AROPTIE 1L A=V 5 5 4=V DN %5
HICRA Z LI LET, ETHRMNCL OX—VZHNTIIZ SN,
[1318][1319] T 2 K¥[# B O THE L gD ~—V T,
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[1320] It includes a lot of information about what came with this application to
the patent office,

and in our previous discussion | referred you to portion number 9 on page 12,
which referred to a preliminary amendment A, which canceled all the claims.
[1321] And then there is preliminary amendment B, which we will go to next.

[1322] But firstly, let's look at this initial application and start at page 10,

and we see that this is a divisional application.

[1323] That means it has some form of parent application

that this is now a part of, and it is directed to supposedly a different invention,

and that is where the label “divisional’ comes from.

[1324] We have the name of the applicant.

[1325] Again, the applicant is the inventor, not the company that owns the
application, and this is a “microwave-enhanced chemical vapor deposition
system under a magnetic field.”

[1326] And we find out that with this paper, there is a copy of the
specification as originally filed, there is a declaration and oath as originally
filed, and there are 3 sheets of informal drawings.

[1327] Well, let's check that out.

[1328] We can see here, the application papers begin on page 14, and there
are included several pages of application, and it ends on page 42;

so there seem to be 30 pages of what we would call specification.
[1329] It's all written in regular word processing format,

there’s nothing particular.

[1330] Many times however, to help the applicant and the examiner refer to
places in the specification, the specification has numbered lines, and so
you'll see 1, 2, 3, 4, 5, whatever, down the left margin of the page.

[1331] That is also quite typical, |

and in fact quite useful to help people refer to stuff.

[1332] This application begins on page 14 with a description of the
continuing data, and that is, it describes the parent, and grandparent, and
great grandparent applications of this application.
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[1320] S O~—0Zi%, HBEAERFFTICERE SN R R TOREHRS, 72<
SARBEINTWET, MDD 1 2= HD 9BEZRTLIEEN, £
HIDIFICEHEH SN TOVIEERHEEAN, (L —L 12K 2To
T V—DLT RO LE (canceled) FIIETHDH Z L OFBHAEZ LE LT,

[1321] Z OFEEFMIEEA O D & \ITFERIH IEE B 23k < O TT I,
FHE LI BnET,

HEIHEE (divisional application) <#H# : XN—2 10>

[1322] B D 1 O R— VI HEFE OFEFIOHME T, 2 2 TOFLMD b I1LIFHFF
VI L EHE  ([divisional application) TH 5 2 E BRIV £97,

[1323] o HIHREIZIX, AR FHFE (parent application) H3& F TN T,
ENODOHBITRR-TRAZHBLLTWET, Zodic T5H
divisional)) &\ RFEMEDLND L H 277D T,

[1324] 7 v R A—IZITHBAORANGEH I TWNET,

[1325] Z 2 CHERBHL TR ZVWold, HEAIEHETHY . LT
FLTWLRETIERWE WS & & TF, FB X TMICROWAVE ENHANCED
CVD SYSTEM UNDER MAGNETIC FIELD (R D% & T~ A 7 uifi ciEfg%
] ES®7 CVD )] T,

[1326] [1327] 7 v MU AN—OIHRAFES (1) [ZIXHMHE (specification) H
SN TS EDORFERHY, FFEOMIZEL, TV VIV ESE
(declaration) LW ORE LM IN TN Z ERHTLINTVET,
BTLEICET S8 <#HHM: N—214—42>

[1328] HIFEEBEAKIZ, B D1 42—V b 4 22—V FTTT, Z0OH
FEEFD S B, BFMEICIT3 03— /7b>éf BRTWET,

[1329] ZAUEBNZRRIZ2 B TIde . BBV —7noEXTIER IR T
WET,

[1330] LA L, HEALFEETOEEZEH - T, BHECEEENT-TH
VET, BMOERD FICHIESTNE D TT,

[1331] Z OFEBH HITHAF R E 0T, HED CDEH 2 L TWD D)
EliIo &) 885 70IIEREEMN T,

[1332] HFEEITBHR O 1 4 X—V 0 bk HEOEROFEE TIHE > TN E
o DEV, B, HRRHHE, HHRREHE L FET S —EOHE T,
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[1333] There are then many pages of descriptions.

[1334] As we said, it goes all the way back to page 30.

[1335] And then there is a big blank page, which is kind of unusual,
which says, ‘I claim,” and then following that is the series of claims.

[1336] And you can see that all of these sheets of this application have
writing on them.

[1337] This writing is put there by a docket clerk.

[1338] The docket clerk is generally the only person who is allowed to write
in the file, with the exception of examiner,

but the examiner is only able to write very few things,

and | will point out the examiner’s handwriting here.

[1339] But you will notice in these claims that, for example on page 45,
the claims have a big slash through them with an A, slash A.

[1340] That means these claims were changed by virtue of amendment A,
and that would be preliminary amendment A.

[1341] And that's way back on our cover sheet, that is factor number 9 on
page 12 of your papers, that is preliminary amendment A.

[1342] And you can see

that preliminary amendment A canceled all claimsvbut claim 1,

and so claim 2 all the way through to claim 16 on page 47 are all slashed
through with amendment A.

[1343] Now, let's go back and look at claim 1 on page 44, and we see a big
slash and a big B.

[1344] That is because amendment A got rid of all the claims except 1, and
preliminary B got rid of claim 1.

[1345] So that big slash with a B means preliminary amendment B took care
of that claim.

[1346] So you say, “What are they doing? Where are the claims in this
application?”

[1347] Well, before | get there,

| want to refer you to the remainder of the application,

and then we'll talk about where preliminary amendment B comes from.
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[B%HmM]%@%k\ﬁM@4z&~v(&@%@P3o)i?ﬁﬁﬁﬁ
xET,

FEHBEZA (preliminary amendment A) < : X\—243—4 7>
[1335] ZDdH &, Mclaim: | ERTENTHLEADON—VBEHY, HH R
L LTEOTH LVWERTY,
[B%]%@ﬁ@&~vm6m\—@@&V~A®%ﬁﬁhb\&V~A®L
MBITFEEE TEERANENTVET,

[1337] ZAVUIHFRFF DA (docket clerk) (2 X 2 bDTY,

[1338] AROBREICELALNTE 501, BFETEHRNTIE, FIHTOR
BETTYT, FEETTLEXAD I ENTXINFBONATVET, FE
TILE A FEXOEXALBEM O L CHHIEFPALEL X D,

[1339] #il21E. B D 4 5 2—VIZRHRBBIHNTNT, ZO RiC TA] &
D FNEPNTVET,

[1340] ZHUE, 2 L — ARBEIHEBEACL o TERSNAEZ L EZERL
ESr

[1341] ZRDBEH D1 22—Vt hb 7y b A A—0 IFITFEEH ST
HBEERMIEEATY,

[1342] RCHMB L D12, BEMWEEARY L—A LRV TR0 L
—ANBROW L THET (canceled), DFVD, B 44—V b4 7T—
DIeHBH Lo, BEIMWHEEAICL-TZ7 V=226 b —A16FET
CRHRNB DN TR E S TS DT T,

EEFIHEZEB

[1343] ZNTit, B4 4—VICE->TIZ =21 EZRTAHAELL Y, &
BMEREL TB) EEMPNULTVET,

[1344] ZHITHERBEEAICE > TZ L—A 12D L— AMTEFERY
BWEN, FICHEHENWEEBICL > TZ L—A1 bWV EINEZ EEZEK
LET,

[1345] 2%V, [B) &RIN7AHRIL, FEMBEEBY», TO7 L —L0%
FEOTHEI>IENVI T EEEHRLTWVET,

[1346] 22T 207 L—ABWYESINTLE-LDD, ZOHED 7
L—MIEZWZHB0n] EWOBRMICES S ZETLE D,

[1347] WIBKFFFOHBEEDR Y O S i Rk xiob & T, FEAMHEEB O
R E 2SRRI, ZORMICHTAZZOFBE Lo BnET,
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[1348] Behind the claims of the application, customarily, and in fact all the
time, is a separate characterization of the disclosure of the specification.
[1349] This is not an abstract of the invention.

[1350] This is here on page 48.

[1351] That is an improper title, it should be “Abstract of the Disclosure.”
[13562] And the reason that this is the abstract of the disclosure is because of
where it is printed on the printed patent, this goes on the cover sheet.

[1353] Now this patent is created, this document,

especially to give information to the public in a succinct and searchable
form.

[1354] The abstract is an abstract of the disclosure.

[1355] The title is directed to the invention that is claimed,

and the picture is directed to the broadest claim.

[1356] So the front page of a patent has different types of information.
[1357] The abstract is not an abstract of the invention, this title is incorrect,
it's an abstract of the disclosure.

[1358] Following the abstract...and the abstract has to be in single-
paragraph form, there are strict rules of the abstract—single paragraph,

50 words or less—and it's an abstract of the disclosure...

then there are informal drawings.

[1359] And these drawings are informal simply because they are fairly poor
quality photocopies of the drawings which have been in previous cases.
[1360] That is their only reason for informality; they include sufficient
information and so forth, but they simply need to be cleaned up.

[1361] There is then a copy of the original oath and declaration signed by
the inventor.

[1362] This was signed in conjunction with one of the parent applications,
which was filed long ago, and on page 52, we see this oath and declaration
was signed in conjunction with an application filed in September of ‘91.
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FrDEFR) (Abstract of the Disclosure) <#4#f : ~N—>24 8>

[1348] HFHRED 7 L—ADH &1iX, 8%, & L CEBRICHIZ, HlEDH
s (disclosure) &\ 9 BIOEEAHT RN 72 S TWET,

[1349] L2l ZHUX T3] o7 7XA 727 b (BR) TEHY £HA,
[1350] A D 4 8 XN—VH R TL XU,

[1351] 4 8 X—=Y D Z A hid, IE L <L [ ABSTRACT OF THE
DISCLOSURE (BATRDER),/ 7T AT 7 1) £72oTNDERELDROT
R

[1352] &9 L C W BARDEF (Abstract of the Disclosure) 72D EN5 & |
T, M SRR FEO 7 a s hR—DICHEEENA DB T,

[1353] ZDOFRFFFRAIG, LT, ARIZEZDHERE LT, #AELLTV
LOWERICE LD EFE LTRSS N D DI T,

[1354] 22 C, By (77X FZ2 P, abstract) i3, TBROER] Thi o
EZhe ) ET,

[1355] BHADZ A "V (BAFF) X7 L —ATERINTCWEEHEIEL TR
V. SN TNDEE picture) 1327 V— ADEREEREFAZHE L COWET,
[1356] ¥FF D7 12 F_—VIZidtax RERAOERIEH I TOOET,
(1357 77 A N7 27 & (B HEROELNTH- T, EHOBERTITHY
F¥A, IE LR, 77X 77 M, 1T T T T7THEESHh, LB 50
a5 (words) INIZE LD b TW i i v £¥ A,

B EE (informal drawing) <##H :~N—249—-51>

[1358] 77 A RNT 7 bD®H LIZIIMEZ (informal) OEEHRH D £3,
[1359] [1360] Z4UHDRENREER TRV E WL, Bz, ZORio
HETHWONE L EOBEDOENEETH D L5 EITOoEATYT, FEM
ELTRFDRERBEENTVET, L HLTERWIZTILERD
50T,

E¥Z, 5FZ (oath and declaration) <##H :6~N—>252,53 >
[1361] Z Db L%, EAELNBL LI EEE (oath) 5 WL EEZ
(declaration) DAV T ND =& —hRE £,

[1362] Z ZTld, 2372 VAN HFE S 3V B4 (parent application) 0 5 6D
T ERIZEL SN TEY, RSB L 212, B 5 23—k, B
BEBIOESEN, 199 149 AICRH LAHBEL RIZEL ST
7,
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[1363] Ours is filed in 1994, and we can see on page 53

that Mr. Yamazaki signed his application on November 11, 1991,

[1364] So this is a pretty old declaration and is gonna have to be replaced
when the claims are finished in this application,

because Mr. Yamazaki may or may not be familiar with the claims at this
point, especially since it's a divisional application.

[1365] The next page in your materials, 54, are the examiners notes trying
to come up with an effective filing date for all of the respective claims in this
application.

[1366] In this case, this is very difficult,

because this application has 8 parent applications, and this is tough to do,
and many of them were continuations-in-part and so forth.

[1367] But in any case that is the initial application.

[1368] And now I'm going to talk about pages 55 through 68 of your
materials.

[1369] This includes two things;

it includes preliminary amendment B,

and it includes an information disclosure statement.

[1370] | will speak about each of them in turn in summary form,

and then we will go to the rejections and the responses.

[1371] Firstly, preliminary amendment B.

[1372] On page 55, we can see that preliminary amendment B was also filed
with the application, and what is the first thing it does?

[1373] It cancels claim 1, so that supports that big slash with a B that goes
over claim 1.

[1374] All of the other claims had already been canceled,

and here comes all of these new claims, and they are claims 17 through 52.
[1375] And as we go through, you will notice they also have writing on them.
[1376] And | should tell you this, the pen which is used at the patent office to
create this writing is a red pen.

[1377] It is used by the docket clerk, and it has this characteristic,

it has red ink.
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[1363] ILIFRFFFERIZ 1 9 9 A FICHBEEN RSN TNET, 53—V
TIIHBATHDIIFK2A 199 141 1AL 1RICBE4ZLTCNS00R%

" ET,

[1364] ZAUIMRVHFVWESEE WO Z &2k, ZoMBED 7 L—aNE

WA ONTRRE, FLWESELELEZONAMNERD Y 9, 1L

AR RHHETHLZ bbb o T, ZORATIRLFKIZZ L—2AlZo0n

THEBELTWELB LNEFAL, BRLTWARD 7200, LVER A,

ZEEE/— I (examiners notes) <## : N—>254>

[1365] BT DIRD 5 4 _X— 120, IWEEFHBEOR 7 V— A2 TD L0

BEH  (effective filing date) % RET HHED, #HZEEF ./ — F (examiners notes)

NHYET,

[1366] Z DA, HENHRER 2BET 5 OIIKREH L 2o TVET, L

SDE. ZOMBEICIE8HLHMEND Y. OB, — L E
(continuation-in-part) & 725 TNB0ETY,

[1367] LU, WIS L, DN FHLYE (nitial application) T3

BEEFIHIEEB <#H: N—255—-68>

[1368] ZZBEHIMD 5 5X—V0 6B 6 8 X—VDHME LW EBWET,

[1369] Z ZTid, BERMIEEDB & [FHHA B E (information disclosure

statement) DEENTWET,

[1370] NS Z D ZODFRHEICHETIMELZHI LT b, HEHEIGED

P HEE A E T,

[1371] ZNTIIFERHEEBOFHPLBOEL & 9,

[1372] 5 5 ~N—Tid, FEAMMEZEB b HBEORHIFZ—IZIRH S

HOIZEND ZERHDYET, RIMBITONDEDTL X 9D,

[1373] FERMMHEEFEBIZL > T, ETHOIZZ L—A 1BV HPESTEY,

CDZEE, BMO4 4RV TEEZORKE (Bl OXF»H7 L—»41

DEZAIEBZRENTWAZ L&, BRICRTEE L,

[1374] ZORRETIZ, (FEAMHEEZAT) ZOMDO Y L— AT &R0

ENTWET, 220, HLWIL—ATHBEIL—A1L 7THEI L —A5

2 FTH, BENMMEEBIZL > TGEMESNTWET,

[1375] BTV &0 ETH, ZnbH LW L—AD kich, TEEXD
EXRAABRH Y FT,

[1376] [1377] T HDOEXRALE LTV AEHFTOBREIZ, (bL THTZ

EDTE DRH|R) RNV EHES>TNET,
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[1378] But if you go over this red ink with a special eraser,

the red ink can disappear,

and only the docket clerk has this red pen with this erasable function.
[1379] And that's so that mistakes can be undone and so forth.

[1380] But the red pen indicates what is happening to the material

that is sent to be a part of this application,

and you can see here a big slash with a D.

[1381] Well, that means that there was an amendment D that came in at
some point, which changed or canceled all of this subject matter.

[1382] You will also see reference to C.

[1383] Well that would refer...and this is for example on page 56,

you'll see “Sub C1”...you will see that there is an amendment C in here.
[1384] Eventually, that would be in respcnse to the first office action,
which created changes, and as we got through these claims,

this preliminary amendment, you'll see B1, C1, this is on page 57,

you'll see things that are changed.

[1385] You'll see big slashes with a D on there,

and that would be the amendment after final rejection which changed this.

[1386] But also one thing you'll see, and this is on page 57, is

you'll see claim numbering.

[1387] Claim numbering is done by the printer; this is the final person who
adjusts...or rather not the printer...just before the application goes to printing,
this is done by the publications or issue branch of the patent office.

[1388] They actually go through and number the claims.

[1389] They are the only people who are allowed to renumber claims.
[1390] As an applicant or as an examiner,

you're only allowed to take the next available number in a case;

you're never able to go back and renumber them.

[1391] The issue branch, however, is able to renumber them, and on page
57, you'll see evidence of that in the form of 2, 3, and so forth.

[1392] Okay. We go all the way through this preliminary amendment,

and you can see that in the end,

almost all of these claims were also canceled but not right away.
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[1378] [1379] ZDHNUAIMHEVEFTIETE A X 5 IZRFT OB 720 03 6
S TUVVET,

[1380] IR DEZIAAIT, HEEO—HE LTRSS EZEEO, QR
ZRLTEY, 22THDERREINERERFBRBALNET,

[1381] ZHiE, EZDORFRTHEEZEDBNEHIN, ZOFEOLTEEILE
LD H D WEmY EENZZ L 2R LTOET,

WIEEC, D <#H:~—>66, 57>

[1382] CLWHEZXRAABRONET,

[1383] 5 6 X—YDETIZ [Sub-Cl] &E PN TWVDDIE, ZOH L THILE
ECHRHFETDIZEERLTCOVET,

[1384] HHIEE C X 8 —/[a//E/#E (the first office action) V=X T BIEE L 725 H D
T, 57—V IC1)] LERAINTNEDORENT, [B1] &E Nz
FARIED S EICEESNTNET,

[1385] ZREATIZIL (D] OXF L HITRE AN TOETR, =
NOIXRAEIAER (final rejection) D& &R SNEHBEED 2R L OWNVET,

O L—ALADEE(IT (claim numbering)

[1386] b 9 —>REMHITTEHBVENDIE., 57—V hHb s L—hDE
BT,

[1387] RFaFHIRHDN R El S N D BN, Bf&TREE 292 HIIER U (printer) 3
IV —=bEF e MTET, CORYVIL. FHAFTOULKES (publications branch)
MIETTHE (issue branch) \ZJ& L CWVET,

[1388] OB RTEF =y L, 7 L—AIZEBEMTET,

[1389] W HETR 7 L —hDOBEESHTETHZ LRFINTHET,
[1390] HHFHA THiL. FEHE ThHIL, 2T od s L—L2DOEBIIL, fF&h
EBBEORNPLTHY, LTENDIE> CEBEBFICLEETEZ LI T
X FEHA,

[1391] FITEHIEIT BB EEEFTHZ ENTE, 5 7=V IhHb Lo,
JV—LDOFFZN2HEF, 3BLVWIIIITH LLESNTWET,

[1392] Z DFEMMBEELZHEE TR TN EONYETR, ZZiThd 7
V=M, 1R E A EPRMEAIZITMYIEINTHET, Lo, 7 <IZERDY
HEINTEbTTIEHY /A,
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[1393] There was an inbetween amendment C,

which modified some of these claims.

[1394] Let's look at the remarks on page 63 of this amendment,

and we'll see that the remarks simply say,

“The subject application is directed to the utilization of a turbo molecular
pump with a electron cyclotron resonance plasma processing apparatus.”
[1395] That is the applicant's, and through his representative,
characterization of the invention.

[1396] That is what the applicant is telling us his or her invention is all about.
[1397] So in looking at this file history, based on these remarks,

we understand that the application is directed to the use of a TMP in
combination with an ECR plasma processing apparatus. Fine.

[1398] In addition, in the second paragraph,

we see that this is used in combination with a control valve 14,

which is interposed between the chamber and this turbo molecular pump.
[1399] Okay, so there's a control valve in there.

[1400] These other claims are directed to similar subject matter,

and then in the end we have method claims.

[1401] So, we have claims to the apparatus for accomplishing this,

and then we have claims to the method which uses the apparatus.

[1402] That is the set of claims which make up our application,

and this is the set of claims which is the calculation of the filing fee,

and | would refer you back to page 12 of your materials,

where there is a calculation of the filing fee.

[1403] And if you look at factor or paragraph number 12, it says, “X.”
[1404] There is a preliminary amendment attached...is to be entered right
away, that's preliminary amendment B,

and you can see that the total number claims is 36.

[1405] You're entitled to 20; that means there are 16 extra.

In addition, there are 8 independent claims.

[1406] You're entitled to 3, so there's 5 extra.
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[1393] ZZWCIXPHIZHTZHMEZCHEDHY, 207 L—2D%K O >NEE
ELTWET,

BREZ (remarks) <##H :G ~N—>63 >

[1394] €NTIL6 3N—VIH D, MIEHED ELZE (emarks) ZRTHEL
Yo, TORERECL, FFHEoOEEL, ¥—RoFRo7 (TMP) @
FIRZEEL TEY (sdirected), (FOTMPIX) EFH A7 b2 (E
CR) 77 A<BEEEL L OGEE 720D THD ] LE MR TOVET,
[1395] Zhuid, HBAOKBEL-RBAZEL T, HEAMZX > TRENE
FEA ORHEATT T,

[1396] ZDOREREBOE /T, HENMIBE D OFEHAN KM TH D 00HH %
LCWET,

[1397] AROBAFOH L % R, HERTFT, TECR Y I X~ BERE
EDMBEDEICED, TMPOFIMA), 2L TCWAZ ENBEETEL L
Wz ET,

[1398] HIZ, HFE 237 77 7T, Zhd, #l#EF1 4 LEAEDLETEDR
L2 L, LT, ZOHIBAITHEL TMPORICERY I bhTnE D &,
B0 E9,

[1399] & ZiZiE, HlFHFET 2017 T,

[1400] D7 L —Aa% FPOEFFEEZBLTREY, 7L —20kE 73D
—BEBINNX G2 L—A  (method claim) DB E N TVET,

[1401] & WVWH Z & T, ITNEFETTHIHERBIIETE I L—AE, ZOKER
FHTDHECETE7 L—2R3bBZ iy 7,

HBEE#ZE (filing fee)

[1402] Z D 2FEIHD 7 L— AWt v M- THEMER S TEY, Zo
I L—bO%y NSRS (filing fee) ZHETAHEL 2 ->TVET, #
MO 1 2X—VICRSTLEIN, £22C, HEBENHRE SN TWET,
[1403] THEH A WIRF 7571 2FIZIT, [X] DEEnT0WET,

[1404] & ZiZid. THRERIHESRA, FRFICRHE ST, &R T
WET, TIUIFAFNMHEBOZ LT, 7L —AFEHT3 680 7,
[1405] [1406) EABESTIX2 OFFE T/ L—A2 2RI LN EINET
DH, 1 6ENBMERY £, Fic, M7 L—AZ8EH Y 323, 3
FE CTHERBGOEEROT, 5407 L—ANEMERY F7,
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[1407] And so you pay for the extra independent and the extra dependant

claims, and that was how the fee was calculated.

[1408] Okay, one more topic

before we move on to the rejections and the responses,

and that is the information disclosure statement at page 65.

[1409] It is unique to U.S. practice that you must include complete disclosure
to the patent office of all information that you know about

that is relevant to the question of whether the subject of this invention is
patentable or obvious.

[1410] And you are subjected to this duty as the applicant, as the
applicant's representative, and as the owner of the patent, if it's a company,
and this is an affirmative duty.

[1411] If you know about it, you are obliged to disclose it;

you cannot sit still and not say anything.

[1412] Now, how does this information actually get put together?

[1413] Couple of places— number 1, the applicant probably is the best
person who knows the most about their invention,

and who knows the state of the art from which the invention comes from.
[1414] In addition, people at the applicant's company probably also know a
lot about this invention as well,

[1415] And so they are obliged to gather this information

and make the applicant’s representative, the patent attorney or agent, aware
of this information.

[1416] And then it is put together in this form, in this information disclosure
format, and it is given to the patent office.

[1417] The duty of the attorney or agent is to put together information as well,
but generally the attorney or applicant has no independent knowledge about
this stuff, and it is provided to them either by the applicant or,

if the invention or the application has already been filed in another country,
for example Japan or Europe,

this information may come from the European or Japanese search report, if
that has already been mailed out.
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[1407] Z ZTik, BT, BINOMSL 7 L—A 5L B L—A
L 1THRIGEMBEREEND E VD 2 LT, DI ENHERGOREFET
B

1EERETIELZ (information disclosure statement) <## : ~N—=>26 5>
[1408] KD b &'y 7 DISE & HHEITB DR, BH 6 5X—V D R B
WE (information disclosure statement) DA% L& BET,

[1409] 1EMBARBREE T, FFFFHBEFES & L OREMBEO b O T, HE
Reer O ERBIZRFT DN B 5 (patentable) 7>, T & b BEB  (obvious) ThH 5
RIS 2 OIZBEY 2 ERICOVT, HEBEAL LTHoTHARTHZ &
T, FFFTICBR Lz 84,

[1410] ZAuid, HEAE LT, HEAORIEA L LT, FHFOFREE—bH L
TR THIE—, L LTORELR>TNET, ZhIT ARAL0HEE
(affirmative duty) & b2 % HDTT,

[1411] TENH, Mo TWIUE, BRoTWBZ LIXTEER A,

[1412] £ Tk, ZOFRAFRBREL, EBIZXEO XL cERERD D
TL X 9D

[1413] Z 2 TIIROE OO INEETY, TTHEMC, HEAZ L > TE
FRENDZENHEBETL X O, RERL, HBEARERALZREL ISEMFLT
BY., EHANL - TRD & ZADEN AL (state of the art) DT EIT BB B0
ST,

[1414] B2, EHABALTRTHEEOANEL, BHOZ L2 L H-> T35
EEZBNET,

[1415] T 06, HEASCHBAORT 5 EEIXEREZMEL, RBATDH
LRFF ORI LI, ZOWE LERO - LR b E T iER
nEHA,

[1416] & 5 LT LIFaI, HMBARBREIC E & T, HFTICRH
LT T2 5720 0T,

[1417] FRELOHRIELORBIT., N OLOFEROIMY L DITH Y T8,
—RENIZIER, ZOMFICB L ToMB ofikitEi o T ER A, HEEADLDIE
W/ o0, b LITBHCHENBEIC ARSI —n v U POME TR
SNTWVOHE, TNOLOHENL OFEE @ER) LoEREAFETS
ZEbHVET,
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[1418] And so there is an affirmative duty to put this information together
and file it at the patent office.

[1419] And here is an example of an information disclosure statement,
and the disclosure statement doesn‘t require a lot of description,
except for documents which are not in English.

[1420] Instead, you simply list the information,

and you can see there is number of U.S. patents listed on page 67.
[1421] These are listed on a form—PTO form 1449.

[1422] This is very similar to a form that the examiner also uses,

which is a form—PTO form 892...we'll see that later in the prosecution.
[1423] And here is the listing of patents, and that's it.

[1424] Okay, so you an affirmative duty to disclose information.

[1425] Okay, moving right along.

[1426] | want to refer you to the first office action rejection,
beginning at page 69 of your materials.

[1427] The application has been filed, it is complete, it has a filing date,
and now the examiner takes up the case.

[1428] And the form that is on the cover of every office action is this form

you see here, it's a PTO form 326.

[1429] And it is simply a summary of what the examiner is doing,
and it is a filled-in form, the examiner fills it in by a pen.

[1430] The heading is put on by the docket clerk,

but the examiner fills out the application’s been examined.
[1431] You have 3 months to respond.

[1432] There is a collection of references cited.

[1433] This is on the form PTO 892,

which you can see at page 75 of your materials, that's PTO 892.

[1434] And it looks a lot like the form that was just submitted at page 68,
the PTO form 1449.

[1435] And then there is a summary or notice that the draftsman has
rejected the drawings as being informal; that's on a PTO form 948.

112



[1418] L EZ B9 5 &, HEEAIX, Mo TWABEHRITE L O T, BHHFTIC
RHTDLEWH, BEMBEND S L5 2 LT,

[1419] Z ZIZEMBRBREOBIN H » 4, HRERREICIZ, HET
IERVICEDSME, L oRERIzERShEEA,

[1420] EMD U A R EFIZETHEIT TR, #MD6 7T_X—V 2R THMS
EoIT. ZZITEKERTFO ) X FREATOET,

[1421] Ziud TRFTEX144 9] o LicENEY R T,

[1422] ZORAIE, FEEBNHVD HHFTENXS 9 2 L I pEX T,
ZHIZOWTITRTRAZ LIz LET,

[1423] ZZiCid, (BB 5) BFENRUV A R T v 7EnTEY ., =T T3,
[1424] W5 Z & T, BFHMBARE VW BRNBERSHZ L2 M-> TR T
TEEW,

# 1[4 (first office action rejection) <#H#H : N—269 >
[1425][1426] ZXTIX 4 1 [EIFEFEEEH (the first office action rejection) DB
BOET, #MTIE6 92—tk T,

[1427] & CHEEEORHNET LE L2, HEERIZFREHL2H- LT
WOHDTHRER My 5 S, BEEEDREELMHOET,

[1428] & T O FEEFHUFH (office action) D711 h~2—T L LTl A K
FTERNT TRFFTEL326] T, 6 9 3—V0ENZ S TT,

[1429] ZDFERT, FEENEDO LD REEEZITR>CVWENOBRHAL £ L
BHIZb DT, ERICEZ ALK > TNET,

[1430] #F7F/TOBEA (docket clerk) NEXD EERICH B R LEIER L, %
DHLEEENEEELR B, BETILEINCA TEERALET,
[1431] ZOFEBEBMEZ TR b &, 35 HOFBHHRLAIC, HEA
IISEZRH LR TR Y 8 A,

SI[HEEHI (reference cited) <#H#H : N—274, 75>

[1432] [1433] WiT, #HF 7 52—z EBHFTFEX892) 2 WHERKTE
O ONIZGI/HEFEH (reference cited) DV A MY £,

[1434] @ TPTO-892) i, 6 7, 6 8 X—T% RN HHH Lz HEA
MO TPTO-1449) & RE XS PLTCWET,

[1435] 72, 7 4 ~—VITIXIPTO-948 ) OERX N B Y | g & F (draftsman)
M, MENMERTZDICHEHB L TWND 2 ENoh 0 £,
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[1436] These are all numbers that you'll come to know in your practice.

[1437] And then there is a summary of the action and all claims 17 through
52, every one of them has been rejected, ha.

[1438] And then the last item of information is

that the claim for priority is acknowledged in paragraph 12 down there,
and it says that, in fact, the certified copy has been received at the patent
office, as it was filed in a previous case way back in 1986.

[1439] So 8 years later, they still have the priority document.

[1440] Okay, let's look at the detailed action, and | told you that 102 and
103 really form the meat and potatoes of the substance of whether or not
you get a patent.

[1441] And sure enough, this application to Yamazaki, in this invention...
turn entirely on the question of 35 U.S.C. 103,

that is, the question of obviousness.

[1442] The examiner acknowledges that the invention is novel,

now the question is, “Is it also unobvious?”

[1443] And the examiner clearly, beginning on page 70,

says “No it is not unobvious.”

[1444] And at paragraph numbered 16, the examiner says,

“Claim 17 through 35, 37 through 40, 42 through 46, and 48 through 51 are
rejected under 103 as being unpatentable over Matsuo in view of Yamazaki.”
[1445] And what this is is a setup for a 103 rejection.

[1446] The examiner is going to use the basic reference to Matsuo

and combine features out of Yamazaki, an old Yamazaki patent.

[1447] And so the examiner describes on page 70 and the beginning of page
71 the disclosure of Matsuo,

and he's going to be very brief in the description,

because after all, Matsuo has been sent to you as a reference,

and you can read it as the applicant or the applicant's representative.
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[1436] FraFHETREE DRETIE. 2 b 0EFEXOLHOR B DB FED
N5OT, b2 LATEBLIVWTLE Y,

EH#EER (claim for priority)

[1437] ZOH EEEFBMOBENOFTMICEY £, TIE, 6 9—VIE
STLKEI, ZITEHZV—A 1T HE7 b—A5 52 FTOI L—h0, &
THEEENTOET,

[1438] Z ZCOEROEMKRE LT, $1 2HBIC, FEHETRE (claim for
priority) BRBERHER SN LR, s CnET, %0, BHEOE
FMETIRD) FRAFEAL (certified copy) DRFFFT TR SN2 &, 1986
FIZESDPDIEDLURO 7 —A L LTREENZ DO THD 2 ERTENTY
ES

[1439] 8F LW L CWE T, FEELHECEMEE Sh TV ET,

MEEA] (detailed action) <#H# : N—=7 0>

[1440] X CEITIX, MEHH (detailed action) # R TN Z LI LFEL &
9. BRI L7z 512, BFFEDE 1 0242510 3540, B ERTS
ATREMED B BN E I D DEHEL 72 £,

[1441] Z OWLRRBFFOHE TS, FRFICR22 N EI NI ORFESE 10 3
K2 LA BN (obviousness) 1\ZOWTOHEIBFIZ 30> TWE T,

[1442] FABITRFFES 1 0 2 RICESFHETRD COOET,

EWo Z T, MEIL. FEHEW (umobvious) THHMNE I MEWH Z LT
nET,

[1443] 7 O =V bRE DA T, FARIE [Z ORI IIIERH IR
(DFEVAFTHD) LWVIfEREHLTVWET,

[1444] 1 637 75 7T, FAEIL, FEFEE 1 0 3&KICESE, WM
2y CRERFRT 4,636,401) & ZFNLIRTOREIED CRENFFF 4,401,054) & Erifi
LR, 71 —A17~35, 37~40, 42~46, 48~5 113,
T 2] LR LTnET,

[1445] ZNHAWDW DEFFEF 1 0 3RICE ST,

[1446] FFAEEITEANIZ, REBRHFEZSE L, - ORRREF L DRI
Lo TV D IUIRRFF OB EZ MBS DR LY L LTWET,

[1447] 7 0 —Vb 7 1 _R—VOREHDHE T, BEFTIINRIELEO FF
(disclosure) OFHAE L TWET, MERSFIIIERBBOBEICHRMTENT
WAHDT, EOBMBITMEIZEETETNET,
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[1448] But the examiner must point out what it is that Matsuo fails to teach,
and so there on page 71, on the first full paragraph, it says,

“Matsuo et all failed to teach the specifics of the vacuum system,

and there is no disclosure of the turbo molecular pump.”

[1449] Aha, so Matsuo has most of the invention

except a certain portion of the invention,

specifically a vacuum system, and no disclosure of a turbo molecular pump.
[1450] Now, where does this part of the invention come from?

[1451] It comes from Yamazaki,

because the examiner says these things are not present in Matsuo,

and nor is there a light source for further converting the process gas into a
plasma.

[1452] However, the examiner goes on “...such means are in Yamazaki.”

[1453] So the examiner says, “| have a basic reference to Matsuo.
[1454] It is almost the same as your invention,

but it is lacking a few features.”

[1455] Where do | go to get the few features?

[1456] | go to Yamazaki, an old Yamazaki patent.

[1457] And then examiner again briefly characterizes

what Yamazaki has and adds to Matsuo.

[1548] And the examiner has many reasons

why this combination should be made

and | will not go into the technical specifics of why it should be made,
because that's beyond the scope of this course,

but the examiner basically says,

‘Matsuo has some gaps, and Yamazaki fills in the gaps,

and together, this is the invention.”

[1459] Now what is the basis for this combination?
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BB <#EH: N—27 1>

[1448] L7>L., HAEEIL. MBS NEUR /LML T3 (fails to teach) &
ZAHRMMLE, METAMNELHVET, 71—V ITANDIEE BN
77777, MRBRHE, EASNIEZLZEV AT AOBEEZERT S &
WCRELTWD, LLT, ¥—ROFRTVRT ADOBRNBZR
EFHHLCOOET,

[1449] #xRI3, HHOH A E D EHRN T, BIDIZ L A EE I AA— LTS
B, BIZITRIC, TEZEVAT A FEENTRLY, [F—RyTFR T
LR EN TV RN E ERTVWET,

[1450] ZNTIXZ DEBEV AT AL X —ROF Ry TOEHIEZIZHBD
TLXIb,

[1451] ZAVUTILIRRFFCH D £, T2 b OB TMBEEFORIZITR S
NTWRWL, FrEeATR%E T T A< I ZRBIZHE LT AR BRI TN
VW) EEREREIESHLONET,

[1452] LavL, T2 D L5 RFEIXLERFOPICH D) L EEE RS T
3

[1453] [1454] BT 2D & TEARSRE L CREBRHFEZRNTHER, %o
DRFEBRE L TND Z ERROTL, FEARICRRAFF LR & R—
ThHhd] EEAEFPHALTONET,

[1455] 2D ONPDORKEEEBLIZITEZ~TIFIZTLVOTL X 5 5,

[1456] HRFRFF, SV ILIBRFFFICAm» S Z Ll LET,

[1457] € LTHO, HWERFO EDOERONMBRTFIZRVHOFN %, FE
EAMREIZLTOONET,

[1458] WA EIL, MBRFTF & ILGRFF 2 AR DT CEE L-BR 2 £
FFTHBELTCOETN, REZIHD X MEW D ORI,
ZOA—ROWEL LCRFERATTOTIBALRNI LIZ LET, HA
FICE R TR TR OX Y v 72ED TH TN B DT, Wik
ORFFVMAELIND L, TAPERATHS] Lifma LTV 5bI)T
o

[1459] T ORBEEFF & IR RFFF DA G DE LN D REE L 5 B ORI
X720 TL X 5,
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[1460] The basis is set forth in the last paragraph on page 71,
and it is that according to one of ordinary skill in the art,

it would be obvious to include these together,

because Matsuo is silent with respect to

what is necessary to make his invention work in that regards.
[1461] So the examiner says,

“Since Matsuo is silent,

a person of ordinary skill in the art would know

that you need to combine it with something;

hence, there is motivation for one of ordinary skill in the art
to combine Yamazaki with Matsuo,”

and that is the examiner's suggestion.

[1462] But there are more claims,

and how do the rest of these claims get knocked out?

[1463] Well, on page 72, you'll see in paragraph 17 that the examiner has
combined Matsuo and Yamazaki for all of the basic claims,

but then must combine an invention to Abe to get the rest of it.

[1464] And specifically, the combination of Matsuo and Yamazaki teach
everything about the invention except etching.

[1465] They instead teach vapor deposition but don’t teach etching.

[1466] Well, Abe teaches etching,

and so what we have here is the basic reference of Matsuo,

combined with the basic Yamazaki,

which fills in the gaps because of the silence of Matsuo.

[1467] And then it is considered obvious to one of ordinary skill in the art

to use this process also for etching,

because that is taught in Abe—

that not only can you use this type of system for vapor deposition

but it can also be used for plasma etching and vapor deposition techniques.
[1468] So this entire invention as it is characterized in all of those 36 claims,

is considered obvious.

[1469] And the examiner here on page 73 signs the action.
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[1460] 7 1 X—VDOEFZED/NRTZ T F7 7122 ORWKRFHFA SN TCHVET, OF
V. ZOEWSTFOBEORMEICLNL, ThbEEbETEDD I LI
BHTHD L SNTWET, 2FE0, BRI, BOORTZEZERIZE &)
T2 DITMERZORIZE LTI B FES TORWD EW S bl T,
[1461] FEEBEITENTVET, MEBEIR-TWBH0OT, MhElEAEDED
CEBRETHDE, ZOEMNSBOBE OBEEIIHRET LI THASH, F
TIZ, BHEOBBREN LG ERBEMAGDEIEENRSH D |, THNEEE
DR EF 5 P TY,

[1462] ZNTIHILBREFTFIZEENTWD, ZOMDE L DZ L—ATED
EIOCLTRITIOENEZDOTL X Db,

[1463] 7 2=V D1 T 75 7T, EARMZRZ L—AIZBLTIL, BA
BT RBARF & LIGRF 2 ASLETCHET, LML, Zhisor L —
LAZHIBRT D722, FEFT 28I A e LTRHbH IR R bM<
STYVVET,

[1464] BARRYICIT TAARAFFF & IR EF A G b E D Z LItk =y
F 2 (etching) OHFZERWVTIEL, FINCOWTETHRL TN, W)
ZETT,

[1465] (RARFRRTF & ILIRRFF DA G T) & (vapor deposition) (20D
THERLTWER, =y F U7 OHMIER,

[1466] Z D= v F 7 OHBIIFEREFICH 5, 22T, REBRFFIAHE
STWVWRVDT, ZOXy v 7285 NIRRT OREAREHAEGDEL LD
ELTRERFR SRS TWA Z &tk b,

[1467] & LT®IZ, [ZOMBLHE (process) X, =y F o ICbiHT 52
ENTEDEWI Z LI, EINOBBEEIZE > THLENTHD], LWHZ &
PNELEINTHNET, RERGIE, FIESTPERL WD L 51T, VAT
ADZDEATREFIIGHTE BT TR, IRz v F U2 bin
AT&2L0WHIbiTTh s,

[1468] W 212, ZD 3 6D 7 L—A2E&TORTHEEAMT BN 0 (L)
RIFOFEIIL, BRITHS LBRIND, (CEEBIIEREHLONET)

[1469] 7 3 N—VIZIIHFEEEDBELNH D E7,

115



[1470] This is the examiner who's actually doing the work...is JDB,
that is, Jonathan Baskin.

[1471] And then it is signed off by the primary examiner in this area,
Bruce Breneman.

[1472] Now in the page immediately following, there is the PTO form 948.
[1473] This is a description of the drawings,

and it's again a fill-in-the-blank thing filled in by the PTO draftsman,

and it simply says this, uh, these drawings are insufficient.

[1474] Behind that is the PTO form 892,

and that is a list of the art that's cited.

[1475] Okay, here comes our patent response,

and you can see there is a cover sheet on page 76 and page 77—

this is our amendment, and here comes amendment C.

[1476] And amendment C simply amends some of the claims in a specific
format.

[1477] This is the format for amending claims:

you rewrite the claim and include brackets that say it's amended.

[1478] And you have to rewrite the claim if you add more than 5 words to a
claim, you have to rewrite it.

[1479] If you add less than 5 words, you don't have to rewrite it,

but you can if you want to.

[1480] You can take away as much as you want of a claim,

it doesn‘t have to be rewritten.

[1481] But here, we can see on page 79, he added to claim 21 the phrase
“for controlling the pressure within the chamber;”

thisis 1, 2, 3, 4, 5, 6, 7 words, so this claim had to be rewritten.

[1482] | expect this was the same language added to each of the other
claims. |

[1483] In each case, more than 5 words were added to the claim,

so the claim had to be completely rewritten.

[1484] And let’'s get to the remarks.
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[1470] [1471] ZOBRAITHEEZRBICHY LEZEETETCHS [JDB] Vs
TY L NRARDEDTY, 2O & UFFRFORALEORER primary
examiner) THDH TN —R + TN —o< URERREL Z L TWVET,

BB DT -

[1472] ZDFT<HEDT 42—k, [PTO-948) DEXNH Y F1,
[1473] Z0FEXNL, MEOHMA T, NEG#HEEEF (draftsman) i AL ET,
Z ZTCIRIERF ISR OREII AR+ CTh B LR bV E T,

[1474] T DIRD 7 5_X—ZiX [PTO-892) OEXNH Y, ZoERIZITSIH
RiFDO U R FBPFLES N TWET,

(F—[E]) IEBEHANDIEE <#HH  N—276—-81>

HIEZC

[1475] & T, (CEHBHG) 767 (rejection) \Zxb3 D U5E (response) %N
FT, BHMOT7T6R—VL 7 TR=VIUGED Ty hR_—TURBH D 9,
VN HREA DIRH U7 IEE CREFT TIIMIEEC A4S b T g,
[1476] [1477] #HEFC LITHEOERXEANTI L—LAD%ONEEFE LT
bOT, 7V —h2ERLzbl, EXOFENOFIZI L— LN EF SN
ZEzHRLLET,

O L—LDEEEL

[1478] 7 L—ADXED D H 538U EEE LIEBAIX, 7 L— A EXHE
BRITNER Y R A,

[1479] ZEHEASFELU T CTh, HEARFTLET 20 THIUE, FXELTHHE
WEE A,

[1480] 7 L — ADXEMNLFEAZHIRT 2B AR HIBRT 238481 HIRRIX 72
<V FEETRHELDHY WA,

[1481] 7 9—V Tk, HEAIZZ L—A2 112, [MBODTOKFEEZ =
hr—=L T B0z (THRESS) & 2 TT7EOMEBMLTCNET,
ZIVUTHIRD S EABB L TWA D, 7 L—ATEXE S 2T &
B A, |

[1482] [1483] Z DR L 75ES(MOK 7 L— A bFHTFME SR TH BT
THho, 72— AR2EREBEXEINZZ L1020 1,

[1484] WRICERLZ (emarks) R TREL X 9,
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[1485] The applicant pretty clearly does not agree with the examiner

that this is an obvious invention, and so the argument is phrased as follows:

beginning on page 81 in the last paragraph of the page,

the applicant's representative says,

“If you used the vacuum system and so forth that is set forth in Yamazaki,
the basic reference to Matsuo will be rendered inoperative,

it will break, it won’t work, or it won‘t work properly, and besides that...”
the arguments go on.

[1486] This is an improper combination that the examiner has tried with
Matsuo and Yamazaki,

and the reason it's improper is it's based on an “obvious to try” standard.
[1487] And that is not a proper basis for an obviousness rejection.

[1488] Pretty clearly,

the examiner wouldn’t have had the notion to try this combination

except for the disclosure by the applicant in this case,

so the applicant’s representative argues

this is not a proper basis to reject this invention.

[1489] Okay, an “obvious to try” type rejection is not proper and has been
rejected by the CAFC, and the applicant’s representative argues that.
[1490] In my view, whenever you have to cite case law to the examiner,
you‘re probably going to lose.

[1491] But anyway, the applicant does, however, add a feature,
and this is on page 82.

[1492] The applicant says,

“However, claim 21 recites a control valve,

which is between the chamber and the turbo molecular pump,
that is upstream of the turbo molecular pump.”

[1493] Aha. So a feature has been added in the amendment,
and that is the control valve upstream of the TMP.

[1494] And the applicant's representative goes on to characterize,
on page 83, that this distinguishes the invention...

that the previous Yamazaki had some form of valve,

but it was downstream of the TMP not upstream.
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HBEADESR (remarks) <#H#H : X—>8 1>
[1485] [LIFFAFRF A BRI THHZ L) ZOBEBE N L DOHMEIEHIZ,
HBA DGR L TORVDIIHLNTY, B D8 1L X—VDERHED T/
770 biaE D ET, HEAOREANZRO L ST ~TnET, TH LI
BRFFCHA SN TVWAEEV AT ALEEHWELRAE, 2HF (2£54)
(reference) & L COMBRFFFIL, BIEREED. N0, & EBH L7,
WTNICE LIERICEB L2 2V, 20k, mx), LT, l&R&EEn
RO I DI L TWNET,
[1486] FHFAE MIAREFFT & IR F CRA - E NI R EY A B b Th
Do BRELZNNAREI TH L0V D BB, 2NN #H 7> &/t H # (obvious
totry) ] & WOEEEHNTWENLTHD,
[1487] Z AT HBMRIZE DWW R IZIT 72 0 5720,
[1488][1489] BT, HFEEIL, ZOLRRFHBEDOBRO BRILIIMZIE,
LR PR L B AFFF L DMAR DR ERITT D Z LIZK I o Th A
9o & o TR 2T 2 72 O OIEY IR » TRV & HFE
ANDRENITFGR L TWET, T3 LIXAW (©obvious to try)] O DIR
MEBR X, A EEFFEE T (Court of Appeals for the Federal Circuit:
CAFEC.) THAYLLTHTINTEY, [HFRFFHBEAORIEAL Z DK
Mo FH# L TOET, |
[1490] FMEA DR TT N, BEBIZHA (case law) &3 LTtz b
BROEEIE, FT o THEFOMSIIZIT DNV EZEZEFRNLONTL &

-

Do

HEAIZL BEM <#H# : ~N—282, 83>

[1491] UIBRFTFCTIX, 2O H L HB 8 23— ¢, HEANBIOMAEZ KD
LOIBEM L TWET,

[1492] T2 L—A2 LIZHBASINTO 24185 (control valve) 1XHRE & # —
RNOTFR T O EFMIROBICEM T 5hTns ],

[1493] 2F VY, EIRIZAD D Ry BT SN HIER LW 5 B ENHE
ZIZEMENZEND Z LT,

[1494] B2 8 3 X—U T, HEADOREANIZ, Z DN H 2 7= 12 LG
HOFEINIRT DI 5 SN DMERH D & LTONET, LIRTOIFRTFCb
HEHFIL D > T2 D TTN, ZORIEY — R FR 7 (turbo molecular pump
TMP) OLERTIERL FROGFICERAMIT ThHo7eDTY,
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[1495] So here we have this wonderful invention of combining two types of
plasma deposition and turbo molecular pumps,

and the feature,

which as it turns out will make this application allowable,

is a valve,

simply added in a different place in the process which otherwise is known.
[1496] And here we have the applicant arguing on page 83 in your materials
that this valve,

because of its location, differentiates this invention from the old combination,
specifically because the old valves are not control valves,

they are simply gate valves,

they simply let flow go through, they don’t control anything.

[1497] So there's two components to this response:

that the examiner's rejection is improper;

and two, that, by the way, a valve has been added.

[1498] On page 85, we see the examiner's reaction.

[1499] I will summarize the examiner’s reaction beginning on page 86 and
proceeding through 87 and 88, because it says

‘I, the examiner, am not convinced by your arguments,”

and exactly the same rejection is set forth.

[1500] The basic Matsuo reference is used,

and Matsuo is silent on some features;

Yamazaki is combined because of this silence, and finally Abe is added.
[1501] However, the examiner does say on page 89 on the last page of the
office action, there is allowable subject matter.

[1502] And what is that?

[1503] It's the control valve.

[1504] And the examiner states, “The applicant is correct.

[1505] The claim limitation recites a control valve interposed between the

chamber and the TMP, and none of the references recite this structure.”

[1506] So you can see, this invention is extremely narrow,
because it all turns on the location of a control valve.

118



[1495] TI N B IEREFIZ, 77 X< {EHM (plasma deposition) & & —R
53777 (turbo molecular pump: TMP) @ — -2 DRI AE T S =B W
L2V ET, BT, Wlo T IWRRFICIX 7 ATaEM S B 5 (allowable) & ¥
Wr S IR, 20 TH (valve) | I2H D, ZoRD, BECH DTN DL
BB O P ORI BFFICESHT bz WS e dh v £,

[1496] #H#f 8 3 N—V T, SHICHBAIR, ZORBZOEMIT bR
DIeOIZ, TNUFTOMBRAEGDLE LY bESL 7RI > T0D EFREL
TWEY, BEMICE S &, WIERTFURTioRIT LR EB T2 ¢, =
U ha— N ET AN hoTn VWS = LT,

[1497] ZDINETIHZANRFESINTVEY, IPEIIIEETOHEGH D
EREITHDZ L, ZEBIX, ARFLIBMENTNE LD Z LT,

BFEEEDRE <#H: N—285—89>

[1498] HEWVT 8 B RN—VITIIBET D (BREICXTD) REXH Y £,

[1499] [1500] 8 6 X—U0H 8 8 X—VETCOFEBRFDORELZEN L TAHE
T& IFEEFITHBEAOBRITHEN D22, [/ UHERERE2 2 21
LD, AT, MEBRFFOSIRGIZMEHE L, MEBETFCIIREE OMAE
DA 2N T DI L AR DR D Z L1220 BRI (Xl iR s
e (BBMERERHIZ) BEhi] EnWH Z &T7,

HHADZIT 5N SATFEMDH BEBHH S

(There is allowable subeject matter.)

[1501] L2>L, 8 9XR—VITHHLFEEHBMOFMEAN—T T, FEBFIX, #
FFAJEEIED B 3 87 (allowable subject matter) HMFAET B, LR TWET,
[1502][1503] Z DEREIIAME WD & FRITHIEFR T,

[1504] [1505] B T, THBEAIRLIFO Z LIZBWTIELY, BEE ¥ —
RAFRCTOMCEAT bR EMNBIZEINT 7 V— AT, OB
PNZIZRGNROEFHREDBAN S 5 | L FEEILHE L0 ET,

[1506] HHRHRFFF DR DEZMR REPNDIL, HlHHORBEFTITICE S
RO TWABNETY,
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[1507] It does not turn on the basic combination of features in this chemical
vapor deposition method;
instead, it turns on the very specific recitation of a control valve.

[1 508] Now | mentioned to you, why is the file wrapper so important?
[1509] This is why the file wrapper is essential to understanding this patent;
this patent is allowed on the basis that a control valve has been used
upstream of a turbo molecular pump as opposed to downstream...that's it.
[1510] And unless you have looked at this file wrapper,

you wouldn’t know that.

[1511] Okay. The examiner says there‘s allowable subject matter and then
issues a final rejection, and the applicant has to respond within 3 months.
[1512] The applicant doesn’t get there within 3 months.

[1513] And in this case, we see at page 92 that the applicant gets back
within five months and has to pay an extra fee.

[1514] And what does the applicant do?

[1515] The applicant, on page 94,

cancels all the claims which did not include the control valve.

[1516] Everything is gone except for the claims that include the control valve,
and you can see there is some handwriting by the examiner on this page
which says, “Please enter the amendment.”

[1517] This is on page 94.

[1518] The examiner is now Joni Chang; it has changed examiners, and you
can see “Please enter amendment’—

that is some handwriting on the left bottom portion on page 94.

[1519] All subject matter that didn‘t include the control valve is canceled,

and now the case is in condition for allowance, this is set forth on page 95.
[1520] And sure enough,

what is the next thing that we hear from the patent office?

[1521] This is on page 98, the case is allowed.

[1522] There are still some problems with the case though,
and we can see that later on after the notice of allowance on page 99.
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[1507] C VDIEIZHIT DHEEDIEARR R AE b TIE2 <, #HliElF O
TREMZTRICE N THET,

[1508] L E TOFHET [REAEBREARIZTNEDRON] L) §E%E
L¥E L,

[1509] & ZIZERNILUFRFRF 2 B4 2 ECEERBEFEZRLZ LTS L0
HIRWBINRS B DI T, USSR E SN BB, RN %
=R TR TOTHRF R TIERL ERBINCERAT bhTnbend 2 &
RDTY,

[1510] L L. WERFOOREZFHARTE, 202 Li3nhr bl nE
ThoETLX D,

wmHIEH (final rejection) <#EHH : N—>92—107>

[1511] Z0H EEFEEEIT, FTTREEOH 2 TENH D, EWFLLE 9 2T,
BREIERG (final rejection) %5 L CWET, T OEEIEMIZ LCHBEAT
3 AUNITSEZ R LT Ly A,

[1512] HORFRFRTF ik, HFEEAIX 3 » A OFIREIMNICISE 2 RT3 2 &
NTEXEHATLE,

[1513] B D9 2 X—VNIZH BBV, 55 Ao TWETHLL, 24 AD
BB 2 ST - COVNVE T,

[1514] ZN Tk, ZOBEBTHBEANZEDO XL ) PHEELTONDIDOTL &
D

[1515] 9 4 X—VIZH B K H T, HEANTHEAOFTLRDORNT L — AT
THRYHEHLTNET,

[1516] [1517] 9 4 _X—VETO_R—VDOREIIC, FEEN HEZ0HEA
1B, JC.1996F11H9H] EFMALTHET,

[1518] 2 COBAEBERYa=— - Fr o TF, FABTIRZNRLTOOET,
[1519] 7 L —ADFE T2 ha—/bFp L BEO RS OIZETHRY H I,
RS FFIXIR D BRE T B ##7F7F FJ DZf#  (condition for allowance) (T F %
T, (9 52—,

[1520] FFRFIT DA BIRIZID DIIATL & 9 b

[1521] 9 8 X—VERTLEE, KMFIIFHFTSNE L,

[1522] LA L, ZOHBEFRZ IITELMBE LD £7,
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[1523] The applicant resubmitted an information disclosure statement
which had not been previously considered by the patent office

and then also filed an additional amendment,

this is on page 107, to correct a very small formal matter,

- avery simple issue, and this is an amendment under 312.

[15624] Specifically, the applicant wanted to correct some references in the
parent and grandparent application

and how this application related it to those.

[15625] Following that, the issue fee was paid, and the formal drawings
were filed, and a new declaration was filed, and the application issued.

[1526] And that is the end of my topic for this hour.

[1627] Mr. Longacre will now take up topics that occur after issuance—
post issuance activities—

but he will also take up, very specifically, the subject of a final rejection and
how you handle that.

[15628] That's all for this hour.
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1RG22 D BE M

[1523] 9 8 =T D FF7F i FEIEGHI (notice of allowability) D & . HFEANZ
9 ONR—UTIFRH L Z (information disclosure statement) % FHEH L
WET, ZOFRBERBIREIL, BT CEORNIIEE SN o - HE
PHBRBENTVET, 10 7—VIZhb X5z, HEAIDTHRALHE
H (formal matter) % FTIET BZHEE HEMAITIRH L TWET, Z ik T4
EF3 12 KESWTTPNEITET, ZONFIHML SO TT,
[1524] BARRIZIE, HBEAZILIGRR & OBEMEZ2 & o T, HHE, HR8
HiFE T D /B (reference) D> %ETIE L TWET,

[1525] ZDFRTIED S & FEfrfle (issue fee) HTthbi, EXRREIERH S
N, FLWESZE (declaration) DRI SN T, BEEICETNRITOMER L
7o TWVET,

[1526] ZVTHRAZ O SRR BICHY 35 M v 7 OFBITEEE T Lz 2
el e oL/ 3 I

[1527] ZDHLEDHEFRTIE, VA v P —0—0N, BIERRITINED L
WCATPN D Fhe &, 2% 0 BITBEOFHE (post issuance activities) DT %
LE, o, &%KER/ (finalrejection) O Ny 7 L THEEALZ Of
BMEICE DL S ITRHIRT REN LN L BRI EITRY ET,

[1528] ZN TG RFIEIZZ A TROVIZLEL X 5,
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