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Hour 6
Priority; Continuations; Final Rejections
Jim Longacre

[1529] Welcome back. | will be with you for the final 3 hours of this course.
[1530] In this hour, we will be talking about the concept of priority,
continuations, and final rejections.

[1531] Before | begin, you have now been watching these tapes for more
than 5 hours and probably you have some curiosity as to how and where
these tapes were created.

[15632] They were filmed in a studio in Northern Virginia, a public television
studio, and we stand before a camera and we talk into the camera for the
duration.

[1533] We have done this as you might surmise, a number of different times,
and there are a fair number of stories associated with this procedure.

[1534] One of the more interesting ones, to me anyway, happened several
years ago in which we were taping for our patent bar review course in a hot
August, a hot Washington August.

[1535] And is very often happens in the United States, in hot August, we had
a thunderstorm, which came in about 4 o‘clock in the afternoon.

[1536] | was taping at the time, and all of a sudden, there were these loud
crashes around.

[1537] It sounded very much like we were in a war zone, and | continued to
talk as the crashes came about, the lights flickered from time to time, and
then lightening hit the studio, and everything went black.

[1538] And then | came up a little bit later to talk again.

[1539] It was, | suppose, very much like trying to tape a presentation during
an artillery barrage.
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[1540] Concept of domestic and foreign priority—absolutely basic
concepts, which we've talked about briefly in the first hour of this course.

[1541] Foreign priority—foreign priority must be on the basis of an
application filed in a foreign country within a year of the first U.S. filing date.
[1542] You remember we talked about that international convention,
which provides that if you file within one member country,

and thereafter file within a year in another member country,

you get the benefit of that first filing date.

[1543] It's not exactly the same as if you would have filed in that second
country on the first filing date,

as we'll see in a minute, but you get the benefit of it.

[1544] The basis for foreign priority treatment in the United States

is 35 U.S.C. 119;

119 is associated with foreign priority,

120 is associated with domestic priority.

[1545] In order to obtain the benefit of that foreign priority in the United
States in the patent application, in the U.S. application,

you must make a claim for foreign priority,

and you must submit a certified copy of the foreign priority document.
[1546] You can do those things anytime

during the pendency of the application,

but if you do it after you pay the issue fee,

then you have to submit a petition and pay an additional fee.

[1547] Now, of course,

many of these foreign documents will be in a language other than English,
and American examiners are not by and large capable of reading languages
other than English.

[1548] Therefore, American examiners have no way to ascertain whether,

in fact, the priority document is a good one, satisfies U.S. requirements,
and whether the applicant is really entitled to that foreign priority.
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[1549] In fact,

there is no test, there is no examination of whether priority is correct,
unless and until the examiner finds a piece of prior art

which has an effective date between that foreign priority date and that U.S.
filing date.

[1550] When that happens, the patent office will then require the applicant
to file a verified... you have to distinguish between certified and verified...
a verified translation of the priority document.

[1551] Certifications means that some government official in a foreign
country has put a stamp on it indicating that it's correct.

[1552] Verification merely means that the translator has added a statement
stating that this is a good translation and verifying that is a correct statement.
[1553] So, you get that use and that test of foreign priority

only when you have an intervening reference.

[1554] And you will see a little bit later during this hour,

that's exactly what happened during the prosecution of the Yamazaki patent.
[1555] And you recall also from our brief look at the Yamazaki patent during
hour 1 that you can have more than one foreign priority application,

so long as they are all within 1 year of the actual U.S. filing date.

[1556] Domestic priority—

domestic priority, on the other hand, is grounded in 35 U.S.C. 120.
[1557] Domestic priority has to do

with continuations, continuations-in-part, and divisions.

[1558] The requirements for proper domestic priority is

that the application must be co-pending with its parent.

[1559] As you trace back in the chart that John White prepared for you,
the history of this Yamazaki patent

and the numerous continuations, continuations-in-part, and divisions,
you will see that there was never any break,

there was never any time

at which there was no application pending in the patent office.
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[1560] Each of these string of applications was filed

before the preceding one was abandoned.

[1561] If there had been any break,

then that domestic priority would have been lost.

[1562] This rule of perpetual replacement that we talked about in rule 1,
one of it's fundamental requirements is co-pendency;

they must be co-pending.

[1563] And very often, you have a situation

where you may have to extend the lifetime of an application,

merely because you need time to prepare that continuation, division, or
continuation-in-part, and to assure that co-pendency.

[1564] In order to have domestic priority, of course,

you also have to have the reference to the prior applications,

and you saw that in the Yamazaki patent,

which we'll look at again in just a moment.

[1565] In fact, there is now a third hybrid kind of priority,

which was introduced into the American law in 1995.

[1666] This is the provisional application.

[1567] Why do | call it a hybrid? ‘

[1568] Because it combines some of the features of a foreign priority
with some of the features of domestic priority.

[1569] It must be filed within a year in order to take advantage of that
provisional priority,

but at the same time,

that provisional application also becomes prior art as of the date of the
provisional,

assuming that the one which replaces it is issued in due course.

[1570] And we'll talk a little bit more about that in a moment.

[1571] Let's refer back to the Yamazaki patent.

[1572] Would you get that out of your materials, if you would please.

[1573] Again, you look at column 1 under “related U.S. application data,” and
this indicates the full chain of domestic priority.
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[1574] The earliest effective filing date for this application is the original
application filed on November 12, 1986.

[1575] And of course, that was abandoned in favor of a subsequent
application filed November 10, 1987, abandoned in favor of a subsequent
application filed October 1, 1990, etcetera.

[1576] Now, when you are determining the effect of this priority,

you must look at each individual claim and find out if that claim is supported,
in other words, if that claim has subject matter and limitations

which come from a given patent application.

[1577] The whole benefit of priority, you now understand from listening to
Matt Stavish lecture, or at least the primary benefit,

is to establish an earlier date for comparison with prior art under 102 or
103.

[1578] It is this magic date that allows us to get back of prior art,

which might otherwise preclude issuance of the patent.

[1579] And all of that is on a claim-by-claim basis.

[1580] Let me ask you the question with regard to claim 1,

what would be the date that you would associate with that claim in order to
determine whether that claim is patentable over a given piece of prior art?
[1581]Would it be November 28, 1994,

the filing date of application serial number 2192877

[1582] Or would it be one of the earlier priority applications,

the domestic priority applications which are set forth here?

[1583] No one can tell at this point.

[1584] In order to determine whether, in fact, claim 1 is entitled to the benefit
of those earlier applications, is a long and difficult job.

[1585] It requires obtaining a copy of each of the file histories of each of
these earlier applications.

[1586] It requires studying each of the earlier applications

and determining which of them support or do not support claim 1.
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[1587] So determining, in a complex situation such as this one,
which date a given claim is entitled to is not an easy task,
and it often is one which is disputed after the patent has issued.

[1588] Looking again at the foreign application priority data,

you see that there are 5 Japanese applications

which are combined into this U.S. application.

[1589] Each of these Japanese applications was dated October 14, 1985,
[1590] In order to obtain the benefit of that foreign priority, as you now know,
you must file certified copies,

and you also must file the U.S. application within a year.

[1591] So the deadline for filing these applications would be a year from
October 14, 1985.

[1592] Also, in this particular case, certified copies of each of these
documents were submitted together with a proper claim for priority,

and you can find those documents in the file history.

[1593] Let's talk about the differences between domestic and foreign priority
when it comes to the effect as prior art.

[1594] You now understand from listening to Matt Stavish

that a patent application has two entirely different statuses.

[1595] It has a status as a patent, and as such,

it gives the owner the right to prevent others from making, using, or
selling, or offering for sale, or importing into the United States its territories
and possessions,

what is covered by one or more claims of the issued patent for a limited
time.

[1596] It also constitutes prior art, and as prior art, it is used by examiners
to reject or to judge the patentabilty of subsequent inventions,

maybe improvements or maybe unrelated inventions.

[1597] When we look at a patent as prior art, we know now from Matt's talk
that patents become prior art under 35 U.S.C. 102 E as of their earliest
effective U.S. filing date.
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[1598] So when would be the earliest effective filing date for this application?
[1599] Well, it would the earliest date it was filed,

and that would be November 12, 1986.

[1600] So under 102 E,

the date of prior art as to what is disclosed by that first application is that date.

[1601] Under 102 E, do we look to the foreign priority?

[1602] No we don't.

[1603] The foreign priority is ignored

when it comes to a patent application as a piece of prior art.

[1604] It only comes into play when we're looking for a date in order to get
back of somebody else's prior art.

[1605] And it is in this respect that the provisional application is a hybrid
between the foreign application, of the foreign prior art and the foreign
priority, and U.S. domestic priority.

Provisional application.

[1606] If this were not a Japanese but a provisional application,

then the 102 E date would be the filing date of that provisional application.
[1607] However, the provisional application is like the foreign priority date in
that to determine the term of the... of the patent, the expiration date of the
patent, you never look to the provisional date,

but rather you look to the earliest effective U.S. filing date.

[1608] Domestic priority can be accomplished in one of three ways:

you can file a continuation, you can file a continuation-in-part,

or you can file a divisional application.

[1609] A continuation is a second application,

which is filed while the first application is still alive, that is, still co-pending,
and is directed to the same invention.

[1610] Continuation must be directed to the same invention.

[1611] Typically, a continuation contains the same exact disclosure as
the parent application.
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[1612] Well, why would you want to file a second application with the same
disclosure?

[1613] Well, the answer lies in the rule of diminishing rights.

[1614] Remember that we talked about in hour 1, as you move through the
patent office, what you are permitted to do is steadily diminished, steadily
taken away from you.

[1615] And what very often happens is you find yourself after a final
rejection, or on appeal, or after you received a notice of allowance, and
you believe that it is in your client's interest to do certain things which are

permitted under the rules but are not permitted at this stage of prosecution.

[1616] What do you do?

[1617] You file a continuation.

[1618] In many respects, a continuation is nothing more than paying a
new filing fee for the privilege of starting over.

A division.
[1619] What is a division?

[1620] A division is directed to an invention which was disclosed in the parent

application,

but for some reason is no longer being claimed in the parent application.
[1621] Most typically, what happens is you file an application with both
method and apparatus claims.

[1622] Applying the criteria of the patent office,

the examiner decides

that a restriction between that method and apparatus is proper,

and you elect one or the other.

[1623] If you want protection on the non-elected invention,

then you have to file a divisional application in order to obtain that
protection,

and typically, that is how divisional applications come about.

[1624] Continuation-in-part application is an application,
which by definition contains new matter.
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[1612] £ TiL, RICERAZRERL TND _FBOHELY, ¥ FE R
LOTL L DD,

[1613] T D& 2L THEFEWEDAA) (rule of diminishing right) | 126V £,
[1614] 1A OFEEZBVH LTI E I, FFTOHZRE LTI
O, HEEAE LTITH ZERHF SN TV AEIRIL, BRAZED L&,
WxIZEDNLTONEET,

[1615] RKIEHE (final rejection), FFEFFHK (appeal) B B\ NiX fF77F AJ 401 2
(notice of allowance) % % \TE > T2 BeBEIZ T, RO L 5 22 il @i 5

ZERLELTEIY 2 FET, 2FEY. HAO ETIERFFEN OB ANELT

D EWRHRICOBEDORIRITIRD EEZBNLZDOTTR, FEDOZDORAT

—VUTENEITD Z I SN T RWEE T,

[1616] &2 FTHIXLVDTL x 9D,

[1617] S DX 5 2R, M2 3R HT 2 01T T

[1618] 2 < DRUIZIEWT, MHE S X, HEOFEEZHRLTHH 520

2, LS HEREZ XIS 2L EO b D TIEH Y /A,

S EHEE (division)

[1619] RIZ, ZEIHIE (@ivision) E1XED LD 72HFEEIETOTL X 95,
[1620] H&EIHEIL, BHBETHRREINTOEEMERLET, LirL, 20
FEHDS, TS OBE THHFO P TR b ITRHE R SN TONRWEA R H Y
9,

[1621] B2 b D& LT, HEZ L— A B L—boW 2 & AT H
Ex LIZBEnH Y 9,

[1622) 77T CO M (criteria) %A LT, BEEN, HEkLEED
MICIREZMIT T PEITH2 LHELEE LET, Z0bh & HBEAE
EDEBNELONERBIRE T2 LTV ET,

[1623] & LIEIR L7222 o e B ZRE L 2WIEAILE, aFHEZRZET S
TEITRDEY, s, WRAIE, SEHES TR 2B T,

—SPRHEHEE (continuation-in-part)

(1624] —HHE A (continuation-in-part) 13, EFE L. FHEE (new matter)
e AT R T,
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New matter.

[1625] New matter is a very important concept in the United States,
because one of the rules about applications is

that once an application has been filed,

you can‘t add anything substantively new to the application;

and that substantively new material is what we call “new matter’
[1626] Now, of course, you can correct typographical mistakes,

you can make other corrections which would be obvious to a person of
ordinary skill in the art,

but you can’t add something brand new.

[1627] If the application, for example, refers to a given material,

it refers to copper and that's the only material that is referred to,

you can’t amend the application to refer to steel

because it should have been included

or because subsequent studies indicate that it would work as well.
[1628] That would be new matter.

[1629] If you wanted to add that kind of material to the application,
you could file a continuation-in-part.

[1630] Continuation-in-part is an application,

which by definition contains new matter.

[1631] Now you recall that when we talked about domestic priority,

we talked about the concept that it is entirely on a claim-by-claim basis.
[1632] And almost always, when you have continuation-in-parts being filed,
you will have some claims

which are entitled to the filing date of the original application

and some claims which are entitled only to that date of the continuation-in-
part.

[1633] Let's go back to my very simple example.

[1634] Let's say that the application as initially filed referred only to copper,
and that claim 1 was limited to copper.

[1635] You file a continuation-in-part later,

and you add an embodiment which was steel.

[1636] And claim 2 now is steel, and claim 1 remains copper.
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#FHFEE (new matter)

[1625] KETITHHFHRITE THROARHE T, LWH ok, HEEZET
SRHAID—2& LT, —BRFFHBEEZIRELCLE D &, ZOHBEEREICE
H LOFHRNE (anything substantively new) (3T F¥ A, ZOEE I
DFRRNEL NS O, Frxd TPHFHE] EIFATHND HOTT,
[1626] bHAHA, AT IZADETIER, SIIENANYEFICLE>THHTH
LNBZFTIET 2O THIILMED D AN, < H L FEH (something
brand new) %BIMNT 52 LIXTEX 20O T,

[1627] BIAIE, b LIHFERF R H 2B EOMEIZE R L TNT, Fhds T
(copper) | THDH & LET L, HEMFFONFEEFT LT, HLL TNk
(steel) | DFBHAZEBMT 2 Z LILTERWDI T, $HELOBLI X HEESE
ICREH SN TN DERETH o7 L h, EORICERINFHRICE > T (40
B WO HEHINAZ ENHHALEZE NS EATH-> T, HEEEAE
ETXE®A,

[1628] D TSR] DFRFRICEYTHZ LT 7,

[1629] ZNTHMNIT MR I WEA TG HE L IRH T2 2 Lo/ £,
[1630] —BRAkHEHIME & 1%, B L, FHFHEGALHEO Z & T,

O L—ALDFHHEH

[1631] EIWNEEHELETH LB, 20o&IT, 2T, —o—2oD2 L—AK
#I< (on aclaim-by-claim) b D THD EFHHA L E2BNH LT ES
vy,

[1632] IEEA LT EF > TWWNEE, —EBfkeHIfEE L7 & &2k, FH
JE (GEME#/HE) (original application) OHFER #HMHEBE & L= L
—ADEONE |~k HEORE BN EHHBER THE 7 L—2 0%
P BENTNDZ L1222V F7,

[1633] ZERRDEHiI2BZ L > THALTAHAEL L 5,

[1634] SANTIRI L7z HEAESRICIZSMC BT 258720 ¢, 2 b—A 1 0F
REFHBERICR O T E LET,

[1635] =D&, —HiAkHe AR L, $gka A6 2 i mz £9,
[1636] 7 L — A LITiE$h, 7 L—A 21ZI3AsE L WS Z 21z v F9,
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[1637] Claim 1 would be entitled to the effective filing date of the
original application, because that original application disclosed copper.
[1638] Claim 2, on the other hand, would not be entitled to the filing date,
the benefit under 35 U.S.C. 120 of that original application,

because it's limited to steel.

[1639] Instead, it would take only the filing date of the continuation-in-part.
[1640] This leads to the rather strange result that it is possible in a patent
application to be able to obtain broader protection,

because those claims are entitled to an earlier date,

whereas details which were introduced into a continuation-in-part application
have a date too late to be patentable.

[1641] Those are the three possibilities:

continuation, continuation-in-part, and divisional.

[1642] Well, what happens if an application is not co-pending?

[1643] Can it still be a continuation, a division, or a continuation-in-part?
[1644] No, it is a fundamental requirement that in order to be one of those
three things, in order to have domestic priority, it must be co-pending.
[1645] A substitute application is an application

which would have been a continuation had it been co-pending.

[1646] There are three basic mechanisms for filing a continuation,

a division, or a continuation-in-part application in the United States.

[1647] The first one, and in fact the least frequently used,

is simply to file a new set of papers, a brand new patent application,

which would refer to the earlier application.

[1648] And that earlier application would, in due course, become abandoned.
[1649] The two other procedures are generally referred to

by the 37 C.F.R. section which governs them:

37 C.F.R. 1.60—we refer to co-locally as rule 60,

and we can file a continuation or a division under rule 60;

37 C.F.R. 1.62—we refer to as rule 62,

and we can file a division, a continuation, or a continuation-in-part under rule
62.
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[1637] FICHFEL Th 2 FUHBICIIh 2R L TWA DT, 7 b—A 1138
HEDOMER # G2 HER LRBO oD TL X I,

[1638][1639] —F. 7 L —Ah 2{Zi, $IEROFEH L2720\ T, RERFFE
10 25K S KPR ORI TR TE P, — Bk HEORH B 23
BEVHFER &2 0 £9,

[1640] FFFFHFEDOER, 7 L— AR REOMBER #FEcE 2281k, %
OFFFHFED L VR VMREZ B CX DN S 5 —F, —ElkktHE
OBMFHRL, HFE AN EBT & TRFFMEN <2 b, L0 ) Aardbleft Rk
HZEITHRY ET,

[1641] LAk, #peHifE, —Emiske i, DFIHRE L WS O =>D LD Ik
PEIZOWT T LT,

[ABFBEE TLL VS —ZE L EALHE

[1642] Tix, HENRKRMRBF TRWHEARITIZE I RDDTL X DD,
[1643] (R SN7H UOHBESEEIL) e bE, Sk, 20k
SEIHFED EOHFEE B2 ENDEDTL X 5 b,

[1644] B x1X TEDOHEE LTHRZ2INR] TY, 78726, MR,
—HikREHE, SBIHEO Ehd Rl shazoicix, £ LT BREL
WMea EET A 72020, SHE GRHRE) BFEFRRRTP TH D 2 &L NEARY
IRER NG T,

[1645] o0 & LT, ZELEZHE (substitute application) %1HT5 Z &N
TEET, b LELEXHBENEHEE FRRRT ThHILIX, MietiEs 2
D ET,

[1646] KENZIWTHERHRE, /08I HRE, —¥ike R 2424 2 ikl
—HBY ET,

[1647] £ EANX. REDHFE (earlier application) %5 L2 T LW
FHEEFESRINT A2 LT3, EEBTIE, 2ok ZHERICHhS
EHEVFELNERA,

[1648] Z DIEFRIZIHWT, OIS ND Z &2 £,
WiTHEBI6 0L 6 2/-E D HE

[1649] D _->DFIEOFHINIKERFHEMITHRAl (3 7CFR) IZRE#HS
NTWEY, 37CFR1601E, —M&iZ THAI60) &L THMbLNTIEY,
Mfe e & o BIHBEORIIZ, ZOHRI6 0lZ Lo TITH Z &N TEE
. FARIZ3 7T CFRL621X THHAI6 2] EFEEA, /oBIHRE, Mkt HFE,
— IR R Z R 6 212 Lo TITH Z LR TE E9,
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[1650] These are different procedures, and they have different advantages
which suggest that they be used under different circumstances.

[1651] When you file an application under rule 60,

you submit a copy of the application as initially filed,

and the examiner will commence prosecution from the application

as initially filed.

[1652] In other words,

all of the responses and rejections that John talked about,

all of what happened during patent prosecution, is ignored:;

you go back to the initial papers.

[1653] Contrariwise,

under rule 62, which is also called “continuing file wrapper,” CFW,
continuing file wrapper,

you simply continue on prosecution from where you are,

and rule 62 is typically used

in order to overcome the problems of final rejection.

[1654] We can't get an amendment entered,

we'll talk about what entered means in a little bit.

[1655] Turn if you would to your file history that John went through with you
in hour 2, and particularly turn to numbered page 10 in that file history, 00010.
[1656] This is an example of the filing of this application as a divisional,
and it was filed under rule 60.

[1657] Look at the top of this page under the request for filing,

and you can see that it was designated a division,

although it could've been designated alternatively a continuation and you
will see that it is filed under rule 60.

[1658] Going further down under the form,

you will note that a copy of the prior application has been submitted,

and the priority has been claimed as set forth on page 11.

[1659] The specification has amended to set forth the entire history.
[1660] Looking at page 12, you will note that all the claims have been
canceled except claim 1, and that additional claims have been submitted.
[1661] This is a quite typical and quite effective filing under rule 60.
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[1650] AL 6 0 LHAI6 21X, ENENAx OFHE T, TEhAlEbiE
W, R TERWICE o THWORET,

[1651] #HI 6 O IZESWTRELRH LSAIX, BFEEX, B snz
BHBEOBHOERELZ, b)) ERNVOLHBOET,

[1652) £V, Va rBH L7z 5E Gesponse) /R (rejection) 73 &,
BEIZATONT R EFRE 2, 2 Thhoko s e L, BEANHFRINS DI
TY,

HE 6 2 —RBEFE%

[1653] ZHIC/ LT, HHI6 21X, #FE4E (continuing file wrapper. C.EW.)
EBMFEN, HBAXHBOBEEFREEZOEEMELET, ZoHAl6
203, BRIRIZIE, Ao IEMEER I CHIR S h - MR BRI B i v
HIVET,

[1654] AL THIA) IC Ko THIEZB/D Z LI3TEERA, 20 [HHA]
P ZBERT 500NID L L ThBHALE T,

A6 OICEDVTDAEHEY <#EH: ~X—210—172>

[1655] £ TiE, 2K BIZY a VS ClE - 28 0 a8 2 RCHh 5 2
CWCLELEY. BHMO1 00—V ZBNTLEEN,

[1656] ZH2dy, A6 0IZ Lizddo T, HEIHEE LIRS NZEH T,
[1657] ~— E¥> REQUEST FOR FILING] O3 < F Tid. IURFEFIE4S
BIHFEE LT, A6 0TSV TRHBENTWAS Z ERBER S TY
£, LL2R6, FFRFIaEHEE LTtz fkthiEe: LT
RBHETDHZ LB TEDITT, ZOBEGHLHAU6 0O FTIT2BZ &N, (2
DB BEH) HD FET,

[1658] 1 0=V DEREZTICE>TWL &, BIHHEZERGMN S TE
V. ZOBEEPRON—Y (PI11) THRENLTHWET,

[1659] £7c, HMEFIIFEETHRE ORBEEREHHAT DI ES LT
ES

[1660] 1 2 —TTIX, 7 Lb—A1ZR\NEZ2TOZ L—ARRYE SNz
WM ET,

[1661] ZAUIHIAI6 0 ZFD e, BIR) T H- OB BN 72 ReiFtHRE T kT,
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[1662] Now let's talk a little bit about final rejections.

[1663] How do final rejections and continuations end up being discussed in
the same hour?

[1664] Well, as | indicated earlier, the most typical use of a continuation is
because you are under the constraints of a final rejection,

and you have to escape from those constraints

in order to obtain the results that you want.

[1665] The law of diminishing rights, I've repeated it several times, the law of
diminishing rights manifests itself particularly in final rejection procedure.

[1666] How then do we get to a final rejection?

[1667] Well, you know from John's lecture that typically,

after you file a set of papers constituting a patent application,

they’ll be examined, and the patent examiner will send you an official action.
[1668] At that time, you have the great freedom.

[1669] You cannot, of course, add new matter to that application,
and you cannot submit claims which are based upon new matter,
but you can amend your claims to set forth anything

that is disclosed within the application as initially filed.

[1670] You can correct errors of a minor nature,

which are in the specifications and claims.

[1671] You can submit declarations and affidavits

establishing unexpected success or other secondary considerations.
[1672] You are entitled, as a matter of right, to an interview.

[1673] You have all the rights which you will ever have during patent
prosecution, and therefore, of course,

it is at that time

that you have the greatest opportunity to obtain allowance of the
application.

[1674] After you respond in writing, either with an interview or not having an
interview, the examiner will reconsider the position.

[1675] The examiner might at that time allow the application,

or the examiner may issue a second action.
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3. m#IE# (final rejection)

[1662] EH TIIEAIFHIZ OV THLEBHE LEL X 9,

[1663] Z DD F UREFIZ, &5 LT & ki HFEZ [FIBFZ RSO TL
X 9%

[1664] Rk L7z & 512, BHEHMOBEIZ L 2 A (constraints) V2545
eI, MEBEHFEZ R 2 O HBFI T4, DF Y, FFEFRITOH &0
O HAEER O oIz, B CRRE MR E RN S L 5, Mk HfE 2 R
H9 5o,

(16651 THEF DR (the law of diminishing rights)] 1ZOWTILE % ik
£ LI, BRI T3 1 THERBROEN DRSS < T T
VT,

R DEE EBHE 11 LU

[1666] TV TITHENIZE D X 5 22RiE T, ok dEomm e I s = &
IZiRBDTLE D,

[1667] ¥ a A (BRFEB D) HJTHHA L L D12, —HOBFHEEE
R L L, ZNORFAIN, TLTEETBIRELNTEET,
[1668] Z DR TIL, HEBEARIKREZ2ABEZRRELTNET,

[1669] b HAA, FHRFELRFHBEIEM LY, FHEEICET 5 L
WO L—AERRNTAZEIITEERA, LL, #BHLEZHBEOBTRAA
BT A0 V—AEMIET A LITTEET,

[1670] HMIERY L—Alch D, MEORY 25TIETAHZ L TEXET,
[1671] EE& (declarations) ° EEHAE (affidavits) ZHRHETHZ LItk -
T, BB RV /Y, ZOMOBIRMNFELHESL LY T52 8
MTEFET,

[1672] HEAAN DR IRFER & LT EEE (nterview) %1152 L b TEET,
[1673] WA FREP, ZORFRPHEA L L COMRNR LSBT,
FND XTI R DZITCTWR L H b T,

= (final) DEM

[1674] D H DR LI OT | IREENEHEIND &, BEEIX (H
FERFF D) RIEHEE L ET,

[1675] ZDH L FEEEIX. BFEda 20, H20VEE FHBOEEEH
HZEfT 52 L1270 $9,
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[1676] More often than not, the examiner will make that second action final.
[1677] Now you might think

that the word final connotates that prosecution is over

and your alternatives are

either to accept what the examiner has offered,

to proceed on appeal, or to give up.

[1678] But final in this instance doesn‘t mean that it is over,

it means rather that a set of constraints have been placed upon

what you can do in the patent office.

[1679] According to the rules, what you are permitted to do is

either to cancel claims

or to make amendments which will place the application in better form for
appeal.

[1680] In reality, after a final rejection,

the examiner has great flexibility and freedom to allow amendments,
and will allow those amendment

if the examiner feels that they are reasonable

and that if they do not involve requirement for a great deal of time on the part
of the examiner.

[1681] So, you have very real constraints on what you can do after a final
rejection.

[1682] After a first official action, you can think of that

as a kind of tennis match.

[1683] The examiner hits the ball into your court

when the examiner issues an official action.

[1684] When you respond in writing,

you bounced that ball back into the examiner's court.

[1685] There is no longer any kind of obligation on your part to take any
other action.

[1686] Situation is entirely different under final rejection practice,

because filing a response to a final rejection doesn’t do anything to change
that deadline that John talked about for responding to that official action.
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[1676) 1@% ., FEBTIIHE _FBOBMERKRE LET,

[1677] =T, &K (final)] 5 SHEIL, FEPRXIIKT L, -,
HEENXEEENRE L FHE T O ERBT D0, FHFER (ppeal) %
T2, FNEBHBEZFHED DD, WTNMBIRT S Loz e Bbhhun
5HTY,

[1678] L2>L, T2 TWH Tl ICIXBEEFREDMN T Lz & o Bk
EHVERTA, LA, BFFTOF T, HBREMINTE 0080 H —E
OWREBR L TOET,
[1679] HANZHIIE, HEEA L LTEFRIENTWAEDIX, 2 L—AZT0 WY
7" (to cancel claims) 7>, HBH\WE, BEFEROLD, HEE LY BWERIZ
TADIHIEZ TS = E (o make amendments) T,
[1680] HFEITIL, FMEIEMEODH & TH, FEEIL, MIELRD 5 Tkt & B
HBERZFSTWET, ZLT, TORNENBIZNR-TWB EEL, 22
mO%Eiﬁ%mﬁwf%U%%@#ﬂ%ﬁm%wﬁ%nﬁ\%h%@@ﬁ
IRBDDHZ EITRBHTL Y D,
[MM]EMO_kT\%%ﬁ%@%k\ﬁﬁ?%éﬂkwomf HFEAIZ
TR EOMERD D Z L1221,

R—IDITEEL)

[1682] £ 1 RIH DFEEEBHOL L OFFHX L, T=XORAICT- & 2T
L THENEBNET,

[1683] HEEIL, FETEMNEZERETHZLICE >, HEADz— MR
—NVET>TEET,

[1684] HANIIXFIZ L DB EZBET HZ LIZL o T, FEENOLDR—
NEITHIRLET,

[1685] ZDE, HBAMISEZERET 2 Z LT TLL, FRLIIOEEIT
HNFEHA,

[1686] LA L. EMEEMROETOHAICIIEBEN R ESTEET, L0

DL, ¥Va URFETBMA~OIGEICBETAHBAE LR & 512, KikiE
WK DINEDFELI Y A ([deadline) % EHT 5 Z LT TERVNLT
To
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[1687] You remember

that you must respond to each and every official action within 6 months

and that the examiner normally sets a shortened period,

usually a 3-month shortened period for a response.

[1688] As long as you respond within that time frame to a first official action,
that's the end of it.

[1689] The obligation passes over to the examiner.

[1690] Doesn’t work that way when you‘re dealing with a final rejection.
[1691] The analogy that will help you understand final rejection practice

is this—think of a final rejection as being a train.

[1692] It's a train, and it's on a track, and that track is leading to a cliff,

and that cliff is at 6 months.

[1693] Coming off of this track are two sidetracks;

you have control of one, the examiner has control of the other.

[1694] One of those sidetracks leads off to appeal;

the other of those sidetracks leads off to allowance.

[1695] If you can convince the examiner to switch that train off on the track to
allowance by filing a response, then of course,

you go on to allowance, and the train doesn‘t go off the end of the cliff.

[1696] Alternatively, you can operate your switch, and you can make the train
go off on this side railing toward appeal and will then go up to appeal.

[1697] If you don‘t do one of those two things, if neither of those things
happen, then the train will simply go forward and at the end of 6 months,

it will go off the cliff.

[1698] Well what does it mean when it goes off the cliff?

[1699] It becomes abandoned.

It becomes abandoned.
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[1687] HifEAITA T@%EB@%%XHWOT@66&HMW I
L2 ER 6702 & $206 » A OIS, @ 3 » A ICEHE
INBHEE ST EEBOVHL T EEN,

[1688] F—M @ OFAFBEEUCK LTk, ZOHRANICS 2I5E 2T k+h
EEwnbirod,

[1689] 2D & LITBEEOBRMTL LY 4,

[1690] Bef&FAEDBTAIZE 91TV & FH A,

[1691] AR FRE Z T D72 DIRO L 5 27 Fud— e, ik
i & GBS I RS TC, L TR EL X 9,

HFEFE A DB H B R

[1692] & DFHIIEICID > TRED L2 E-TEY . Z0OEN6 » ADH
SRR T,

[1693] Z DMFKITIZ 2 ARDMBRMRH > T, 1 AREZHEAR, &9 1 KE2EE
By hag— L LTWET,

[1694] 1 AROMBIIFHFEFK (appeal) \ZHENTEY . b9 1 KIIEHZT
(allowance) 1ZHEVNTVVET,

[1695] & LHIFEAD, ISEZ2RHETI LIk Y, %EE%%%T@*&%
TET, FFRTORBRA~E Y B2 T hiud, b b AAHEFORIIC
%ﬁﬁﬁﬁéhé_kuﬁb\%Tu%%k“?%ﬁ%@ﬁf%ébiffo

[1696] & DN, HBEADBBRE OV B 2 217-> T, FHEERITE > TI7<
TEHTEET,

[1697] b L. HEEADRZ D @Y OFMEDEL HNh—2F WS R 0 - 7215
B, TOELLPNRI BRTIE, FIEXZOEEEVRET, 6 »r HOH
DR EE LT LEY, BTICEE &R £,

[1698][1699] [EETIZHAYE 32 | & 1k RPN HFES #L T L F D (it becomes
abandoned) Z L HEWRLET,
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[1700] And unless you want to give up,

if you want to continue your efforts to get a patent,

then you have to have a continuation in place

before that application becomes abandoned,

and you have to have obtained

whatever necessary extensions of time are required

in order for the abandoned parent and the continuation to be co-pending.
[1701] At the end of this hour we're going to look at a number of specific
examples about final rejection practice and see exactly how all of that works.

[1702] Now there's another aspect of final rejection practice,

and it relates to the concept of entering, entering an amendment.
[1703] When you file a response to a first action,

that response is part of the file.

[1704] If you add new claims,

those new claims will become part of the application.

[1703] If you change the claims, those changes are part of the application.
[1706] If you change the specification,

those changes are likewise part of the specification.

[1707] When you file a response to a final rejection, however,

it's not automatically the case

that what you want to do in terms of changes will become part of the file.

[1708] Remember the requirements.

[1709] Basically, for a final rejection in order to be considered a response,
has to either cancel claims or put the application in better form for appeal.
[1710] So the examiner decides whether he wants you...

to allow you to make the changes that you are proposing.

[1711] And if the examiner doesn‘t want you to make those changes,

the amendment is not entered, and by that is meant that it is simply kept in
the file, and it's not considered during further prosecution or even on appeal.
[1712] Because those changes are probably important to you,

that's why you file a continuation,

in order to make the examiner consider those specific changes.
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[1700] HEEADN L D72 <220 D F D R BR O DIc S BB &R -
WBAIE, HEEAHEE L 725 DA, Mk IRE LR ER Y 8 A,
T HEE & R HEDSRIRMRIE & T 5 72 DI BRI O E B S LT
R0 8 A,

[1701] 2@ 6 5 B DR OFHE T, BB E 0%o0 0 BE6 % @
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[1713] Let's take a look at the final rejection which was issued in the
Yamazaki patent, and this one appears at page 85 of the file history.
[1714] You will see that this is a pretty typical final rejection.

[1715] It was mailed on the 26™ of May 1995,

and the examiner set a shortened 3-month period for a response.

[1716] Therefore, the initial response, be it a continuation, be it a notice of
appeal, be it a written response, whatever you want to do,

the initial deadline for doing so is August 26, 1995.

[1717] And the drop dead date, that is the 6-month date by which you must
take some action to avoid abandonment is 3 months further on,

which would be September, October, November 26, 1995.

[1718] You note the examiner has checked the block making the action final,
and you might also notice that in paragraph 12 on page 85,

the examiner has acknowledged receipt of the claim for priority

and the filing of the certified copies in the parent application.

[1719] Going through the final rejection,
you will see the examiner has relied upon certain pieces of prior art,

including a prior U.S. patent in which Mr. Yamazaki was a co-inventor.

[1720] If you will turn to page 89 of this final rejection,

you will see

the examiner has indicated allowable subject matter.

[1721] The examiner has set forth in detail exactly

why he feels that the claims in their present form shouldn‘t be allowable,
but he has indicated that some claims are allowable and the reasons why.

[1722] Note that the examiner makes the claims allowable on the condition
that English translations of the foreign prior documents are provided,
because certain of the references that he has relied upon, in fact,

have a date which is between the date of the priority

and the earliest effective U.S. filing date.
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[1723] So here the examiner is requiring proof of the reality of foreign priority
before he will accept allowablity of the claims.

[1724] Turning to the last page of the final rejection, page 90,

you can see in the lower left hand corner the date of May 19, 1995,

which is the date the final rejection was prepared.

[1725] You will note that it is signed by the primary examiner, Mr. Kunemund.
[1726] Attached to the document is a list of additional references,

which the examiner has cited,

and of course those will be also listed on the front page of the patent copy.

[1727] Turn if you would to page 92 of your file history, and here you have
the response which was filed to that outstanding final rejection.

[1728] The examiner here has entered this amendment,

because what the applicant has done is simply to accept the allowable
claims which were submitted.

[1729] Turning to page 94 of your file history, you will note that the
amendment characterizes the official action as dated May 25, 1995,
[1730] That's in fact wrong; the official action was dated May 26.

[1731] You will note that this response to the final rejection was filed on
October 20, 1995.

[1732] The initial deadline for responding to the final rejection was in fact
August 26, 1995, and so this response has been filed 2 months late.

[1733] What happens when you file a response,

which is late but within the 6 month period?

[1734] You must, of course, obtain an extension of time,

and that extension of time can be obtained retroactively.

[1733] Looking at page 96 of your file history,

you will see that the applicant here has extended the period for 2 months,
since it was initially due August 26.

[1736] Then the extension takes the due date from August 26 to September
26 to October 26.

137



[1723] f> T, 7 L—ANZRRFATREMEN D 5 L3O BRI, SMERCHES S
FREA T 5F R Z . FEFIXERL TCOD I,

<#H  X—290—-93>

[1724] ZF9 O X—TV % BT C, BB OERDO—ERTHAEL L S,
ETWIZIEL 9955 H19REWNI AR H D T2, 22 0K
EEAMER S iz B AT,

[1725] FEFEETHDEIF a2 — L AV FROV A URNTEH I TWNET,
[1726] (RD 9 1 _X—VIZH D L 512) FEBENH LIZBMOBIREID Y
AMBEATENTHVES, bHAALZOFAFIOY 2 ME, BiCEFO 70
Y ER=VIC bR S D I T,

[1727] BFFD 9 2 X—T % B TL &, FKARED LI (outstanding final
rejection) \Zxt L TR NIIEE RN H Y £,

IEZDIFA <HH : XN—294>

[1728] HFETILZ OWIEELZ A L TNFET (has entered), &5 DiF. =
DHIEFEIL, HEADREEFIZL > ORENEGHIEEOH B 7 L— 2%
AKRBLERETOLDENL T,

[1729] #Mf D 9 4 X—VEFRNTLEEY, 199545H 25 BFHT0OE
EEWEAMEHEMST DO THEZ RS FT,

[1730] ZORFHIFAY T, IELLIZ1 99545026 HTT,

[1731] HfHEHEICHT A DIEEIE, 19954410820 BIZEHEINT
WBZ ENbMhY 9,

[1732] AHAEME~DISER M OBHOREEIY Bix (3 A#%D) 19 9 54
8H26 HE -7 TIMNE, ZORKIL2 »r ABNTIRHE S TS =
Rl Fe V= S

[1733] BHAEEID TH B 6 r H OFDIBPUNITRH ENTITW B2, 54
D 3 r A OFHBIRITITRHABIZA DR D> IR EITIE, Yo k5 2R
ENRINBEDL L DD,

[1734] HEEANIZES 2 » AOHBEE 2 H3E L€, EEFT2E2T TR
DVEFAL, ZOEEFBITBEICELDOIESTTH I 2N TEET,

<#EH . N—296—-98>

[1735] BAF D 9 6 X—T Tk, HBEAREWOIY A TH28H 2 6 B
52y HDILERGEZ L TCWA Z &R0 3,

[1736] %8IV HIZ9H, 10 HA T2 A%D10A 26 BE TR S
N5 iz ET,

137



[1737] Since it's filed on October 20, the filing was, of course, timely.
[1738] And you will see on page 98 that, responsive to the amendment
accepting the allowed claims and canceling the remainder of the claims,
the examiner transmitted a notice of allowability.

[1739] Now, it may well be that

there was a subsequent continuation, division, or continuation-in-part,
and there may be still continuations and continuations-in-part
maintained in secrecy in the patent office

and claiming priority from these issued patents.

[1740] For the remainder of our time,

| want to run through some specific situations

regarding what can happen under final rejection

and to tell you exactly what you would need to do

and what would be the circumstances.

[1741] Let's assume that a final rejection was sent from the patent office on
July 15, 1997, setting a shortened statutory 3-month period to respond.
[1742] We know then that the initial deadline for apply would be 3 months
from July 15...would be August, September, October 15, and that the drop
dead 6-month date would be 3 months further or November, December,
January 15, 1997.

[1743] Let's assume that an interview was held August 15, 1997.

[1744] What affect would this have?

[1745] Answer:

it would have no affect at all,

because you know from the general rule

that all communications in the patent office must be in writing.

[1746] So the deadline continues, and some response must be had before
January 15, 1998 in order to stop that freight train going off the end of the
cliff at the end of 6 months.

[1747] Let's assume that the interview was held on November 15, 1997
after the initial deadline of October 15,

[1748] Would you have to obtain an extension of time in order to have the
interview at that time?
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[1749] The answer is “no.”

[1750] You need to obtain extensions of time only to file a written response.
[1751] Let's assume that a response was filed on August 15, 1997,

which places the application in condition for allowance.

[1752] Well, the initial deadline for responding was October 15,

so the response was filed long before that deadline,

and there were no extensions at that time that are required.

[1753] Since the response places the application in condition for allowance,
the analogy is that the examiner has operated his switch

to take the train off on the sidetrack which leads to allowance.

[1754] So everything is fine, and there is no deadline.

[1755] Let's assume that a response was filed on November 15,
which places the application in condition for allowance.

[1756] Well, in that instance

a 1-month extension of time would have to have been obtained.
[1757] In absence of extension of time, that freight train wouldn’t stop;
it would go right off the end of that cliff.

[1758] Let's assume that a response was filed on August 15,

which doesn’t place the application in condition for allowance.

[1759] If that is the case, it is as if the response had never been filed.
[1760] Remember the analogy...you have that train, it's headed for the cliff.
[1761] The examiner hasn’t operated his switch to take it off to allowance.
[1762] You haven't operated your switch to take it off to appeal:

therefore,

unless some further action is taken, it's gonna go off the cliff.

[1763] Filing responses

which don‘t put the application in condition for allowance

do not shift any burden.

[1764] That train keeps going.

[1765] That onus remains on you to respond.
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[1766] What if you file a response on November 15,

which did not place the application in condition for allowance?

[1767] Well, for the response to be considered at all,

first of all, you have to buy a 1-month extension of time.

[1768] You need to get that extension, as we saw in the Yamazaki case.

[1769] If it doesn't place the application in condition for allowance, however,
that freight train continues on toward that 6-month cliff and will go over it,
unless that appeal switch is operated

or unless the examiner can be convinced to put it in condition for allowance.

[1770] Well, let's assume that a notice of appeal was filed on August 15,
1997.

[1771] Well here that switch sending that train off on that side rail toward
appeal has been pulled, and so it doesn't go off the cliff, it goes off on appeal.
[1772] Let's assume a notice of appeal is filed on November 15, 1997.

[1773] Since this is 1 month past the initial deadline, we'll need to obtain a 1-
month extension of time.

[1774] But once we have done that, the switch has been operated, it's off on
appeal, it won't go over the cliff at the end of 6 months.

[1775] Let's assume a continuation is filed on August 15, 1997.

[1776] Well, in this instance,

a continuation does not stop that application from going forward off the cliff.
[1777] What it does, if it's co-pending,

is provide a replacement application

by which

the rights in that application, which will become abandoned,

will be preserved.

[1778] Let's assume that a continuation is filed not on August 15

but on November 15, 1997, 1-month past the initial deadline.
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[1779] In this instance,

the original application will have to be extended for 1 month

so that the continuation will be co-pending with it,

because otherwise,

that original application will become abandoned

at the end of the shortened statutory period.

[1780] And the end of that shortened statutory period is October 15.

[1781] Let's assume that a response was filed on August 15,

which didn’t put the application in condition for allowance,

and a notice of appeal was filed on November 15.

[1782] Well, we know that

filing a response doesn't put it in condition for allowance has no effect,

so the freight train kept moving.

[1783] We know as well that filing that notice of appeal on November 15 puts
it on that sidetrack to appeal.

[1784] And of course we have to obtain an extension of time from QOctober
15 to November 15 in order to file that notice of appeal.

[1785] Let's assume that a response is filed on November 15,

which doesn’t place the application in condition for allowance,

and a notice of appeal is filed on December 15.

[1786] Again, filing a response which doesn't place the application in
condition for allowance doesn’t do anything,

the freight train continues.

[1787] Here, a notice of appeal has been filed on December 15.

[1788] So, rather than obtaining a 1-month extension of time, we have to
obtain a 2-month extension of time.

[1789] Let's assume a response was filed on November 15,

which does not place the application in condition for allowance,

and a notice of appeal was filed on January 16, 1997.

[1790] Well, we know again that filing a response doesn't in any way toll the
deadline.
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[1791] That freight train continues unabated.

[1792] We know as well that the 6-month deadline is January 15,

and we know from the law of rigid rules

that a day late in the patent office very often has significant and grave
consequences.

[1793] In this instance, filing a notice of appeal on January 16

would resuilt in the application becoming abandoned,

and you have to go through the revival procedure

that we'll be talking about in hour 7.

[1794] Finally, let's assume that a response is filed on November 15,
which does not place the application in condition for allowance,

and a continuation filed on January 16.

[1795] Again, filing the response, which does not place the application in
condition for allowance, has no affect on that freight train.

[1796] It continues unabated towards that 6-month cliff.

[1797] Itll go off that cliff because it hasn't been stopped, and even worse,
there will be a 1-day break

between the last day that we could have extended that deadline to

and the date that the continuation was filed on January 16.

[1798] Given the lack of co-pendency, of course,

the original filing date would then be lost.

[1799] Final rejections and continuations,

in my judgment,

are among the most difficult to understand topics

relating to U.S. patent prosecution.

[1800] On the other hand,

if you really understand

what this is all about

and how it can be handled and the various possibilities attended to it,
you will have a very firm grasp of the basics of patent prosecution in
the United States.
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[1798] JRHFEE ORBHRBE S SHTOERALLEMNOHER ko TLE
) Z TR E,

[1799] FMEA D RARTIX, Bkl & kg HER, RESHHREFHRX 0 h
TIHEFT 208 RO LW Ny 7 O—D2TF,

[1800] =77, ZDIZ LEHIRLTE XD &, I &k HFED ., A,
T OXLITIE, USRS D84 2 ReE 2 B T & iR, kEICRIT %
FEFHEOEBLREICHICIOTELEEY> LTV ET,
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[1801] We finished at yet another hour.
[1802] Take a break; replay this tape as necessary until you understand the
basic concepts.

[1802] In the next hour, we are going to talk about a variety of different topics

relating to patent prosecution, and we'll finish up the last hours talking about
post issuance possibilities and procedures.

143



[1801] & = TE 7 LRI OBENKDY £ LT,

[1802] &9 ZIREEZH > TLE& W, AN AEN R TX 2 TF—F
ZHVIRLATEET L2 LB3REITT,

[1803] IRDFFHEI DR TIX, FFHFEFHRXICET ML R P v 7 225

TEZIRVET, £ Db & ORI TIX, BITHD RN S FfEZE (post issuance
possibilities and procedures) DFRA%E L1\ & BUVvES,
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