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Hour 7

Seven Topics relating to Patent Prosecution Practice
Examiner Interviews; Appeals; Issuance;
Abandonment; Revival; etc.

Jim Longacre

[1803] Welcome back.
In this seventh hour, we're going to talk about seven different topics
relating to U.S. patent prosecution practice.

[1804] We're going to start out by talking about the concept of inventorship.
[1805] In other countries, it doesn’t really matter who made an invention;
the only thing relevant is the applicant.

[1806] Who owns the rights?

[1807] Who is pursuing this patent?

[1808] In the United States,

the identity of the inventor is extremely important.

[1809] As | explained during the first hour,

when an invention comes into existence, at that time,

it is owned by the inventor or inventors who conceived it.

[1810] And of course that raises the question,

what do you have to do to be an inventor?

[1811] The answer is,

you have to have made an inventive contribution to conception.
[1812] You have to have contributed an idea

which is important and significant

and which finds its way into at least one claim.

[1813] In order to be an inventor,

your contribution must be in at least one claim.

[1814] At the time of filing of a U.S. application,

not a PCT application but a regular garden variety U.S. patent application,
you must identify the inventor or inventors.
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7R E

EEFHREICETH 720 Y I R

FETEE, FERER, BT, HE HE %
Vhemsg—RH—

[1803] 7 HEf B OffE~L 5 =%,
ZORHTIE, RERTFEEFREZRTICELTT7T20 My 7 2% 0ET,

1. #BEEH (inventership)

[1804] (¥ HetllL, HEHEELEDHEZ (the concept of inventorship) (22T
BT LlTLET,

[1805] B TlE, EHNHICLI A LD TH AT, bEVEEHINLTWE
T, BEZOIXHBEALT T,

[1806] FEASHERIZFTA LT 5 D

[1807] FEN Z OREFFE R D TNB DM, ‘

[1808] (L 22L) XKETIX, BHZDFE (the identity of the inventor) 13K
HETY,

[1809] 1Hff RIC bfitivrz ko, FHANEBR LK, BHIX, A58
L7& (who conceived it) — A6 L < IZHEBDIRMAEFIC L > T, FrFdA5 (itis
owned) DI TY,

RE~DEH

[1810] ©HAA, ZDOdh &, [FBRPFITRA DI ME LT b0
. EWHIEMAHTEET,

[1811] Z AR A& 20X, [ FEIZEHHIIZ BB (an inventive contribution to
conception) LIR{TUTR B2 T,

[1812] 2 F YV, BRETH D27 L—AZEEIND L5, HETERED
D74 7T (dea) \ZHBRL TWRITITARY 8 A,

[1813] EHAE TH H720IZiE, HRE-OEBRMI DR &b D s L— Al
RHENTHRITNIER G2V DOTT,

[1814) #7115 715579 (Patent Cooperation Treaty: PC.T.) ~®DMFETII72 <, ¥
DR DKETOHFEORMFFIZIE, BEMdH 5 VITELFRHEAEDLHETH S
W, FFERAL (identify) LIRITHIEIR SN2 &I1272 o TWET,
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[1815] Unless the inventor or inventors are identified,

the application will not be accepted for filing,

unless a petition is filed later explaining why the inventor or the inventors
were not identified in the papers as initially filed.

[1816] At the time of conception,

the inventors own the right which is the patent,

and they continue to own that right until they transfer that patent right

to some other entity, for example, their employer.

[1817] The Yamazaki patent we looked at had a single inventor.
[1818] It is presumed

that Mr. Yamazaki made all the inventive contributions

set forth in all of the claims that we looked at in that patent.

[1819] If that isn't the case, then the inventorship is incorrect

and in the United States, particularly

if the inventorship was deliberately made to be incorrect,

the consequence can be that the patent is either invalid or
unenforceable.

[1820] In order to be an inventor,

you don‘t have to make the same kinds of contributions.

[1821] It may well be that,

in a patent application where you have many many claims,

you have one inventor who has made almost the entirety of the contribution,
has contributed hundreds of concepts,

and you have one person who has contributed only one concept.
[1822] And yet under that circumstance,

these two individuals would be co-inventors,

and they would be co-owners of the patent property as initially filed.
[1823] One of the examples that | often use in the patent bar review course
is this—

you have a Nobel Prize winning inventor, an incredibly brilliant person,
and this Nobel Prize winning inventor has made a sweeping and truly
remarkable invention

worth billions and billions and billions of dollars.
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HHEE #7#H

[1815] s ) D ReFF RS N RF D BIRNC Ao B E PGt Sy o 7 (were
not identified) D>, OB EFOH LTz HEZF (petition) %, % AL L7
WERD | EHEZHFL L TO2RWEEIE, FrHEZSESEINEYA,
[1816] A &4 L =FF= T (at the time of conception), FEWH I E LT
OMERZIRT2 2212720 Ed, TLTRHAEOEABEREOE =-HICE
i (ransfer) T 5F TiX, ZOMEFMIIRBEEDFHFR LTS &1cky 3,

FHEHFIZ DOV TE HEFTEL

[1817] 2 O ILFFFFFF CIEBEMIEIE & R o T ET,

[1818] 2T D7 L — ADHIZFEH S N7z FBHTHIE AL (inventive contribution) 0

2T, WHKNTo72 b0 THB EMETEET,

[1819] & LE 5 Tia\W& | [ BHZFEN (EHETHSZ L) (inventorship) |

HE > TV D Z Lz £9, RETIEIRIC, EUHREZEEICHIT CHE

LeGaid, R ELT, fFNZLY (invalid) 1272250, EWF o jE
(unenforceable) & 720 £,

FHDEHMENRL > TEHARBE

[1820] EME Th B 7=DIZIL, A LEEDEH (same kinds of contribution) %

L2 b0 n s biF Tiddb v 8 A,

[1821] DR FFHBICHEREICE L D7 L— 2RI Wb & LET,

TLTEDFEALICEB L, fIHE W FRICERLEZ— ADFRHEZ L

o DFRBIZITICER LS 5 — AORPAZFBI VD & LET,

[1822] FEA~DEBEN ZNIEITE R sTRTH, 2O NIIALFEHZ
(co-inventors) & F72E{v, BeRFHBEORRERNCIL, F3F O LEPFFAFE (co-

owners) &0 E7,

H AR E DI Z

[1823] [ FFFa] il ke patent bar review course] THELAN X < ff 5 4
RO XS b o TF, |

W = VEZRHORBRHBENND E LET, Z OIEBAE 1R ISTE M
T, fAHERLENI L BVMIEDOH B, D CEHBH RS L s LE
T
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[1824] And this invention has hundreds of different aspects to it

and lots of details that are extremely important.

[1825] And the patent application that's gonna be generated

will have literally hundreds of different claims.

[1826] You have a janitor who works in the Nobel Prize winner's lab,
and that janitor has one little idea

that barely rises to the level of inventive activity,

but that detail finds itself into claim number 499.

[1827] Under those circumstances,

the Nobel Prize winning inventor and the janitor are equal,

they are both co-inventors,

they both start with an undivided one-half interest in the patent
property.

[1828] The fact they made wildly uneven contributions

does not alter that fact.

[1829] From this example, you can also readily grasp

that the inventive entity,

and therefore ownership of the patent,

can be legally manipulated in the United States.

[1830] Let us assume

that the Nobel Prize winning inventor is not very happy about this situation
whereby this janitor in his lab is the co-inventor,

and this janitor in his lab has a one-half undivided interest

in the entirety of this patent property worth billions.

[1831] Well,

what could the Nobel Prize winning inventor do about that situation?
[1832] Well, very simple, it's all keyed off at what is claim.

[1833] If you don’t claim someone's contribution,

then they’re simply not a co-inventor.

[1834] So the Nobel Prize winning inventor, all that person has to do is
don‘t claim that contribution that came from the lab worker or the janitor.
[1835] Simply omit claim 499, stick with claims 1 through 498,

and therefore that janitor, that undesirable person,

won't be a co-inventor with all the legal consequences that flow from it.
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[1824] (7=, ZOFEBNIITE &5 Wil (aspects) RV | MdD TEHER
AL SAFEENTWET,

[1825] ZN DN BAR SN -HFFHEX, XF@EYME L 07 L— A THERK
ENTWET,

[1826] =D ) —~V)OVEZE DORFH OPFLFTTEL SFER NS L LET, =
DSFRINI DG E) (inventive activity) LERENE S L B2 DBRED/NES7R
TATTERSTWEDOTTN, DXARIENDZDINSRTAT TN
L—Ab%FS4 9 9FL LTRTFHBIZEENTLE SO TY,

[1827] ZOHEE TIE, / —WVEZEORERAE & SFHITEHAE & L%
TY, ZOZANEFFENKF L LT, FFYE (patent property) % 550
HZ LT FET,

[1828] FEHAE & L TCORBENE B D LW FRIE, ZANEFRFEHAE
THHEWIEEZEZERA,

[1829] LA EDBIDG ., FEH D FEMZE (inventive entity) ., DF Y i IrH 1
(ownership of the patent) 1%, KENZINTIXZEHNZIR Y RPFL TV S (can be
legally manipulated) Z b DB3EETX 5 & BWET,

[1830] & TZ 2T, /—VWHEHZEORHAEIL, IO ERIRHE
LIV ZOSTE LATHE RV b OMEN & 25T GHEE, Zo LRiTh
T2 b2 EVN I HEIL, RifZzENnTnsdELELE I,

[1831] & T, T/ —~NVEZBEOFEAFIL, ZORRELE X S EOIZMN
TEAHTLX D,

[1832] ZDERITEAMEHE T, &M TH 7 L—2ERETVEZIVOTT,

[1833] &Iz X2 HEERZ IR X 2 LAaTiiE, oM xtm3smE TR
NERA,

[1834] TI b, /J—NVEZBEOFKAEDN, HEFTOFHOMEBRICL A H
BRE, 7 L—AIZEDRITERWDITTT,

[1835] 2 FEVN 71 —A4 9 9AMLTCLEXTLVOTY, ZL—A1D
54 9 87T ZRFFCE OIVL, SFRITEMR L2225 X L TR o LR 5
FITE, bITRPRY Blonbir ¢,
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[1836] Of course, the janitor could file his or her own patent application,

but that would be limited, and that would be directed to that one contribution
that rose the level of inventive

but didn‘t anywhere near come to the contribution

that the Nobel Prize winning inventor had made.

[1837] Now you ought to see from this as well

that the inventorship can legally and legitimately change

during the prosecution of a patent application.

[1838] Let's assume that you have inventor A,

and inventor A’s concept was of a given apparatus.

[1839] And inventor B had nothing to do with the apparatus,

but inventor B had this really great inventive idea

about how to use that apparatus in a new method.

[1840] So we have one inventor who's invented only the apparatus,
had nothing to do with the method,

and we have the other inventor who invented the method,

has nothing to do with the apparatus.

[1841] We file a patent application,

disclosing and claiming both the method and the apparatus.

[1842] We know, of course,

because a inventor contribution need to be claimed in only one claim,
that these two individuals are co-inventors

under the law of the United States with all the consequences that entails.

[1843] Let's assume that the patent office gives us a restriction
requirement, something we'll talk about in just a moment.

[1844] Responsive to that restriction requirement,

we elect the apparatus claims for further prosecution,

and we cancel the method claims without prejudice

and file a divisional application directed to those method claims.
[1845] As to the first application,

the inventorship is now different from the inventorship as initially filed,
because the method claims are no longer present.
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[1836] b HA A, TR HBEZ M CRET 22 L3 TEETN, 20
BABARDHY . BHITTFRHOBEREICRA b0 nWo Z &k 9,
L7eioT, /= NWVESZEOERAEIZLZEBPA~OFER L~V L2 T
BN o &b F£9,

[1837] £7LALDBING, FEHZEH (inventorship) 1L, FraFHFAOZETF
fex OB 28 U, EEIIIZEHRIIC (legally and legitimately) ZEHE X9
L2ENHDHEE, RATBIMENRDY £7,

R/ & 7 &

[1838] ZZIZHEHAFABND L LEL XD, ZORPFAFTAOEI, »H3#F
JEDEE (a given apparatus) T,

[1839] &5 1 ADRWIH BIZZ OR%E & 13 < EEIR T, Ll BHAF
B, ZOEBEEF L1 UL (anew method) THEATA L WS, FIEH LW
777 (inventive idea) Z¥i> T\WFE LTz,

[1840] £ Z T, BEZREHA LT T, ZoXBOFEAHEICREBEEL
TWRWERAE L EEBEERT L2 HEERERA L cEER KIS
LTWRWEBREZED AR Z &2k ET,

[1841] FHiE L IRE DM ST OWTHIAR L, MEFIFFEOFE R Z L7 RrE %
AT 5L LET,

[1842] & HAA, EHEORBRIIZZE LD L — A TEOHEREFHER L
FTIER D ERA, DED | KERFPECK X, 2o ZAORHF L
FFEPE L LTOERBLUOBEN 5265 Z L2k TY,

REOL—ALLEELEKO L—ALIZH 1S

[1843] RFFFITINREZLK (vestriction requirement) ZFITLIZE LEL X 9,
ZOREERIZOWTIEH & THHALET,

[1844] £ Z T, ZOREERITHIG LT, &2 V— L (apparatus claim) %
TN DOFEXNRE LU CGRBIRLIZE LES, —F., ZE2 L—A (method
claim) (X, FDEEFHEF 5 = L < Gvithout prejudice) MV E L., Z Dk
B Vv—AEXBIT LT M (divisional application) &#EH LE LT,
[1845] B ANZHRH L fiFHBEIC S LT, BEAFEGITE - b0y &
To EWVIDIE, FEZ L— AT H IR0 Y FIORTHHBICIFEE LRV D
T
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[1846] And the inventor who made those method claims

made no contribution to the remaining apparatus claims in the application.
[1847] We therefore must change the inventorship to reflect that reality.

[1848] This means, in effect, that every time we file an application,
we have to know for each of the claims

who contributed a concept tfo those claims,

because otherwise,

we can‘t know when we have to make that change in inventorship.
[1849] It is also possible that inventorship might have to be changed
because a mistake was made, an error was made.

[1850] It turned out there were no contributions by this person,

or it turns out that there was a person

whose contributions were significant and wasn'’t listed as an inventor.
[1851] And that can also be done.

[1852] When we talk about interference,

and we talk about how those procedures are established,

one of the concepts we deal with is that of reduction to practice.
[1853] And we talk about actual reduction to practice,

which is approving of the invention,

and we talk about constructive reduction to practice,

which is the filing of a patent application.

[1854] This whole making of an invention

can be thought of having two components—

conception, reduction to practice...conception, reduction to practice.

[1855] We know that to be an inventor,

you must make a contribution to conception.

[1856] Reduction to practice is proving the invention works,
actual reduction to practice.

[1857] And that establishes a date that we can use, interference,
and also a date that has significance under 35 U.S.C. 102 G.
[1858] But that actual reduction to practice

has nothing to do with inventorship.
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[w%]:wﬁ%7v~A%%$bt%%%i Y OREF RIS E0 T
BHIEBE Y L— A LTI BEIRRL TWERA,

[1847] THh b, FREXBTZ L5110, BRFEGLZEE L 2TIERY
A,

[1848] o v, HEEZRINT AT, EXENLD I L—AOFEHIZEEK
Lk, 72 V—LEIZMANERDHD L NI Z & TT, TRWE, RBE
BHOEFLREELELTLEY Z LT ET,

[1849] FEAE DBEHOERIL, HEVOITEICLZEEH Y £,

[1850] #HHE & L TRtk STV 2 ADFERAL Eﬁbfwﬁm &V L
20, FEEERFEHAZ LTV ABREHE & LTRBINL TV RN &N
HBHNHTT,

[1851] AR EMHZEFTTHZ LIZLI-»T, THUHDIREFTIETHZ &N
TEET,

AR (interference) & FEHIDERIE (reduction to practice)

[1852] Z A TIL, A (interference) &, Z DT X BPTONAHRBIBIZ-OWNT
HHLEYT, ZOEMIZEBROBNES L L TEHDALE (reduction to
practice W & FEBNNTEPDETEPT) BHV ET,

[1853] [ EBEDAZE (actual reduction to practice)) S, | B 2 FGFH 75 =
& (approving of the invention)| Toh b—1 . [EEHIHIEME (W DEE LD
HAAE constructive reduction fo practice)| 13, FFFHBELRNT 52 & TF,

[1854] DX H1Z, ALK I®EHLHDE LT, ZOOWRERNH D Z
EMBZNY ET, EFH (conception), & L TEGML, BIZEHEM, £ L TEZIL,
[1855] HEHAFIZ 2B 7-DI21E. BHO FLIZAH 7 5 B#E (contribution to
conception) INWHETH D Z LIIBEIZZENE Lz,

[1856] (WD) HHfblix, 2 ORMABH < (work) Z & zFEHT D &
T, DD EROEL{L (BiKb) TY,

[1857] £ LT, ZORHAOEG(N, EMEEDOEICHNWD Z LN TELH
e KERFTES L0 25KGHOT T, HEREWKREZRDHF &R
7,

[1858] L2>L. ZOFEEEDHL ik, BAFEGF L IXBRH Y A,
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[1859] Very, very often,

you'll have someone different from the conceivers of the invention
who have reduced it to practice.

[1860] And it’s important to understand

that merely reducing the invention to practice

does not make one an inventor.

[1861] Let's pass on to the topic of restriction requirements.

[1862] We alluded very briefly to this idea that every patent application
must be limited to a single invention, a single invention.

[1863] And we're very much more liberal in that regard

than in other countries.

[1864] However, it is very often the case

that when you file an application with both method and apparatus

or method apparatus in product or apparatus claims in different scopes,
you'll get a restriction requirement.

[1865] The examiner will require you

to elect which of these inventions you want in this application,

and you have to pursue the remainder of the inventions

in divisional applications.

[1866] That's where these divisional applications come from.

[1867] “One application one invention,”—that's the concept.

[1868] In fact, restriction requirements come in two different forms,
and it makes it very confusing.

[1869] There is the invention requirement, the requirement

that there be only...be one invention per patent application.

[1870] There is a second kind of restriction requirement

called “genus species requirement,”

and it works like this—

usually in a patent application you have a broad concept,

and that concept is embodied in one claim or more than one claim,
and then you have a number of different embodiments,

a number of different ways of carrying out this broad concept.
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[1859] &\\\D DX, BHDELE (conceivers of the invention), 7206 %D
FHZ B (AR, 3o LERIZTS) LEABE, SO ABIIN
LI ENELSHDENETT,

[1860]1 = L C. | BH & ETIZ/AiTTldo &V LEHIZT S (reducing the
invention to practice)] 7273 TIX, £D AN (f 2—)) EAFIZZ R0 &
WO ZEEHRL TR ZEIFRFRZ LT,

2. REER (restriction requirement)

[1861] ZAVTIX, MREEK (restriction requirements) O Ny Z7IZBY F L x
76

[1862] ZHLE T, FORFFHFEL, —DDHEW (a single invention) \ZFRE L
RITAERBR2NEVWISBERE, HDEVHPLTEXETATLE,

[1863] KENXZ OHIZEE L TIESE & TR v BRTT,

[1864] LL K< HD 7 —RATTH, B—ORFFHMEIC, BlxiE, Kkl
B, FPEICRITOIHEER, HDOVXERLRLISEEROEES L— AR ER
BENLTOEEAIE, HBEAIEEELOREEREZZITZZE0XHV ET,
[1865] FAE IX, HREEAIZK L, BEORHOF 6 HFEIZE SV %
—RBIRT A L ICERL, HEANL, BY OXHAE LZHEE (divisional
application) DO TRINT 2 Lindal b E9,

[1866] ZrEIHFEIZZ 5 LTAEL BT TT,

[1867] T—>DOHFEIZIZT—> DR, NI & TT,

ZB Y DIREER : BOIREEK L BIREERK
[1868] B, REERIL, ZHBYVOERH Y, REREEHBEET,

[1869] £ 9 &AL, [ BH (JRIE) ZK (invention requirement)) T, OF ) B
—ORFFHFEIZIZE—ORA LIED bRV ENS 2 LT,

[1870] % 5 —2I% [ /& - FE (BRIE) ZK (genus species requirement)| & WEIX
NTWDHDOTY, KFFFHFEIZIXT W T A FH 2B BES  (broad concept)
NEENLTEY, ZOB&IT, —HHI2VEENUED Y V— N BH S
v (s embodied) ¥, & LT, %< DELRSEMPI (different embodiments)
NHY ., ORISR EBITT 2O DE L OELR BP0 (different ways)
Db LT ET,
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[1871] For example,

if you had a device for treating a workpiece

by bombarding that workpiece with ions,

and the invention had to do with keeping that workpiece cool
while the bombardment was taking place,

it might be that one embodiment for keeping that workpiece cool
would use a fan that would direct air onto an adjacent area,

and another embodiment for keeping that workpiece cool

might include a line,

which would circulate a cooling fluid adjacent to the workpiece.
[1872] So those would be alternative embodiments, species, different
species.

[1873] Let's say you have a broad claim

which recites means for cooling the workpiece

as part of an overall combination,

and then you have your dependent claims,

one dependent claim reciting that the cooling means is a fan,
and the other reciting that the cooling piece is a line

which circulates cooling fluid adjacent to the workpiece.

[1874] The examiner,

if he gave you a species requirement,

would require you to elect one of the species,

either the cooling line or the fan.

[1875] Why does the examiner make that requirement?

[1876] Because the examiner is not required to search and to examine
all of the different embodiments you have.

[1877] So you have to elect one of these

and decide which embodiment you want the examiner to search.

[1878] Now, this species requirement differs fundafnentally

from the invention requirement

in that you may not, in the end, be forced to cancel the claims.
[1879] This kind of requirement for species has to do

with making the examiner's job easier.
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[1871] B2 iX, 1 A B4 (bombardment) %9 23HE (workpiece) &4k 9 I
ERH oML LES, ZORWTIE, A4V BHPIZEZ0EBEORE 2K
BACTRZ 2T TR Y F/ A, ZORKBHROLDOERH L LTiE, £0
EEOEBICEEERTA2HAAO T 7 BN EH Y, b5 —2>DEHE &
LTk, Z20EEOEMICHHAFZERSEL-OOERELLNET,
[1872] &5 T & T, FNOIFIR—MRERP, T7bb [H# (species)].
DFEY BB LWHZ LlZRBTLED,

[1873] Pl 21X, &EM A ELEDO—o s LT, BEEZHHATIERS
P L= (ecite) VK& 2 L—2A (broad claim)] WH5 L LEL LS,
SHIZ, ZZITIETEROWUER I L—2B3H Y, —ODRRY L—AIBH
ERT7 7 o THHHAZ L, b5 —2ODMEZ L—ADOBHFEL. BAED
JAPNZ AR ZRBER S T OEEHP LD THAHE LELL S,

BIRE., DFYEWHHIDREEZRK

[1874] FEBENEREOEREZH L5, FHITHEAZ T7 7] 2 T
HRDE] L5 ELEh—00fEREZLEZERLTVWSZLITRBT
LXo,

[1875] BEFIL AT ZOL S REREZTEOTL X 9D,

[1876] €HiL, FFFHBEOF D, B2 EMPIOLTERTHEL, FHT S
LIEEEE RO B TO RN S T,

[1877] TFavb, HEAMIENH—DERA T, LOEWEIZ HE (search)
LTHOWEWhERDDLEND Y £,

[1878] &\W\H T & T, ZDFE (JRIE) ER (species requirement) VL. Fi&H)

7 V=AY HETZLERBEBINRWE WD KT, B (RiE) #ER
(invention requirement) & [XIRANNCE2 D 4,

[1879] 2D & 57 (BRIE) BRiZ, FEEOHHERET 2 Z L NAMT

R
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[1880] If it turns out that the broad concept is patentable,

if the broad concept of cooling is patentable,

then you will be entitled to all of the species claimed.

[1881] On the other hand, when you're dealing with an invention election,
once you make that election,

those claims aren’t coming back into the case in any circumstances,
and you have to pursue them at a divisional.

[1882] In a species requirement,

it's only when the broad claim turns out not to be patentable,

and you have to limit the claim to the elected species,

that you have to pursue those non-elected species claims

in another application.

[1884] Let's talk about a third topic.

[1885] Let's talk about the topic of double patenting.

[1886] Very difficult concept.

[1887] We just said that “one patent application, one invention,” that's a rule.
[1888] And similarly, the patent office doesn’t want you taking one invention
and spreading it among a number of different patent applications.
[1889] This would be a perfect way fo, in effect, extend that patent monopoly
by having them issue on different times and being filed at different times.
[1890] And also might be a way you could divide this patent monopoly up
among different people, you assigned part of the invention to one company
and part of the invention to another company.

[1891] That's called double patenting,

and the patent office objects to that and says you can’t do that.

[1892] You can have one patent application per invention and no more and
no less.

[1893] However,

the concept of double patenting isn‘t considered a terribly bad thing.

[1894] If you cure the problem of being able to spread this invention among
different owners ‘

and the problem that it might expire at a later time in the future,

the patent office is more forgiving than they are under other circumstances.
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[1880] JARAPADBEEA, D FE D IHEIT 2 &\ ) L OBEAIC, BIFER S
HEWHZ L, 2hooffs L—a02Tica LT, BEnEoh
HT EWZRAHBTLE D,

[1881] —77. B DOBIRDBAIX, —K27 L—22BR LD L, B2,
Sy L— A%Hbﬁﬁ&%’awé_ki\mmmé%éT%ﬁTém&
W, HEIHBEZRET 52 L2 9,

[1882] FERREE R CTIE, [SFEPHD 7 L — DTEEFFER 2N V- L, H
FAADBIR U U —AIZRE LRI IER B WEE DA, BIR LUk
ST 7 L= LMFBIORFFHBECHER L2 T b nws icikeh 97,

ZFH5F (double patenting)
[1884] [1885] TN TIX, =FB D My 7 @ ZEHF7F (double patenting) 2%
DELXI,
[1886] Z D ZERFFFIIAREEE L& T
[BW]r—o@ﬁ@_—ow%%Jkwo_k%ﬁﬁbbibko%mﬁﬁ
A (rule) T,
[1888] [FHRIZ, H—DRH L, BHEORLAFFHEICERTAZ L b, §F
FTIFEATOER A,
[1889] Riz o7 B THE O HEZR] 2 IZHRH L, ZOfRER, Biofk
AT CHRIFRITR 2195 2 & C, #7FH~AH (patent monopoly) N B\ 3R
SNTLEI LB TTY,
[1890] £7o. Z DKM EHLZRRDNIAEITHZ LN TELZ LI
TLEWET, 2FED —HICKAO—HEZZEEL, b O —HIzbEHO—
FREIET D &) DT,
[1891] ZHB_EHRFFC, ZERFIIRFITICE o TSN ET,
[1892] HEEMNIZRFFHBE— R > EHHAEZ —H7ZTED 2 R TE | [—
FEH-HEEER] UETHUTTHLEDRDITTY,
[1893] L7l “EEFOMKIE, ZARICOEVLDO L FRASNTVWE
B A,
[1894] ZDRWANRLRDZFEEFEOMICIEN D &V HEE, Hial-sMaL »
R TEBOTHIVE, F, FROBEET, FLMIBNRICR 5T ORF
THARRGIALIZ 222 & O BEZ R TEX 20O ThivE, oM & 5 &
R T I EARRICR L IR EA T,
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[1895] There are two kinds of double patenting rejections;

there is a same invention type rejection,

and there is an obviousness type of rejection.

[1896] Now, if you have a same invention double patenting,

what you'‘ve tried to do is,

not split the invention among a number of different applications,

you've simply tried to patent the same thing twice, and that just doesn't go.
[1897] A correct double patenting rejection of the same invention type simply
cannot be overcome.

[1898] If you have an obviousness type double patenting rejection, however,
that can be overcome by filing a terminal disclaimer,

which also provides that

if these two patents which are gonna issue ever become separated in
ownership,

well they'll automatically expire.

[1899] And the other part of it is

that the patent which will issue later or which will have a later expiration type,
that's shortened up,

so that the patents all expire on the earliest date

that any of them would have expired.

[1900] Now you would think

that double patenting rejection ought to be limited

to where you have the same inventor;

that would be very logical.

[1901] But the patent office has extended that

beyond a symbol inventorship to the point

where if you have a common inventor,

if you have Mr. Yamazaki and another inventor in a separate application,
you can make a double patenting rejection,

and double patenting rejections can also be made

where you have the same assignee.
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—EHFDIER

[1895] ZHAFFFIZ L 2HEMIZIZ, 20X A FRH Y £4, —oiF [/F—F
Hi 2+ =" (same invention type) . ¥ 5 —2VL [ HBIHES 1 = (obviousness type) |
DT,

fA—FB 51 7

[1896] T[RI—3EM| A 7O _HEEFFF L%, B—DFBA L B2 > BB O
PRI E Lie 2 & Tk, RO THRYIR L ZEEFHEL LS
ELZ T, ZnEEDTT,

[1897] Z @ TR—3H ] ¥ A 7O _HEFIZ XL 2IEMEFHPES IZHEH SN
X, bIFPTFoL L 1Y 8 A,

B8R 17

[1898] —J5., TEBHAM:] ¥ A T OBAIX. HFELEEIOKIE (terminal
disclaimer) ZHRMT2HZ LICX o T, ZEHEFOMBELERT 52 L N TX
£Y, TNERMTDZ LT, BITENELI>ELTWARINAL ZSDRHD
PTRHEDBI 2 TH D & &, WL bIZ2 ORI BB Wl (expire) T 5
ZEizi 9,

[1899] & 5 —ODFAIL, BOOFITINEETF, 2 0 AOHIR LI/
LDRFFORFHEFRMIH N ER SN2 W) 2 &), 2%, EED
Rt HE DR OW T BTG5 & B EIBYINIC R 5 2S5 b DT,

[A—DFEREEF T4 <

[1900] & T, ZZTHIAE, TTERFFICEL 2. BHERR—TH 2
BRIZRESND ] £E2BTLYY, £, 95252 LITHBERN T,
[1901] LoxL. BFFrid, COZERFFICBE LTI, TRIHFHEOBEL:] R
ZHER LT BEAE LT ChJERERELED TOET, IFKDH®
FZEAE Th HMOREAFEN, JEORFHBELZRIE LZEE, —EET:
BB LTSN Ze3b Y 9, £, “HEFIC X 2HERIT. #F
A (assignee) H[F—THAHHEEITHEHRINET,
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[1902] Now double patenting rejections differ from almost every other kind of
rejection in that they can be provisional.

[1903] If there are two patent applications

that are pending in the patent office,

and the examiner feels that if one of them should issue

there'd be a perfectly good double patenting rejection,

the examiner can make a provisional rejection.

[1904] The examiner can say, “If | issue this patent, | would have the good
rejections, | want you to fix it now.”

[1905] And one of the ways you could always fix this kind of situation
involving a provisional is

to abandon one of the applications

or to combine them in a continuation-in-part application.

[1906] Let's talk about the topic of interviews.

[1907] In many respects,

interviews are the key to success in the patent office.

[1908] | talked about, in the first hour, the law of writing,

that everything that counts in the patent office must be in writing.
[1909] And yet interviews are an extremely valuable tool for achieving
allowance.

[1910] Look at the Yamazaki final rejection, read it over.

[1911] It is a very unusually clear final rejection, but still,

it's very hard to say from this final rejection

how strong are the examiner’s convictions

and whether it would be possible fo overcome these rejections.
[1912] It is impossible to tell from the written response

how responsive the examiner might be to certain kinds of arguments,
whether he would allow claims, etcetera.

[1913] It is sitting down with the examiner,

and talking one on one with the examiner, and trying out various ideas,
and getting the examiner involved in looking for solutions to problems that
are posed—that's what interviews are all about,

and that's why they are so extremely valuable.
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[1902] —ERFFIC K 2HEHEA, ot & B 5 Mk, ZEHRFFIC L 5 EH
L. —FED K (BZ provisional) ThHd L WHZ L TT,

[1903] %737 TP ORFFF AR R H Y . b L 2R ITT5 L
D E, XTI TES LS HARTERFHRENECTLE S &, FEE IR
Urtr. TDBEBIIKAEN (provisional rejection) W@MEHTZ L 0NH Y
£,

[1904] FHAE IXEMBEB OB T T2 OHBEICEFRITEHTT5 &, —H
Fiaf & LT S 25282 2O TIHIESNEZ L] HRTE DI T,
[1905] Z DRIEME~DORL L ULTiX, 0 5 b—{F o HFEE HEET 5 0,
AR & L C O HEE £ E D TR LETRD FRH Y £,

4. FE (1 >4 E 21—, interview)

[1906] ZNTIL@#EE (1% E'=2—, interview) O M 71280 £,
[1907] B4 720 T, RFFT CORTI, OF Y BHFRE~ORITEEEIC ) D>
TWETF,

[1908] 1FFIE DR T [ XZEEDKAY (the law of writing)]. > E Y KiF)T
TOFREIT, BTXELINTORITIERL20NEND Z EIZONWTE

PE LE

[1909] £ TH ., HHITRH ORI ZH L 0ITE, L THHERFETY,
[1910] Zb4 D ILIRHRFFF D EAEHEHE & 5 — AR LT 72,

XEENF TR S G0

[1911] Z D LIRRFFOEMIIRER LIIX-& V) & LEEKRERTT, 21
Th, TORKIEHENHEIT TR, FEBORENEOBREOLON, £/
FEEEWESETEMERZEFLTH 25008 5 1R W2 0lEk
EHELWNE = AT,

[1912] FEOEMIER NS, HIRBEOHRIT HEEE ORGP, FE
BRI V—AEFRTHENEI DR ERHBTAZ LI13E TS > TRATRET
ER

[1913] FABFLHEEZLEIIL, —F—THELAV., Hax 74T 72HLEY
F L UEMERREOEDICEEBIZBMLTE b0 5% 2 L ANHEHET,
b ZEEBEL & THMER S 5 DT,
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[1914] Interviews can be by phone or they can be in person, and of course,
just like in any other communication, personal interviews are a much more

effective way of communicating than are interviews by phone.

[1915] Every interview in the patent office must be made of record.

[19186] It is your duty as a patent applicant to file a written statement setting
forth the substance of what was discussed over the phone with the examiner
or what was discussed in person.

[1917] Of course, you don‘t put down every word,

you simply have to set forth in general what was discussed and why.

[1918] The best time to have an interview is, of course,

after that first official action.

[1919] Remember the law of diminishing rights.

[1920] One of the rights that diminishes between the time of that first official
action and that final rejection is the right to an interview.

[1921] You have the right to an interview after a first action.

[1922] You can call the examiner and you can say,

“I'm gonna have an interview.”

[1923] The examiner can't turn you down;

you have the right to an interview at that point.

[1924] On the other hand, after a final rejection,

the examiner can permit an interview, but you have no right.

[1925] You call the examiner and you say, “I'd like to have an interview.”
[1926] The examiner can say, “| don’t believe it would be useful, I'm not
going to allow you to have an interview at this time.”

[1927] And of course you can’t have an interview until you have an official
action, because at that point there is nothing to discuss with the examiner.
[1928] And normally, when you're proceeding on appeal, similarly there is
nothing to discuss with the examiner, so there is no interview at that point as
well.

[1929] It's quite possible to take to the interview technical experts, inventors,
and it's also quite possible to do demonstrations during interviews in the
patent office.
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[1914] HEHEEIXE ﬁkpﬁ@“@k%%?%?%ifo%%6h\m®%6k
kR, EHEEAmETL2FNEFLY BT RN THZ L) Z &
IETHHD FHA,

[1915] #5777 CORMBITRGRICE SN TORITIZAR Y T8 A,

[1916] BEET & OEFEMBICLHHE, HIVITEBEORBEONE LR LK
wE (written statement) TN T A2 LN, BHHEAL LTOEE T,
[1917] &b AA, —FE—HEHET HME T2, —RIOIIEEHRNE L Z D
HHRZHA L TOONUTRWZ X oTnET,

[1918] WH ETHAL, WEET 3 DIHFORNIZ. B 1EEROL L T
7

[1919) [ /EFHEWE DALY (the law of diminishing rights)] % BWH L TL 72 &
W,

[1920] B—ME (HEHTH D) FEEEI & REEIERBIOBIZ LD 5 HER]
D—2D, ZOMBEZT HHEFTT,

[1921] HE—EHEIETH ZBEEBMO D L1, HEAMIEEE ST S HERIH
HYETF,

[1922] FBAEIZEFE T, MEEZZTEZVWEEP LHA Z LR TEXET,
[1923] ZHUZx LFEFIIWVWRE TS 2 %A, HENMIZRBEEZ) DHE
FINDH D06 TY,

[1924] —F5. EEIBHEOD L BEBIZEELHATTH2L6H 0 928, H
FENICIX Z Ol U CBRIC I 2 2 1T B HERIZ R > COVNVET,

[1925] BMEBEICERT THELZIT VO TTR] EShET,

[1926] HFEBIZ G0 L ZARBELIIRLONEFADLEBEFFITLERA]
CEFONTLEI DS LNERA,

[1927] & HAHA, FEFBEMEZZITND E CHEEELZIT 22 ERHEEE
o TZETORRTIIFEERLHFHLEZTIARLRVDITTTDNDL
[1928] F /i@ IL, FHFEREZLTWAR S, BETEHHRT AL I3
RWDT, HEEZITHZLIETEERA,

[1929] BEIREMARCHAE L TEICHET 22 L BRBETHY . EBHT
TOmEPIZ, EE (demonstration) %52 & HTEET,
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[1930] Demonstrations are a wonderful way to show the examiner

that the invention really does impact and really does work.

[1931] And taking technical people also is a way to communicate to the
examiner that these people have invented something of great significance

and that their invention must be recognized.

[1932] Let's talk about the procedures for appeals in the patent office.
Reviewing.

[1933] Generally what happens, we file a patent application, a given set of
papers, and it then gets into a given art unit, which specializes in that kind
of technology.

[1934] After some time, which may vary, the examiner will take up the
application using the FIFO principle we talked about—"first in, first out’” —
and will examine that application.

[1935] The examiner may at that point issue a notice of allowance but will
more likely...will issue an official action, maybe a restriction requirement,
maybe a rejection on the merits.

[1936] You must respond to that official action in writing.

[1937] You may have an interview, you now know as a matter of right, and
the examiner most probably will then give you that final rejection.

[1938] We talked about the complexities of final rejection procedure,

and you know now that one of the ways in which you can stop that freight
train heading for that 6-month cliff is

to shunt it off onto that appeal rail,

and you do that by filing a notice of appeal.

[1939] And when you're doing that,

you have, in effect, taken the prosecution from the examiner

and take it on to have the issues decided by the Board of Appeals.

[1940] There are two routes in the patent office for determining whether the

patent office has acted correctly in a given manner.

[1941] Those two routes are the appeal route or the petition route.
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[1930] RiElZ, EOFHAEM ARSI, EEEATRTHD L &2E
EBEICHEHT 5012 & THRRNRFRER T,

[1931] £72, BEINEMZERMET A2 L3, b DORFAHANREZER
F¥HZ LTIeDT, ZOHRHAPBOLNDINETHLZ L E, FEBICMEZD
FEIZHRD ET,

5. BHBEKRDFIHEE (appeal)

[1932] ENCHBFHTICR 5 FHGAK (appeal) DFRLEITHEY EL X 5,
[1933] TNETOFHEL S 5 —FERTHAD L, —HOKFHEZSEN R
Shlebé, 2OEANBTHIEMOWEEMLTE 77— baz=y b FE
EHAL art unit) 1ZEISNET,

[1934] &5 —EHH DE (ZOHEITBFEIC L > TEDLY 90, 1EEE B
DOEFE TN TIEAATLH L DR (first-in, first-out: FLFO.)] (i 3%
RFHBEOFEENFEEBIC L o TSI NET,

[1935] ZDWFR T, FBEEN, FifF ijdtZE (otice of allowance) %354
52 E0HVETN, MFEIL, FEEFH (official action) DFITMITELE
TY, ZOFEBBML, BEZR (restriction requirement) D Z L b HIUE,
TR DEM (PEFIE) ~DIERG (arejection on the merits) THBHZ L bdH 0 E7,
[1936] N6 DOEBEBINIILETIHA LTI 8 A,

[1937] R AICIXHBEZ ST AHERIN G- 2 6 TWA Z LidBRicfihE LT,
ZDdH LATIFTIN TSR DI T,

[1938] A& AEAED Fie & AN H @%T@é#%% WFEOE L, 6

HOBDYR ORI N o TESEWHIHEE LD D 121X, BREE FH5k
(appeal) \ZEI 0 R 2 5 128 D FEHFERBIZE (hotice of appeal) ZHEHT 5

VERH Y FT,

[1939] FHFERBAMELRIT D LD Z L, BFOBFEFRE 2., HA
B FFHES (Board of Appeals) ~% L C, BHEICHBILTH B 5 = & %48
LET,

BEHEEK (appeal) & FHRE LT (petition)

[1940] FsFFTH, FTEDHANZD - &, ELLTEI L E S MEHIET
BT, Zo0n— BBV £,

[1941] N D%, FHFFEK (appeal) & FHRH L37T (L petition) DL—
k7,
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[1942] You can ask the board of appeals in the patent office

to overturn a decision of the examiner,

or you can ask the commissioner to overturn a decision of the examiner.
[1943] If you are dealing with a requirement which is established by the
statute, by 35 U.S.C.,,

then that decision of the examiner with respect to the statute

must be decided by the board of appeals.

[1944] The commissioner has no authority.

[1945] On the other hand, if you‘re dealing with a question of the patent
office rules and their proper application,

then that has to be decided by the commissioner.

[1946] Restriction requirements, for example, are petitionable.

[1947] If you are unhappy with the way the examiner has given you a
restriction requirement, you take that to the commissioner.

[1948] If you are unhappy with the examiner’s rejection under 102, then you
appeal that to the Board of Appeals.

[1949] The process of proceeding with an appeal, as | said, begins with filing
a notice of appeal.

[1950] You can appeal any statutory rejection by the examiner once it has
been given the second time, whether it is final or not.

[1951] If you tried to file a notice of appeal once you receive a first action
from the examiner, that will be given no effect at all.

[1952] When you file that notice of appeal,

that establishes a 2-month period for filing an appeal brief.

[1953] And of course, that 2-month period can be extended up to 4 months
automatically, using the automatic extensions of time,

and that can be done retroactively, after the fact.

[1954] The appeal brief sets forth the reasons

why you believe the examiner is in error.

[1955] It has to be filed in triplicate,

and it goes to a 3-member panel of the Board of Appeals.

[1956] Once the examiner has received that appeal brief,

the examiner will prepare an examiner‘s answer.

156



[1942] 2D FETICLDHEELET (o overcome) DIT, KFFrfF DEH|
WL LE (Commissioner) 2%t L CEERTEB L WH = & TF,

[1943] HIFEAIC X D55RAS, KERTE 35USC) OERICES L2 AD
EROUETHIIE, ZOEBRICHES LTEETOHENE S Thoing,
TR HE LT hiEle v 8 A,

[1944] (22T BEICIEIMHERED Y A,

[1945] —75. BT CORAB X O O@EGI228 I+ 280 2 & Th
WX, ZIVEREHE LT 84,

[1946] (BPIZID) . BREBERIZ, RIRA LI TET DI ENTE D58 T,
[1947] SFEFIC L DMEBERBFIMTHDHAIL, REICH LI TET,
[1948] L7 KREMFFHES L 0 252 Rill e LTOBAR T OEMIB NIRRT
HOEEIEL, FHEBICARP LI CRRHT A2 L1220 £,

[1949] BEIZfiR 7 K 51T, ZOFHFE RO TR XX, FHFELE (hotice of
appeal) HHEMHT A2 LIZK > THEY £,

[1950] % —EIR 0% Z 1T b &, TRNERIBHETH 5038 5 NS hd
LoT, BEBTICLZER LEOEBICH LT, BHEPHERT A LN TEE
EE

[1951] B —[EI B OEMEEZ T 72 & TRUBEREZBHLTH, MODEL S
D ERA,

BHERBEZ (appeal brief)

[1952] FFHIREREZRIH Led L1X. 2 » ABPIC, FHEREEZ (ppeal
brief) ZHEH L7zt iEia 8 A,

[1953] b5 A, BEBIMEROHENRHBOT, 20O " r AU EW S H)
X, ABICIRE 4y HETEETAZENTE, —r ARSI
BTRIHLTH, E»0F > THREENG R TxF T,

[1954] FHFERBEEICIL, MBUICEETAMES> TWD LIET2 DA
EReE LET,

[1955] FHFERBEEOETIZHEEICR>TEBY . TRENDE LITE
HERD Z AR OFTHERICFE S NET,

BEBEEEZEHZE (examiner’s answer)

[1956] ZDEHFERBEZLZZITIMoT-db e, BETRIFLTERLZ
(examiner’s answer) T YEMT 5 2 L1270 £,
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[1957] In that examiner’s answer,

the examiner could withdraw the rejection in whole or part,

or the examiner could issue a further rejection.

[1958] The examiner might want to make yet another rejection

under 102 or 112 or 103.

[1959] You may or may not then have the right to file a reply brief,

and there's a 3-part test

to determine whether you do have to file a reply brief.

[1960] The rule is that if the examiner gives you a new ground of rejection,
it is required fto file a reply brief.

[1961] If the examiner gives you new arguments supporting his rejection,
you may or may not file a reply brief, as you wish.

[1962] If the examiner does neither, then you cannot file a reply brief.

[1963] You can also ask for an oral hearing before the Board of Appeals,
and that kind of oral hearing is very much like

what takes place in a typical patent litigation.

[1964] You have a 15-minute period to present orally your reasons,

which you set forth in your appeal, as to why the examiner has erred.

[1965] The Board of Appeals itself can issue a further rejection.

[1966] The Board can recommend to the examiner to allow the claims,
the examiner can recommend a rejection,

the Board itself can issue a further rejection.

[1967] And if that happens,

then you the applicant can continue prosecution

either with the Board or with the examiner.

[1968] Once the Board of Appeals has rendered its decision,
that's as far as you can go within the patent office.

[1969] You can, of course, file a continuation

and return and initiate prosecution with the examiner again,

or you can proceed further outside the patent office

to seek to have the rejection of the examiner overturned.
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[1957] FAEIX, ZOFEEEHRECT, ERIEAZESEICERYIETH, —
D ET A, HOEVEI L ARIPEMEHREZRTTHZLIZRBTLE S,
[1958] 7z, FEBIKERFESF 1025, BL 125, H1035%%2E
WETHRDOEMBEBHERT I E L TEET,

BEFBEZ (reply brief)

[1959] Z DBEMETIE, HBEAICIE, FHFERA L LCO BEAEEE (reply
brief) DRMHERIN G2 SNBBENDHV T, Z OFUFERAOHE BT
FERHELRTUER S0 E 5 DYk O = 8IS TiThitE
R

[1960] £ AN, HFEEDFIZREEREDS LIC LEEHREREZHLTE
eHA. FHFERANL BEABREEORHAMLETT,

[1961] RIT, FAE N B OEMIR 2 @R T 257~ eidm e % L2 BAa1E.
BEMBREHFORHITFHRARE T, BEHLTH L THHEVEEA,
[1962] &I, LD EL L THERWVEEAIT, BHHRKAOHARBREES
RHT D L TEERA,

LOBZEEE (oral hearing)

[1963] HIFEANIZ. FHEEZRNC LT D, OEHFEE (oral hearing) % iERT %
ZEHLTEEY, ZOABEKEIL, AN RRETFRR CIThha b0 L X<
Lo,

[1964] 1 5 N CTEEENREE > TWA L RPN 5B 2 DETELZD -
EIWZ72 0 ET,

[1965] 72 D4EAEBRE A, FHHBRIZ L o TRITENDZZ LBV £,

[1966] FELNKFEEBIZZ L—L2EHTT5 K 5 ICEE (recommend) 5 =
EbHVES, ZNITKL, FEBIX (Bo0) EEHER % #LE fecommend)
THZELHYET L, FHHMAGIBIOEMIERERTHZLbHY T,
[1967] 2 bDZ EBNALERE, HEEAX, BETHRE OB L, FHE
HOLVITHEEBED L LN E G EREITRD Z ENTEET,

[1968] Wz AFHIIZ L o THIEN S WES N2 L, BFFATeh5
TEIFFEETERY ET,

[1969] bHAH A, MkcHEZIZE L CREEFICEELZHERLTLL Y 2 &1k
TEET L, HDOWVIKEFITAT, FREBTEOOFHREERDIZL BT
XET,
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[1970] The appeals from the Board of Appeals

go to the Court of Appeals for the Federal Circuit,

and the statute has the possibility

either of going directly to the Court of Appeals for the Federal Circuit
or filing a lawsuit in the District Court for the District of Columbia,
and then appealing any decision adverse as result of that lawsuit
directly to the Court of Appeals for the Federal Circuit.

[1971] If you are unhappy with the decision of the Court of Appeals for the
Federal Circuit,

you can appeal that decision to the Supreme Court of the United States
by asking for certiorari.

[1972] Needless to say,

it is extremely rare when the Supreme Court would accept any such petition

from a decision of the Court of Appeals for the Federal Circuit.

[1973] One of the oddities of the U.S. patent system is

that you can decide at anytime to stop your appeal

and to return to prosecution by the examiner,

simply by abandoning the application and filing a continuation,
or continuation-in-part, or indeed, filing a divisional application.
[1974] There are also a number of strategic aspects

involved in pursuing an appeal.

[1975] It is very often the case

that you may want to proceed with an appeal on certain claims,
while allowing the patent to issue with other claims,

so that you have a patent in existence at the same time you are pursuing
other claims that you think, in the end, might be useful to you.

[1976] Let's talk about the procedures about the issuance of the patent.
[1977] When we talked about that freight train heading for that cliff,

we said that one of the possibilities is

that you can convince the examiner to operate that switch and take that
freight train off on that separate siding which leads to allowance.
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CAFC

[1970] FHIRD B & OFPIFEROEREIL, FEHWEIEETFZEHPTT (the Court of
Appeals for the Federal Circuit: CAFC.) T3, {EH B MBI, SR KEHE
FREHIFT (CAFC) \CHBRFT 20, =2 ETHEEHH L EHETT (the
District Court for the District of Columbia) \Z #25F (lawsuit) 3500 EH 5k
BEZENTEET, 3w BT HRKEFHTRAHFT CORRICAR RS E
I3, EEGKEREEREHIATICER 2 2 Z T v 9,

REFHFT (Supreme Court)

[1971] & BT, ERKEHEFHRHFTOHRICRAROB AL, BERHF
(certiorari) %3ER U C, EHRZBZHPr (the Supreme Court) V2 L5452

ENTEET,

[1972] WH ETHA< | EARFRHEBHETIL, JIFLOZ LHBENRY | EHE

WEHEFREH BT ORI D ARROB LISLTOFFEREZ T T E /A,

BHEEK DI Y od)

[1973] KERFF T AT ATH DR RIT, YZOHEZHEE L., bV Ikl
HiRE, — 3Bk HHRE, &5 WIEaBIHEZ BT itk > T, HEAX
WOTHHFHEREZPIEL, BEFOREFHREA2HBETELSZ L TY,

[1974] F7=, FHEFEREZBRT IO REEIE220 Hbh b £,
[1975] B DKFED 7 V— M DOWTIFHFEREZFIT LN, B0 I L
— AR ESND NI =R XL BB LT, ZHTHZ LI
Lo T, FENziL, FIRMEOH D7 L—A%EFER L) 5 & RBRICE
DAL TELNLTY,

6. HFFDHEFT (issuance of patent)

[1976] TN TIIFRFHFORITFREREOTINIBVE L X 9,

[1977] EElC D> CEIEMIEDO - L 25F LE® LT, H#HFFT
(allowance) \ZORBHMBMRED A A v F 2O EZTHLHH Lo, F

EEZIHGTHIFERNDLD Z ENEVE LT,
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[1978] Well, procedurally how is that done?

[1979] When the examiner is convinced that the application is allowable,
the examiner typically will send you a notice of allowability,

and we looked at a typical notice of allowability

with regard to the Yamazaki patent in the last hour.

[1980] Following that notice of allowability,

the examiner will do certain procedural checks,

including an interference search,

and then will issue a formal notice of allowance.

[1981] And you can see an example of that notice of allowance

in the file wrapper of Yamazaki.

[1982] That notice of allowance sets a 3-month period for payment of the
issue fee.

[1983] If the issue fee is paid within that 3-month period, the patent is then
set for printing and it will issue on a given day.

[1984] And as | indicated in hour 1, all patents issue on Tuesdays, because
that is the day the official gazette comes out.

[1985] The 3- month period for the payment of the issue fee cannot be
extended.

[1986] It cannot be extended.

[1987] If there is a failure to pay the issue fee timely,

then there are procedures available for accepting it late,

and the requirements are basically the same as for reviving applications,
and we'll get to those procedures in about ten minutes.

[1988] The usual problem that rises with regard to issuance procedures is
that you receive a notice of allowance,

and you find that there are still things that you want to do.

[1989] You want to file additional prior art to comply with your duty of
disclosure, or you find that the claims need some further amendment,
perhaps they‘re too broad or they're too narrow.

[1990] Remember the rule of diminishing rights.
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[1978] ENTIEF/E L, —KED LT DEDTL L D,
HFSFAJBEMEH (notice of allowability)

[1979] FAEE A, HEILRHFTRIEND D EROTZHANIX, #F g5
ﬁ(mMeqmmmMm)ﬁ&@AK%ﬁémiﬁo6%%5@% T, #
MO IEFRRFICE £ TS REFrTRB @ En & BRI el & UCRLE L,

HFFFFANEH (formal notice of allowance)

[1980] Z DOFFFAIREMEBINED H & 12, BEBIIHMEZHE (interference

search) 72 B EUHEBRFRE LOMWIBE LT b, IEZ2MF Al
(formal notice of allowance) %3173 2% Z £1272 0 £7,

[1981] & DKFFFRF AN O Bl % LI RFTF O EEROPITR D 2 L BRHEE T,

FITHE (issue fee)

[1982] & OFFFFRFRIBEHED BANDL =7 B &) BITHE (issue fee) DX
POHIRNRE SN D DI T,

[1983] = A OFTEMMANIZRITEIE&N X hb s & TR &, Bt
EOH HIZRFNBITINET,

28 (oficial gazette)

[1984] —HBff B O THMNIZ L 1T, FFoORBITIIE& TKERIZfThbNh
F9, EWOIDEK, AT TE b (AR, Official Gazette) SHR
SNDANKERZENHTY,

[1985] =7 A DEFRITEEOXI IR ZERT 52 LIXTEERA,
[1986] [1987] FREHIMINIZSFA NI TN WAL, EBMEFAT O Pt X 03
HY . EOBEBEITHFEFIE (eviving applications) & FEAKNZF LT, 2D
FHRENZOVWTIHEL 0 HWVH L THRHALET,

WA BAIZ 2R - /- 1=

[1988] BT FHe & CLSHIEL e A0, FrFrBmELZZ TR oTod &
2, HEEANT»EEE LEEWGEA T,

[1989] BR/RDFHHE O BEMZ TG /- T 7= I EATHIFZBMULIZY . 7 L— AR
R VWA L7570, BERAZMEPKRETH-72VTHHAET
R

[1990] MHEFIEROIEN]] ZBWH LTS,
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[1991] Based on the rule of diminishing rights,

you would expect that once you receive that notice of allowance,

the patent office is not going to allow you to do very much,

and that would be a correct assumption.

[1992] If you have received a notice of allowance,

and you want to make subsitive changes in the claims

or you want to submit additional prior art,

what you have to do is

to file a continuation, pay a new fee, and go through prosecution again.
[1993] There are certain limited things you can do

once that notice of allowance has been received, but it is very minor.
[1994] After the issue fee has been paid,

then the patent office will allow you to do almost nothing.

[1995] You can file a petition to withdraw the application from issue,
and if you have a very good reason why the patent is invalid,

that will be permitted.

[1996] But normally, there are no good grounds

which are sufficient to satisfy the patent office in that regard.

[1997] Let's talk about the topic of revival and abandonment.

[1998] According to the law of rigid rules that we talked about,

the patent office is extremely unforgiving in the instance that deadlines are
missed.

[1999] You saw in the Yamazaki prosecution

that the attorneys handling that case made a mistake.

[2000] They thought that the deadline for responding was different from the
deadline that it actually was.

[2001] In that instance it didn’'t matter,

because the papers were filed several days in advance.

[2002] But let's assume that it had made a difference

and that the papers were filed one day late

and that a proper extension of time hadn’t been obtained.

[2003] What would‘ve been the result?
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[1991] HEFBEROERNC XX, BEFF T @mEL 2R 5 & Tk, ¥
FFTIXHBEANCS LHEE DV ZL 0 L@ b 2wt BbnE T8, EEZH
T,

[1992] FiFFrTBME L Z TR -ob b, 7 L — L2 ORBRHREELZ L1-0 |
FATEMZBM L 720 LeWEAE, HEA Mk HEZ = E L, Binkté
ZXFh- T, FFHEOBREEZ S 5 —E, Zi 2Tl 4 A,

[1993] %FFFRFAlBANE X Z T Mo 72 & HFEANIZHF AT STV A I T RAE
RO TOVET,

[1994] 2, FITHEEZZfhoT-d & TiE, BFTIC LY HEEACHFT SN
TWAHEHITZEALED Y TH A,

HFFFRITDERY FIF

[1995]1 LaxL. HWEENIXEFFBITOIR Y FIFHGE (petition to withdraw the
application from issue) DRI TEET, b LEFNEHTHD LN L H 7
IESRBEBAHIVE, ZOBWMD FIFIEFFTShd 2 &icR5TL L 9,
[1996] L2>L., BH., HFTEHBTE2 L5 R EYHEMIIZ 0B TITE
FTRVEE->TENWTLE S,

7. [BI# (revival) * ¥ (abandonment)

[1997] TN TITEHE L HED Py 7 1BV E L x 5,

[1998] [ BEIEZRBAYDHR (the law of rigid rules)] \Z X5 & WP T IxEmE)
D BICBE LRI B 8 A,

[1999] [2000] &b D ILIGFREFFOFEE TR X ¢, HYOEKHR#ELN, WED
BB AZEEZ T2 L2 BVH L TR,

[2001] HDHA, BRHIRNIZE B ORBE L > TEEMEH I LTV ED
T, FEFRIICITXEIH Y E-ATLE,

[2002] L2aL, RICEEORHES 1 BB TR Y., FTEDOHMIERES T & B
BLTWehon b HRELEL Y S,

[2003] FERELTEI 2o TWETL L 5,
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[2004] The result would have been that on the deadline, which actually

existed, the application would have become abandoned as of that day.

[2005] Well, does this mean that the rights are lost forever
and that the application can't be revived?
[2006] No, because there happily are procedures
available for reviving applications which become abandoned.
[2007] Now these procedures are limited to the situation
where the application becomes abandoned, not on purpose,
but through error or inadvertence.
[2008] If you don’t pay an issue fee on purpose,
or if you allow an application to become abandoned purposely,
you can't change your mind and revive that application at some point in the
future.
[2009] You may be able to file another application
assuming that 35 U.S.C. 102 or other prior art don't preclude that,
but you will have lost the benefit, the domestic priority benefit,
of those earlier applications,
if and when you allow an application to become purposefully abandoned.

[2010] Now if an application becomes abandoned through error,

it can be revived and there is a two part standard.

[2011] Either there is the unintentional route or the unavoidable route.
[2012] If you can establish that the abandonment of the application was
unavoidable, a kind of act of God,

then the patent office will allow you to revive the application

upon payment of a relatively modest fee,

and they will allow that to take place without any time limits.

[2013] On the other hand, if you can‘t establish that it was unavoidable,
but it was merely unintentional, a mistake was made,

then the fee is much larger,

and the petition to revive must be filed within 1 year of the abandonment
or within 3 months of when you get a turndown,

that is, a refusal of an unavoidable petition.
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[2004] #&RIT. ZOREEI B, HEHEGES R gk £,

[2005] € DHFA HEFNIAAC KD, HEIXHIZPHEE TER2VWEWVWS &
EEBEWTL20OTL X D,

[2006] SEWRZ LIZZE I WD DIT TR, RESNWEHEY FHE T 5
(reviving) FHE NHEELET,

[2007] N O DFREIL, EXHI (on purpose) \ZTIXe < BlEV (error)
XA (nadvertence) D7 DIZRFFFHBENIKIE L 72> TLE > B A IR
HIVET,

BRSO E T B

[2008] MRIZFITRIE MG Liano 720 . BRI EEE HEE S ¥ C
LESTLY LEEH LT, KL DL- T, FFHEZEELLS LE-TH#
L TEEHRA,

[2009] KERFFESRE 1 0 2KOBEDTIC, D\ IIMUO FLITEIF N EN &
HELT, hoHBELZEHETSZLIZETLEY, LhL, 2084, &
RN HFEZ MBS T LE o BWC, ENELE,. >V Lot
HZERTEDLEWIRIITIRS 2 Lz £,

B FEDIZ S

[2010] RFFFHIFEDS, BHEWCTHIEIZR > T LE 8413, BET 22 &n

TEEY, ZOREBIZEFZOEERNH) £,

[2011] ZN Bk, BEEOBMN [BE T2 0 B4 (umintentional route)] &
(e B FG 1 L B35 (unavoidable route)] T,

BT 7= 0VEIEH B o 454 (unavoidable route)

[2012] RFFFHIBEO BEED BT BENFE OB S, O F W AAHADTEHTE 5
BRI BT IR ) NE OB B A T IS R R O I 2 2T L
T L. Rl IO S H D 8 A,

EERITIE7Z0V5E (unintentional route)

[2013] ZHITK L, BETERONEFERGEHCE T, EHEICe 20 TIER
WIBA. DE DB GA, BB EIC ., BEIER LarEiL, HEE
MNO—ELURN, HDNE, BB OFFERD oS DHIFE (unavoidable
petition) BHET ENTRERN D, Zr AURNICRH ENRTRIER Y 8 A,
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[2014] So you can, in fact, revive an application

which has been unintentionally or unavoidably abandoned,

and the same basic criteria apply to paying an issue fee late

as applied to reviving an application

which has become unintentionally or unavoidably abandoned.

[2015] Let's talk for a few minutes

about the basic procedures for filing an application in the United States.
[2016] You should now understand

that the filing date is extremely important,

because that is the date against which patentability is judged with respect to
other prior art.

[2017] Therefore, getting a given filing date and losing that filing date

may be a matter of extreme importance

and may be the difference between a patent issuing and no patent issuing.
[2018] In order to get that filing date in the United States,

the papers that are deposited must have the following:

you must have a claim;

you must have a specification;

you must have a drawing, if the invention requires a drawing to understand;
and you must identify the inventors, unless a petition is filed later that
explains why the inventors weren't filed initially.

[2019] In the United States,

you don‘t have to have an application in the English language

to get that filing date.

[2020] You can file an application in any language.

[2021] You can file it in French, you can file it in Japanese.

[2022] Of course, you will be required to pay an additional fee, and you'll be
required to replace that foreign language application with one in English.
[2023] But in order to get the filing date, it doesn't have to be in English.
[2024] Similarly you don’t have to pay the filing fee at the time

that the application is filed, in order to get that filing date.

[2025] You can pay that filing fee later and, of course,

they charge you a surcharge,

but you don't have to have the filing fee in order to get the initial date.
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[2014] Z DX 5z, RKEX HEEAZ, FIFHEISE TR HDWVITEET
NEEVEFTRIESNEBERIE, BETLZ LR TEEY., ZOHA. BT
BHE ORI X 2 IR 5 [ & 7] AR B EDNE R S Ve,

8. EFDMDFEY D

HHEER (1D ERF

[2015] & 2T, KRETORFHBERHOEARFHEEIZOWT, DLHAHLE
W BEWET,

[2016] SEfTHMT & DRARIZI N T, FFFERH 2038 2 & HET 5 B 43,
HATHLZ b, HEANKREEETHSZ LIIBRICHEOE L,
[2017] T2 6, HEOHBERZMG TS L, HHWEIRSE L HFER %
KD ZEFEKRET, FFRITHRF TSN DERINE D050 EICE
L LILERA,

[2018] KRETHER 2 EE T 5121%, BHEHBEEIZIIROLOREER TR
TNERDEEA, 7 U—A, WME, b LEALZEAET S 2O KA 0%
E&%éﬁ@ﬁ\%bf%%%G%ET?otﬁb\%%%@&%%%%ﬁ
FTICHEFLRE L, BB IR IR o BAZFEHR L-PEEL D L
RHET B LIXTEET,

HEZIRZEZETLESLET

[2019] KETIX, HFER 2827~ D121, HEZENEFETEINTWDLE
IH Y FHA,

[2020] fA[RECTEIN TV THEEITRIITE 7,

[2021] FEEIX T T AFETH HARETH LWl T,
[2022] b HA A, ZIT, BMBESHEINET L, HEAISNEREORES
%%@@%u@ﬁbt%@_ﬁbﬁzé M, BEREINET,

[2023] LaxL, HEH ZBET 57010, BEENEFETENPN TR TUX
BRBERNENI T EEHY A,

[2024] FIARIC, HER 2@ 272912, FFHBEE R U2Reacid, e
EOMFELEE ST O TOERA,

[2025] HFEENIZHREEHEZ BN T35 2B TEET, bHAALZ DY
AEEMBENRINET, L, 2k, HEBEZHM Ll
JEHBFHEISNRNENS Z ETIEHY A,
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[2026] There are also procedures available in the United States

whereby you can obtain a filing date

by depositing a set of papers at the United States Post Office.

[2027] The United States Post Office has a procedure called “express mail,”
and the patent office will accept an application as filed,

the day it is delivered to the patent office for express mail...rather,

to the post office for express mail delivery to the patent office,

provided that the requirements about this procedure are rigidly adhered to.
[2028] Finally, Il talk a little about the procedure of interferences in the
United States.

[2029] Easily we could spend this full 8 hours, or indeed 40 hours,

talking about the intricacies of interferences in the United States,

and it's not necessary to have such a large working knowledge.

[2030] On the other hand,

it's important to understand the basic concept

so that you can evaluate such interference in situations when they arise, and
you can see when an interference may be possible

and when an interference may not be possible.

[2031] As you know from Matt Stavish’s presentation, in the United States,
we have the possibility of avoiding prior art

by establishing dates of invention, date of conception, date of
reduction to practice,

which are in advance of the U.S. filing...or rather,

which are before the U.S. filing date.

[2032] Therefore whenever we have two applications

or an application in a patent which are claiming the same invention,

we can‘t look merely to the filing date.

[2033] We have to look possibly to the dates of invention

to determine which of two rival claimants might be entitled to a given
invention.

[2034] That's what an interference is all about.

[2035] An interference is a quasi-judicial proceeding within the patent
office to determine which of two or more rival claimants to a given invention
should be entitled to that invention.
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[2026] KETIX, KEBERIC EERPEITHLICLY, HEREE
LNDFERENH D FT,

[2027] KEFERNIT, FETLE (express mail) &WHINBEEFERH D |
FFFF T 2 O TRAFEEVSE SRR S B E . BFTICEE Lz AR
ZHER L LTROTWET, 2E L, 20O BFHIFFFT~OEEDZDIZ
HERNEEBFELZMIZANTELY AL, T2 OFEXICHE
DN TS HHDETZRIR L LTSN TVET,

HAZES (interference)

[2028] RENCIKIT D, HAHFELEDFREZ 12 (the procedure of interferences) B
LT, 92 LEHAZ L TRE LW ERBVET,

[2029] KENZHIT AHAEEIT, O TAEZEDO SHFHEE. b L<1x4
OWsM & DRFMZ B S RITHIEHBA L E R W BTN, Zhigy
ZRZEZRIGRIEBEOL ZAVEL Y £8 A,

[2030] L2>L., AN EBICK Z o 7 FRlC, ZIU0NEMRIZ 72 2 AlEMEN B 2
DIPENOPEFTHHETE D LI L TR ITE, ERERZHMFEL TR Z
SVIREITY,

ZEHIH L BEH

[2031] v b« AZE vV 2 DEBETEAL LT, KBTI, #FFHED
A1 (filing date) \ZHEATT 5 & ZAD, ﬂ%W@EﬁQMuwmmmw\%ﬁ
DEHH (date of conception), & D\NXEHDAZLE (BHAE) DA (date
of reduction to practice) | HFESLT D T L1 X o T, FATHMNOFEEE BT S
Z ERATRET Y,

[2032] TI 226, ZHORFHE. H2WIXF— ORI OMER Z§ER L T
LEERHFR D D HEIL, ENOOHBER DA ER AT TCHEELSTHEH Y E
A,

[2033] BEVE 2 TCWD ADGERA (claimants) D EH B2, F O3B
a2 T B HEFR B B0 (might be entitled) Z¥ET H7-DI2i%, BHO BT
EREPDRTNIER GRS HDENE TT,

[2034] =S, L WO b OOETTY,

[2035] HEAREE A L%, FFRPT N CED 1T o 5 LA Fhe & (quasi-judicial
proceeding) LBV D DT, ZOFHEEEBL T, ZHL EOKRFFHE
DIFERAD D B HEORPNFFTF 25T REpNHES L ET,
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[2036] And it involves looking at these dates of conception,

these were dates of reduction to practice,

and it requires looking at the inventions themselves

to determine whether, in fact, they do overlap, they are the same,

and that there is a conflict which must be resolved.

[2037] Now,

this whole process of interferences also very readily spills over into court.
[2038] The same procedures for appeals involve interferences

as involve ordinary garden-variety patent applications.

[2039] Finally, on today, there's one more topic that | want to talk about.
[2040] We have for the entirety of this course, up to date, assumed

that when we talk about a patent, we're talking about utility patent.
[2041] There are in reality two other kinds of patents,

which are United States Patent Office issues—

design patents and plant patents.

[2042] Plant patents are the more obscure of the lot,

and they are more akin to agricultural kinds of awards.

[2043] And indeed, the Department of Agriculture plays a role their award.
[2044] You can get a patent on any plant

that is non-tuberous in nature

and which has been asexually reproduced,

and which has either been made

or which has been found in a cultivated area.

[2045] Design patents—

the same basic rules which apply to utility patents aiso apply to design
patents as well. |
[2046] They do have several differences and several idiosyncrasies.
[2047] The term for the design patent is 14 years from issue.

[2048] None of this 20 years from filing date or 17 years, which applies to
utility patents.

[2049] For design patents, it's strictly a 14 years from issue.

[2050] Otherwise, design patents are prosecuted in the patent office

as in the same way as basic other patents.
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[2036] FIWTDARML & LCik, EAFMOBA, BHOES{O AR, F7-3
HERZEET D ENFENET, ZLTC, TNHLORMNREEEREL
TSN EI D F—=THDNE D, BRIND SEEENFET D00
HEN T ESND oI TT,

[2037] ZH b —HOBEMBFAETFR XN, BHEFTICREBAETNE b X< b
nET,

[2038] Z DEMFEDOFHE XL, FHFHERTH, B R ORKFFFHETHIT
PIET,

[2039] AH DRV ITHT>T, bHVOEDETHHLTRBEEZN Iy 7R
HYFET,

BEHEF (utility patent)

[2040] ZZFETOETFAHBETIX, FFIZOVWTE-> TS & &, %h
SXTCHEFT (271 V70 N7 2 Foutility patent) T 5 2 & & RIHRIC
T L& ¥ Lz,

[2041] EERZIE RFFFT B FITT D RRFICIT 2 Oz BV 477 (design patent)
& BB FFRF (plant patent) O “FEENH D £,

HEH#+ (plant patent)

[2042] FMFEFFIZ, 2D ZREORFOHTH, TWSABRE L H
T, REREEE L IBPTVET,

[2043] HHE, BREADPWEMETOMEIZ LR L TONET,

[2044] BPAEIZB W THE TRV Th - T, LA b EEEAE S 25,
BT O BRDIPAVWE SN DM THNIE, EAREWIZTH RN
T bIVET,

BIFE#55F (design patent)

[2045] BIEAFFICIT@BERFF & RO EARANEH Sh £,

[2046] LU, BIERFFF L BERTFICIE. 8O0 D MHER (differences) &\
DODD LA (diosyncrasies) DD F4,

[2047] BIERRFIIFHITHLD L AEREDTT,

[2048] EHFFFO L DT, FEFFHEN S 2 OFRB LV 7420\ F20HIH
. BEFFIOERShERA,

[2049] [2050] ARV BERIC 1 4 FM & HE ST D EME, Bidric
BT, BEBFFIBERTEERMIIFRAELY FTRRE, FEShE
SR
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[2051] This hour has been kind of a hodgepodge of different topics,

all of which are important, | think, to your understanding of basic patent
prosecution.

[2052] And this finishes our basic discussion of what happens in the patent
office leading to the issuance of the patent.

[2053] In the final hour, I'll be talking about post patent activities, including

reissues and reexaminations.

[2054] Again, our strong recommendation is that you pause these tapes
whenever it is useful to look at the materials that you have been provided,
and that you view them more than once to try to get the full information out
what we are trying to convey to you.

of
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[2051] 7THFMHI B OBERIIHA R E Y 7 OHFEREDTLE, ZNHD
71, FIFRRICET 2 FETHREXOEMA2EF TS LT TH R LD
e, RIEEZTNET,

[2052] Z DT, KIFITICRITD, BrRITICED £ TCOREFmXICHT
D, FEERRERBIIR T T A Eic LET,

[2053] B&HED 8HFH B DB/ TIX, Va v« RUA N BNELIRITHRO T X
WCOWTHIA L, ZOPIILFERETT Geissue) L FHE (reexamination) b5
FNTONET,

[2054] FLDEM ZBRT 5 ENMEL BN AEAICIE., F—7%—H

BT 228, FERAFBNDEZENEBoTVWBERE 7 CRINT 5
2T h, MELEVIELTTF—7%2 /257 L2 BED LET,
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