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Hour 8

Post Issuance Procedures;
Reissue ; Reexamination
John White

[2055] Hello, John White.

And this is hour 8 of our initial course on American U.S. patent practice.
[2056] And in this hour,

we will be talking about post issuance activities, that is,

events which occur after the patent has actually been published or
issued.

[2057] This is the first time in the United States

that the file and the patent are now available for public inspection.
[2058] And the events which you can undertake

after the patent are printed

are quite limited

and really relate to correcting of mistakes which may have occurred.

[2059] And | will go over some of those things that we can do,

but most of what | will be discussing relate to three issues:
reissue, certificate of correction, and reexamination.

[2060] In this, | will explain what these respective processes are—
reissue, certificate of correction, and reexamination—

these are terms that you will hear used quite often

in the context of U.S. patent prosecution,

but also | will explain what they are, the recipe for each of them,
and towards the end of the hour,

I will explain the strategic context of using these three things.

[2061] Particularly, | will focus on reissue and reexamination.

[2062] But firstly, let's talk generally about what you can do
after a patent is issued or in the post issuance phase.
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8 KFfH1 B :

KerBITR O PR X - B3IT ; BEE
Vay  -HRUA bk

[2055] Ya v - RUA T,

O, KREFFEBEOMZR T —AbWI WL 8RR BIZ2 D £7,

[2056] Z DOFFM DFhFE TIX, F7FETTHE DIFE) (post issuance activities), >F
V. RERFDSEBIC AL (published), DF V) FAT (issued) Sz & THELD
HIREIZOWT, ZHRZ &I LET,

[2057] KETIE, FdF e 2 0RKN, —REE T £,

[2058] FreFSEIRl S n7ed Lz, HEEARHES Z LIZidBR b v, FhE
WERTETSREICRONTVET,

1. HFR{TH# (post-issuance) IZ1TH TEEN? : PHE
[2059] TN BARFFRITRDOFHEE O EZ LT I TTHN, £OKEH
DV, HEFETT (reissue). FTIE# B # (certificate of correction). HF#HEE
(reexamination) D= DODFFEEITEATH H D TT,

[2060] Zi B DOFHEEZEBNCHHA L TWEETR, ZhbD5E (term)
i, RKETORFEEDHRNOP TIL LN TNWEDOT, EIXALEET
IKHIZTHZLETLEY, ETENLBMATHD N, ZO R (recipe) 13
A2 HH L%, ZOFBRBOKDLYOEFT, Zhb=2>0FHicBIT 2 #
WEHG 2 BIER KL (strategic context) & i LE T,

[2061] FFIZ. BRITEBERICENEZYTHZ LI LET,
AEESBKR (request for reexamination)

[2062] £ TheliX. FFRFRRBIT SN, D FEV BITHELHE (post issuance
phase) \ZE T, [AINTEDZNCONTHBA LW EBNET,
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[2063] Firstly, you can file a request for reexamination.

[2064] | will tell you briefly that a request for reexamination is

simply the patent owner or any third party asking the patent office

to take a second look at this patent and whether or not it is patentable;
and this is patentable according to some very limited circumstances,
and we will go over those limited circumstances.

[2065] The second thing you might want to do after a patent issues,

or another thing you might want to do,

is file a reissue application.

[2066] Now, a reexamine or reissue are two quite different things.

[2067] They can cover some of the same ground,

but a reissue is available only to the patent owner,

whereas a reexamine is available to anyone.

[2068] But the reexam process sprang from the reissue process,

and so there are many similarities but some important distinctions

that | will talk about

and will emphasize in the strategic phase of our discussion in this hour.

[2069] You can also correct the inventorship of a patent.
[2070] This used to be a much bigger problem,

especially for foreign applicants,

because the United States requires inventorship to be correct
according to the claims,

when the claims of the patent publish, when it issues.

[2071] Generally, when a patent application is first filed

it may have claims from many different inventors, inventions in one
application.

[2072] This would be proper however if,

and | believe we discussed this in another hour, perhaps in hour 5,
if there is a restriction and the application is broken apart.

[2073] It may be that by the end of the prosecution,

the inventorship has become incorrect,

because an inventor should have been removed

but because of an oversight has remained.
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[2063] FANZ, FHHEBAR (request for reexamination) DI TX F4,
[2064] FHHLIZN D & BEEFR L 1%, HHHES (REZ) (patent owner) E
IAE B =F (any third party) B, FFFITIC, T ORFCHAFMR D S D2
(patentable) £ 55 5 —EREL T ND EH5ERTHZ LT, 2D,
Wb T IRE S 72000 (imited circumstances) (255 U CHEFMEN 3 5 DO &
IPEHIFLELTHL 2 LEBLET,
COREINTERRIZOVTIEHFELWIHAZ H & TLET,

BRI{T (reissue)

[2065] RIZ. HEADMTWEWNTH A 5 FIZ, HEEFFLT (reissue application)
OEMBH Y F7,

[2066] S TZ ZTiE, BHREELHBITX. ThPhER>EbDThHhB 2 &
ERATBIDENDY 7,

[2067] %O DOHETIIBRAH Y LT, BIFHRAEELT DHERITEHRT
EHDITR L, BERITHETLIHRT N TEET,

[2068] L22L, BEAFHREIIIL LD EHRITFHEENLORELTE L LD
BROT, ZLORTEULTHET, BHETREMESLHVEST, =0
W TIN D DFHEE OBIEH 2 ERTEEHAT EIC, ZoME&EEES
ST EITLET,

FBIEBELEDETIE (correction of inventorship)

[2069] %FFFFEITHR TH. BB & FTIE (correct) THZ LN TXET,

[2070] LARINZ, FEHIE OFTIEIX K & 28, BIoAMEAHES TR LT

9 TLl7e, ZHd, KRETE, BREIT, HK - BT zBFo s L—
DZEDNT, ELLHREN TN RITNIER 522006 T,

[2071] —MRAVIZIE, RERFHESBRNCIE SN RE T, < 0RR 5%

HED, 2 DRRDZFEI D7 L— L2, —OOHEOTIZHEET S 2 &0

HY 2ET,

[2072] ZDZ EIZDOWTIX SR B OB CTHALZ EBWETR, 2212

[REZERDZH Y Ui THEX DB S, ZoZ Si3RETIA

720 FE7,

[2073] FFRFOFEETFRXN5E T LEREA T, BHAEENE L RWEEN

HYET, L, HIRTRERABFRH D012, TORLEHRET I L

ZRFEE LD ENI T ERNHEINH T,
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[2074] This kind of problem is easily corrected after the patent is issued.

[2075] You can also record written assignments, which is quite common.

[2076] The patent is a tangible piece of property
and has all the attributes of real property,

and assignments are commonly recorded,

leans are commonly recorded against patents.
[2077] Any document which can effect ownership
or has an indication about ownership of the patent

~ can be recorded,

and the patent office is the receiving and recording office for that information.

[2078] So any transaction from one company to another,

any purchase of one company by another company,

any transfer of assets which may involve written documentation
and have a listing of patents

can be recorded at the patent office.

[2079] In addition, but not nearly as common,

is the recording of licensees of patents.

[2080] Now, the licensing recording is less common,
because most of the time,

terms of licensing are such that they need to be secret,

or the parties involved in the license |

would like to keep the terms only known to themselves.
[2081] Perhaps it was the result of a settlement of a lawsuit
where there's cross licensing,

maybe it is an agreement to control certain segments of technology
and two partners are collaborating,

perhaps in different places within a distribution chain

or within a product chain.

[2082] So licensees are not nearly as commonly recorded,
although they can be.

[2083] You can also request a certificate of correction.
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[2074] ZOFEDFRY X, FIFPRITSNE TS, MHICETIETEET,

EEDELR

[2075] FEFF DOFRIEXE L B (record) THZ L HTE, ZhUTEbH T
FNAT Il CONET,

[2076] ¥iFFIX BRI EE (a tangible piece of property) TV, *D @M 7E
PE (real property) &[RICTT, RFOREIEIL, BREITBRIN, FRFFC
KT DI DBIRINTNAZ NI BV FT,

[2077] Br&E# (ownership) \ZHEET 3, HDVIIRKFHFORTAEMEICE T2\ H
ROXLFOLBREZT DN TE, TR ZNLOBREZITRYRETS
FT7 4 A THHDITTY,

[2078] 4B3EMI D L DL 528V Y (any transaction) T, Fl 21342
WZRBWT, WS EEDEE (any transfer of assets) (B W Th, F24
FERHESTWDRE, 2 LTRFTY A MREZI2H DI, FFTICBRET 5
L ATRETY,

=
=
.
k_.

i
X

S4t2RX (Ef#E. license) DEER

[2079] EERIZIZHEVHBICB Z RPN TWERALR, HFDZ7 12—
(FIFHER licensees of patents) %4745 2 &b TEET,

[2080] T A B ABRENHE VITONTWRVWDIEL, ZNTWORA, T4

VAR XV NEERBICT IRERD Y, TEZOLMFNEZE

REBIZTIZED TR E WD T,

[2081] ZHUiE. BB H o B R 77 R (ZHEMFGE, cross

licensing) \ZEAT DEREAVHIROFERTH S L BT, HDH 0L, Billfoks

a3 L L9 & LT, ZHETHBT 220 L2000 LLVER A,

RGO D H T O R BRI BV T,

[2082] T b T A v— (R, EHMESR) OBEIL. FIEER O TT R,
HEVITONTNERA,

FTIEGFBFZ (certification of correction)
[2083] FTIEGFHIE (certification of correction) H3ERTHZ L b TE £ T,
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[2084] In our file here today, patent 5512102,

there is a certificate of correction,

and | will go over the circumstances surrounding that certificate of correction,
how it occurred, how it was put together,

and in the end how it looked in the patent file.

[2085] That certificate of correction is at page 127 in your file wrapper.

[2086] You also, once the patent has been published,

need to pay maintenance fees.

[2087] These are commonly called annuities.

[2088] This is the more common phrase around the world—patent annuities.
[2089] The difference is,

the annuities in the United States are not due every year,

they are due at the 3 %%, 7 %, and 11 % year interval into the term of a patent.
[2090] And since the patent term is now counted as 20 years from the date
of filing, less the time of prosecution,

there is a very uneven distribution of when maintenance fees are paid.
[2091] It used to be in the 17-year term,

you could always count on the 3 %%, 7 %, and 11 % somewhere in the 17-
year term,

but now the term can be as long as perhaps 19 or 19 ¥ years,

and so the last annuity paid at 11 % years could leave a considerable term,
maybe as much as 8 or 9 years, well at least 8 years,

after the last maintenance fee is paid with no annuity being due.

[2092] So it's not so much an annuity, as the term is used,

indicating an annual subscription,

but rather it's at this unusual 3 V4, 7 %, 11 % year interval.

[2093] And if the maintenance fee is not paid by 4 years, 8 years, 12 years,
the patent is no longer enforceable for lack of maintenance fee payment.
[2094] This can be revived or reinstated, but it has to be done so within a
certain 2-year period, with surcharges and so forth.

[2095] It's much less difficult than it used to be,

but nonetheless, you have to pay extra money.

169



[2084] Bbf DRFFFE S 5,512,102 (LIBHEFF) 12, FTIEAFHERES TN TVE
T ZHnb, FTEEHEN O L )RR THREL -0, FD LS
WZENBEL, EOXHIc—lzsnzorEdlll L, BRI, BEras
W DRTIEGEEIIEBICIX ED L Y R b 0023 LE T, '
[2085] #HF CTix1 2 7 3—D2he v E4,

fF5FIFE® (patent annuities)

[2086] FFRFONHAR S Nicdo L%, HFEHEFFFIE (maintenance fees) %A D W
BERbHD £7,

[2087] & DELBITZ—MRIZIZES (annuities) & FETILTWNET,

[2088] AR Zi@ U T, #AHHEAFES (patent annuities) & TESED D b —%
MTL X9,

[2089] SKEITOFEEI R 2 OIF, W DEE TIRARVA T, BRI
HRICELET3EY, 74208, 1 1EFEICHEZMDET,

[2090] #F7F40/ (term of patent) & 1%, BUETIZ, HEEA»HREE L T2 04
FT, FEFREOHMMEZLSIWEHB TRESNETID, BT e
THEME LT, SIS SICRY 5 b hThERA,

[2091] FFRFfARTIZLAANIZ L 7ML S, 201 7THEBOHPARN T 3 4
o THHE L IFELBEZATHTONTOEDOTT,

LinL, BIE, BFMIZRIIE L 9OFEM S \W03 1 9EREIC LR Y ¥
TD, EEORTRE MERTAS) 21 LEEBICHT SNEb LT, 8
FM29EM, P2 LbSEMEVI BHIMICH o T, MEEFES % A
PR TbLRNWZ LT E7,

[2092] T2 b, [EL (annuities)| L\ 5 & [ E/MEZFE  (annual
subscription)| T2 EinG TEAE) L0 ) BIREHZ LN TR, EZEITEE
PANTI <, 3N, THE 1 LEERILIThR S b T,

[2093] & L Z DMERFESRD (6 » A OSTHMTHIMEZME L72) W44ER,
SR, 12FEFDFERETCIIIIbhine, Bemmob, HFHdE
ZIEZ LV FE T (the patent is no longer enforceable),

[2094] K204 bR EIED B VWG (revived or reinstated) % Z & BT
SETH, TN TS 2FOHMNIC, BIMEEMALEZE D TOFRRE BN
BT,

[2095] ZOFHEIILIRTL V IXBRIC 2D T LB, ZRTHLROCER
KHDRTIUT R BN EIZED Y IEH Y FH A,
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[2096] And if there are people who,

while this patent has lapsed,

have invested in taking up this technology,

you may be in a situation where there is a compulsory or intervening right,
almost a compulsory license situation,

where the intervening efforts of another to invest in

and take advantage of the lapsed patent gain rights

by virtue of their investment.

[2097] And then a judge may not stop them from working in this field

but may require, may require, an equitable payment,

that is, a small licensing fee to be paid to the patent owner.

[2098] So you must pay maintenance fees after patent is issued,

and they come at these unusual intervals in the United States; and they're
not according to term, they're in preset intervals, 3 4, 7 %, and 11 1.
[2099] The fees are different for small and large entities, and this can be
affected by assignment.

[2100] If the patent is originally owned by a small company that is less than
500 employees and then is transferred to a larger company, a large entity,
fees must be paid at the new rate after the transfer has occurred.

[2101] The large entity does not have to go back and capture the smaller
fees and pay more but simply must pay each new fee at the higher level.

[2102] After the patent has issued,

you may also file a disclaimer of some or all of the claims of a patent.
[2103] An instance where this may be desirable is

where claims have been defeated in a lawsuit, declared invalid.
[2104] The patent owner may declare

those claims are no longer desirable and file a disclaimer.

[2105] Or for example,

where a few claims have been found invalid in a lawsuit,

the patent owner may carve out the entire group of claims which related to
those claims,

leaving the balance of the claims in tact for enforcement licensing and so
forth.
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BHIFIEHHEDIER? (compulsory license)

[2096] Z D, RFFNRELIL TS (has lapsed) W\, = D% 8550
CEE T DAL, ROUL. A EMTE (DB Y FIF 77
## compulsory license) 3 BD\NINFEHE (intervening right) L\ N5 BEIZ2 Y F
o DED. MEN, RYPORFIBRETSEVINAIC LT, HRZE
BELTLES EWHRATT,

[2097] BHIBE X, ZOMENEOLSTF CHEEZEEIT D Z L 2T TE R
TLXOD, FHRAHEICOENRIEDOEANE, DEV/MEO T AR
Bz fhd> Z L2, ZOMBICERT I LERA,

[2098] Z DX DT, FFFDORITHRIX, FrdFERES 2 X b il 59,
KEFEOHRBEZ BT, 3EMMNT 22 Li2kho TWET, ZIUIHKF
DHRIFIC Lo TEDLDOTIIRL, BHFF, THEE 1T TERLRE T
Eca

H2EI-Z26 5

[2099] Bt&ERIZ, DRSO RBBEAEZ &, BFFHES - o HIC X
S THRRY F9,

[2100] & UHFras. BANIWEEB 50 0O AMTO/NEETHRESINTEY
RICREET RO L REEFER~GEE S N BAITE, BEER I LVESE
D oNET,

[2101] REVEMEIZBEIZ SHOIF - TS T D BB <. Lo EsE
OFEEEMT TR N g > TnET,

HAFED—EIHE (77 R0 L—V—. disclaimer)

[2102] HFRFFITHR. FFFOD T L— A O—E b B \VIEEICK L, EFFFED —
FE (7 X2 L—~—, disclaimer) ZHRHT B LN TXET,

[2103] FidFHED—EEE (T4 A2 L—~—) ORHPEE LWERIL, #F
ﬂfﬁV~A@EMWMWMWT%5EWDH&%iﬁfﬁﬁbt HTY,
[2104] FeFFREEIZ, ZNOHD7 L— 2R HITREE LN D TIER 2o
EEB LT, O —HEEZ RN TN TEET,

[2105] & DWE, BIZITEREATE O DI L— ARNEH L S HAE, &
TRAEBIL. TNOEBHE SN V— AR T2 7 V— LB R TV H L
(carve out), TV D7 LV — A ERFOEBLTA B ARITELTEBLZ &b
HYFET,

i
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[2106] It may be that after the patent is issued,

you discover a defect in your patent which cannot be fixed by a reissue,
which we will talk about.

[2107] And these claims are fatally defective,

and so rather than contaminate the patent with bad claims or fatally defective
claims,

you simply file a disclaimer to limit the patent to claims other than those
which are disclaimed.

[2108] Another reason for filing a disclaimer of a patent s,

for example, if a company has gone bankrupt,

and the patents are declared to have no value,

and they are taken as a write off in bankruptcy.

[2109] You may well file a declaration

that a whole series, a whole segment of the patent portfolio of a company
has been disclaimed.

[2110] I have seen this done on several occasions

in the context of bankruptcy.

[2111] Another thing you might want to do,

another event that you may want to take up after a patent has issued,
is to get a retroactive foreign filing license.

[2112] For example, if a foreign filing license was withheld from you,
and you want to go ahead and file overseas,

you may well ask for a retroactive foreign filing license

so that you can cover your foreign filings overseas.

[2113] Another event may be that if you have an issued patent,

you discover another application pending by another,

perhaps through discussions or licensing talks,

and you may engage in an interference with your patent and an application.
[2114] An interference is a proceeding

where two parties are claiming exactly the same invention.

[2115] Claiming the same invention.

[2116] That means that somebody has to have invented it first.
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O L—AIZREE (defect)

[2106] £7o. FHFFEITR. FFOHBITIZE > THLE (fix) TERWVWED
TRIBWE (KKE) (0L, defect) ISRON->T-HA T, ZOFERBITIZOWTIX
“BTHHALET,

[2107] Z OHIEITEARI R KRR DT, TN HDE N, DF Y KD H 5
U— N TR R 5% (contaminate) SIVD D ZEET T, o LARZHED—
WHE (T4 A7 V—"—) BRHLT, HELEDSOZ L —AIEHE
FRET 2 01T,

[2108] %P O —EBEEL R T2 b 5 —o0HEBIX, HlziX. BEISWEL
IO RRFEAEE LT LEW, BEORRDY & LTHEHFMNENL L
o T LE A TT,

[2109] ZDHBA. EEOHETHHFOR— 74V 4 (HME) BHES
N EEES LEXEFRHTAZ T 1,

[2110] FABEARNZZ DO K 5 RBEPEICE 2D BRI EMER BB LTV ES,

ARG EFHEERE (S147+>X)

[2111] BHFRFITSNTZE T, HREDMTOENEL LT, Ho TONEH
BEER (F)/H) # (aretroactive foreign filing license) ZBETAH LN 2 & b
HHTLX I,

[2112] B A E, RIS, SEHBEEBEN S R 7ZICIFE5 2 5 TRz &
LET, TN THIMENT W THREFHES L2V IBE . R E HIRE R
Witz FERT 52 &2 LitedTL X D, ZIIUC K o THMERFFHIRE~DE
DB D LT ET,

EMEE (interference)

[2113] FFRFRAT 21212, MBI K Dk ORFHBER H 5 2 &3, £45,
EHiME (T AU R) ZOVTORFRHBELZBEL T, ROMoz& LET,
LT, TOZETHRIIE T EWVWOHERBIZEESAEINIZ LB3H 5
TLX 9,

[2114] AMEE (interference) &1, ZH N E 7= < |/ URHITKT L# O HER]
EFRRLTVLEFRICL D FRHE T,

[2115] [A—HBIDFEHK (claiming the same invention),

[2116] ZDBPE, ZFDH L EBLLPRRIZERE L TN DILTTT,
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[2117] An interference is a proceeding at the patent office,

where the patent office tries to determine who is entitled to the earlier date
of invention and therefore entitled to claim the subject matter.

[2118] An interference cannot occur between two patents,

because that is beyond the patent office jurisdiction,

but if an application and a patent are in existence,

then the patent office still has jurisdiction

and can rule on an interference.

[2119] So, those are some of the things

that you can do after a patent is issued.

[2120] I will now talk about specific things that you can take up post
issuance: reissue, certificate of correction, and reexamination.

[2121] Firstly, what is a reissue

and what do you want to take up with a reissue?

[2122] A reissue is a method of fixing a patent.

[2123] It is a situation where the patent is wholly or partially inoperative,
or invalid, or defective in some respect.

[2124] And these can go to the substance of the patent.

[2125] That is, it is simply not an invention;

someone else had previously invented it

and there is better prior art in existence,

and this can be either anticipation prior art under 35 U.S.C. 102,

or this can be obviousness prior art under 35 U.S.C. 103.

[2126] In addition, there may be mistakes in your patent

which are not substantive

but which nonetheless render it partially or wholly inoperative or invalid.
[2127] These types of mistakes would be

bad claiming, ambiguous claims, defects in the disclosure,

other mistakes that contravene the requirements of 35 U.S.C. 112, first and
second paragraphs;

that is, there's something wrong with the claims

or something wrong with the disclosure.
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[2117] HEAREAE &3, BFTICRBI 2B T X T, T2I2BWT, #N
LV RBOFEH AT ERS, TS X > TRFFD 8 (subject matter) % 3%
R DMERID B 2 03%, FFITNHEERAE T,

[2118] BEIZHATE D O ORFFOR Tl K5IT O BHE# (urisdiction) -
Tholw, BMEEII TRbETA,

LovL, BeFiE s (BITH ) FFRRIRHICFET 28B4, BirTog
FEL 72D EEMEEXNTRDORLET,

[2119] DL EEFRFRITIRIC, HRIZDMTZ D %O OIEB O 223 T,
[2120] T bid, K VRERRIN, DED | BT (eissue). FTiEAFH

(certificate of correction), FFHEZE (reexamination) \Z- W T DM Z LT\ &
founy & g9,

2. BR{T (reissue) &[A74/H ?

[2121] ¥THRANC, BRITEIEEDL >z L #ig L. REERITOFLREX

EMDZ LIZRPOBRAETHZ LITLET,

[2122] BFEIT LITRFZRRET D HIETT,

[2123] RFFFD—F D DI EED, EMHTEE (noperative) Toh -1V H#EZY)
(invalid) TH o7V | (TSNDBE (KK defective) BSROM-T-0 T 5

BENRHY FT,

[2124] TN BIXFFFDOARE (substance of the patent) 2B B LD &7 17,

[2125] 2%V, fHHEIZE D &, ZRERPTELRZVWEWS Z LT, o

WHBEIZHEA L TWEBE, &0 ENEITEIRSBEIZFEE L COEEE

ETY, ZOATENINL, RERTESE 1 0 250 E7/TH (@anticipation) 3%

DD THo720, KEEHIESE 1 0 350D HBHE (obviousness) (233 <

HOTH-7=Y LET,

[2126] S 62, FRFOPIZROBNFETIHAELHV ET, TOBRVIIARE

%&%@Tiﬁw@TTW ZNTHRTFO—Ed 5 WVIE %, EiiF4E

HDHWIEYE LTLEVDRRNbD LD FT,

[2127] ZOFEDRRY & LTX, &2 L—A (bad claim), FHIEL 2 L—.A
(ambiguous claim), FEH]DFIRDXNE (defects in the disclosure), ¥ LY, %

ERFEBLLI2FZOBELIBLORE 2RI VI 70EHICERT S
(contravene) FHZ ERNHV EF, OFV | 7 L— ASLEHFOB/RO P

CPDRBRERNHDHZ L1270 ET,
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[2128] And so the question is, how do you go about fixing that?

[2129] Well, reissue is one of the mechanisms which can be used to fix that.
[2130] Now reissue is characterized best as starting over at the patent
office.

[2131] You entirely submit your patent to the patent office

and declare that it is defective in whole or part.

[2132] Now this is a very meaningful declaration,

because you are the patent owner,

and you are saying, “| don‘'t want this patent, it's no good.”

[2133] Now, what reason could you have that the patent is no good?
[2134] The reason must be unintentional,

and it must have arisen without deceptive intent.

[2135] That is, you cannot simply go back in a reissue and fix an intentional
decision that you made.

[2136] What is an example of a deliberate or intentional decision?

[2137] For example, in prosecuting the application,

perhaps the examiner came up with a piece of prior art,

and the claims of your application were amended to avoid that prior art.
[2138] Once you have the patent, you recognize

‘I didn't need to narrow the claims this much,

and besides, that prior art was not any good against my patent.”

[2139] You cannot then go and file a reissue and say,

“lI want to reverse my deliberate action in the prosecution of this
patent.”

[2140] That would be incorrect.

[2141] In addition,

if you had a restriction requirement in your original application,
and instead of having one invention
the patent office said you have two,

and you pursued one invention to the issuance of the patent,

and you failed to file a divisional application for the second invention.
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[2142] You cannot cure that defect
by filing a reissue and then filing a divisional out of the reissue.

[2143] The failure to file the divisional is considered to be a deliberate or

intentional act; you simply failed to file the application.

[2144] It was not unintentional and not done without deceptive intent.

[2145] Now, what does this boil down to?
[2146] How can you get a handle on what it is that can be corrected by
reissue?

[2147] Basically there is no “l changed my mind” standard.

[2148] It must be something which occurs to you after the fact.

[2149] After the patent is issued,

you recognize my claims are too narrow, or my claims are too broad,
or there is something in the patent that is clearly defective.

[2150] Further research has indicated that this example,

which was speculated about in the patent application,

in fact doesn't work and now needs to be corrected...that sort of thing.
[2151] No “Oops, | changed my mind but | didn’t get around to fixing it
until the patent had already issued.”

[2152] If you changed your mind

or you have a mistake that you recognize before the patent is issued,
you need to file a continuation application.

[2153] Then you're entirely free to correct, file divisionals, do whatever.

[2154] A reissue is much more restrictive

and is much more difficult to file, for example.

[2155] The reissue can be filed by the owner of the patent.

[2156] Now, if the patent is being fixed to narrow the claims, that is,
the owner of the patent realized,

“Oops, my claims are too broad

and | inadvertently cover something that already existed,”

the patent owner can go ahead and file a reissue to fix the patent.
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[2157] If, on the other hand, the decision is, “Oops, my claims are too narrow
and | need to broaden them,” that must be filed by the patent owner,

but also has to have the signature of the inventors

because who, after all, except for the inventors,

would recognize that their invention was too narrowly described.

[2158] So, in a reissue, it can be filed by the patent owner at any time,
but in the event claims are being broadened,

you must also have the inventor's signature.

[2159] Now, | said there is the circumstances where you can file a
broadening reissue; that is, the claims can be made bigger.

[2160] Okay,

this must be done within 2 years of the date the patent is issued.

[2161] Now, a reissue to fix claims that are too broad

and you want to narrow them or other defects in the patent

can be filed anytime during the term of the patent

or any time the patent has any force in effect,

which the statute of limitations runs up to 6 years after the patent has expired.

[2162] So, a reissue can be filed at anytime,
but if you intend to broaden the claims, it must be filed within 2 years.

[2163] In addition, the desire to broaden the claims must be in evidence in
the file before the 2 years has passed.

[2164] So let's suppose you file a reissue, just before the 2-year date,
and you are fixing a defect in the disclosure,

you believe there is a 112-type of problem in the disclosure.
[2165] And when you're fixing that, the 2-year anniversary passes.
[2166] You're already on file, and the question is,

“Hey, now that this defect is fixed, I'd like to broaden the claims.”
[2167] Too late.
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[2168] You must indicate and have on file broadened claims

before the 2-year anniversary.

[2169] Even if you already filed the reissue for another reason,

you must indicate that you want to go ahead and broaden the claims
before the 2 years is passed.

[2170] Now why is that?

[2171] Because a reissue is like any other application.

[2172] It is starting over at the patent office,

and so you can file for extensions of time in your response periods,

you can file continuations, you can continue a reissue application.
[2173] So theoretically,

if you filed a reissue application and you filed it before the 2-year period,
and if there wasn't this limitation on broadening by 2 years,

you could file continuation applications and continuation applications
and, at some point 6, 7, 8 years down the road,

theoretically, file for broader claims.

[2174] The law and the rules do not allow for that.

[2175] You must have on file, within the 2 years, the notion

that you are going to broaden claims.

[2176] Otherwise, you can't do it.

[2177] The rest of the defects that can be fixed by reissue,

you can file at any time;

okay, so there is no limitation, as long as the patent is enforced.

[2178] Now, what happens to the underlying patent

during the pendency of a reissue?

[2179] Nothing.

[2180] This is a reissue of a patent,

and so the patent continues on until such time as the reissue publishes,
in which case, the reissue is now the new characterization of these limits of
that patent in terms of scope.

[2181] But the term of the patent doesn‘t change.

[2182] The reissue only affects the scope and the substance of the patent;
it doesn’t affect the term.
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[2183] So during the pendency of a reissue,

you have to pay maintenance fees.

[2184] You can also file a lawsuit, you can also license, you can sell, you can
do anything you could otherwise do with a patent.

[2185] It doesn't matter that a reissue is pending.

[2186] What is the practical effect of trying to file a lawsuit
during the pendency of a reissue?

[2187] Well, | think the first words

that a defendant would say in a patent lawsuit are,

“This company or this individual has said to the patent office

that their patent is wholly defective or partly defective or inoperative,
and now they are seeking royalties from us.”

[2188] Pretty clearly a court would say, “Well, let's wait and see what
happens at the patent office before a decision is made in this case.”
[2189] And so filing a lawsuit during the pendency of a reissue is something
that is theoretically possible but practically is not done.

[2190] You would wait until the reissue is finished.

[2191] Another thing you can fix with a filing of a reissue is

making a claim for foreign priority.

[2192] If you failed in your original application to make a claim for priority to
your foreign filing, you can fix that in a reissue.

[2193] You can also fix your claims for domestic priority,

this is also not a problem, to get an earlier filing date and so forth.

[2194] Something that is difficult to fix, though,

is defective disclosure requirements.

[2195] If your patent, in the end, is not enabling,

or if it fails to have a complete written description;

because you cannot add subject matter to a reissue application,
just like you cannot add subject matter to a regular application,
the 112 deficiencies are very difficult to fix.
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[2196] However,

if you have 20 claims, and only 10 or something are covered by this defect,
then maybe you can keep some of the claims

and rewrite others to avoid the defect,

that is, to not rely on that part of the disclosure

which is not enabling or fails to provide a written description.

[2197] That is,

you can narrow up the claims to avoid the problems with the fatal
defect.

[2198] It's very difficult however to re-characterize the subject matter
that's in a reissue in the disclosure to try to fix a lack of support or a 112
problem.

[2199] The principle hurdle being, you cannot add subject matter,
you can only take out subject matter

and then rewrite the claims to be in a better form.

[2200] Other things that you could do in a reissue are extend prosecution
times, and this may be an advantage because you're overseas, and it takes
time to translate and get instructions back from overseas clients.

[2201] This is something that can be done in a reissue

but cannot be done in a reexam,

and | will talk about those later,

but the thing you should remember about a reissue application is—

it is starting over at the patent office

and has all of the characteristics of starting over at the patent office.

[2202] I will now tell you about the recipe of how a reissue is put together.
[2203] A reissue application is comprised of a copy of the actual patent,
which is cut into single columns and glued onto a sheet of paper.

[2204] It is an unusual looking document because it is made by cutting and
pasting, and this is put on successive pieces of paper.

[2205] In addition, amendments are done in a very different way

and that is, subject matter which is taken out is bracketed,

subject matter which is added or changed is underlined.
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[2206] And even if it was previously taken out in a reissue application,
you bracket it again, whereas in regular prosecution,

once you‘ve taken it out, it's gone.

[2207] In a reissue application,

you have to keep the record clear by always showing

what has been taken out

or what is proposed to be taken out.

[2208] Next, you must pay a filing fee.

[2209] This is the same as a filing fee for a regular application.

[2210] And finally, and most important,

you must include something called a “reissue oath” or “declaration.”
[2211] This document is very different from the regular oath or declaration,
which is filed with an ordinary application.

[2212] In an ordinary application

you declare that you're the true and sole inventor,

you appoint a power of attorney to given prosecuting attorney,

and that’s pretty much it.

[2213] You indicate

that you agree to tell the truth to the patent office and so forth.

[2214] In a reissue oath,

you must describe with particularity, the entire circumstance

and factual records surrounding the discovery of the error in the patent
and how this reissue proposes to fix it.

[2215] It is a very specific record of what has occurred.

[2216] You cannot make general characterizations, for example,

“I believe | claimed too little” or “I believe | claimed too much.”

[2217] You must particularly point out

how you came to know that, for example,

‘I had my patent and | traveled to a trade show

and | saw the product of a competitor,

and | realized that my invention was the same as my competitor's product
and yet the claims were too narrow.
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[2218] And so even though my specifications would support such claims,
the language of the claims had inadvertently been narrowed

and would not cover my competitor’s product,

so | am seeking a reissue to cover my competitor's product,

which | inadvertently left out during the prosecution of my application.”
[2219] That’s okay.

[2220] You can do a reissue on that basis.

[2221] You cannot simply say, “It's too narrow,” or “It's too broad.”

[2222 It's a very particular and very specific declaration,

and it is the substance of most of the prosecution and letter writing
which occurs between the attorney and the patent office during a reissue
application.

[2223] Generally, the reissue oath is submitted more than once,
because the examiner always points out deficiencies in the oath.
[2224] The examiner wants the record to be complete with absolutely no
questions about how this arose.

[2225] In a reissue you also have to include the assent of the owner.
[2226] If the owner is applying for the reissue, that's obviously not a problem,
but if the inventors are doing it,

then the owner of the patent must consent or assent to the reissue
filing.

[2227] In terms of the timing of the prosecution,

it is like an ordinary application,

but the truth is that examiners do take these up out of turn

and they are examined more quickly.

[2228] But as an applicant, you can apply for the normal extensions of time
and pay fees to get 1 month, 2 months, and so forth.

[2229] In addition, you can file an appeal, and in every respect,

it's like an ordinary application in terms of timing.

[2230] The exception, though, is the patent office does look at them more
quickly and take them up under a sort of a special status.

[2231] One aspect of a reissue is quite different from the original application
and that is, the reissue application is entirely open to the public.
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[2218] TR OHMEBEZZNLDOZ L—AE2XHEL TV LITWVE, 7 L—
LDOEHEE VL, AEEIC (nadvertently) HIRSEBW T LE DT, 5
MEOHBE 7 L—ATHEAL TR (D=L ENTWARY), HErHFE
DFEEHFPIZBNT, 2o AEE LTLE-2D, Z0OHEFHFEOR
MEBFDHDIZ (IRX—FTHEDI0) BRITEERTS,

[2219][2220] Z D X S IZAHATIVEERITEEERTE 2 LN TE D017 TF,
[2221] 72728 [ LV — A O@BNT 72, ETE7] LWVWORHTIIE
BITIIZAMNT b ER A,

[2222] EEFITITFEMAHARMIZR LT RITIER S22V TT, £ L
T, I, FFAELEBTFTORTRbEND, FETRE LXEOR
DELY OBFRITHBEORD BZRF (substance) T & 51T TF,

[2223] —A9IC, BRITEEFII—E CRHINDI Z 3D THLL, Zh
TFEEFIC L > CTHBITEEZOXRMEZEHRIND Z EBH0NETT,
[2224] BFFFIZ A2 o T RO AR BIZBE U TR B EIZT D720,
SERDEENEERTICL > TERENEZDTY,

[2225] WZEATICIL, FERPHERR D B (assent) b & DT TR D X A,
[2226] & LFFFHEELBREITZHRL T I20THIREDH Y $¥A, L
2L, BHAEDNERITHEZRHL LS L LT3 BAIR. BirEE NE3E
1TOFERIT/AIE (consent or assent) L TWIRITITA Y FH/ A,

[2227] FEEFRE TN LREEIT, BEORFHBESR U, 27, EE
it FEEIIBRITICBEL CRIEZ E BV ICEEE2 T 5D TIRRVWD T,
FEENBGEIZIT 2N COOET,

[2228] L2>L, HEAIT@EE OHMERZFERTEET L, YEZOBEEMN
9 iud—» A, Zr B, Zy A LIEENATRETT,

[2229] & Bz, FHHEEREZRHT A2 LN TE, Z0BA BREMICILESE
DFFFFHFEE ZE 2 CTEWTL X 5,

[2230] #RERIL. FFEFITN. BRITHBEERG L LT, L s LT
WAZ ETY,

BREITIHFEZRD LS

[2231] BHRITHFED, @E ORFFHEE KERZL A8 0 £9, THILH
FATHREIL, EORNEN L TAH (open to the public) Siub LW 5H 2 & T,
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[2232] And the reason is,

you are trying to fix something that was issued

and which has been declared defective,

and the patent office thinks the public is entitled to know
what you are fixing and how you are fixing that.

[2233] So your reissue file, every scrap of paper in it,

is available to the public for inspection and copying.

[2234] So, keep in mind that your reissue application,

while it is pending, is available to the public.

[2235] And if your application is important,

it will be looked at by your competitors, and they will chart your progress.
[2236] Your competitors cannot participate in the process,

and in fact are advised not to, because there's no provision for it.

[2237] But they will monitor your progress, look over the file, and check
everything that you are writing and filing, so be aware of that.

[2238] The members of the public however, do not attend interviews and
other events like that during the prosecution.

[2239] Okay.

The things that you should remember about a reissue are

that anything can be fixed, it can be filed at any time.

[2240] Some things are more difficult to fix than others,

the deficiencies and disclosures being the most difficult, but it can be done.
[2241] If you want to broaden your claims,

they must be on file within that 2-year limitation,

even if the filing has already occurred, the broadened claims must be on file
before the 2-year anniversary has passed.

[2242] Other than that, a reissue application is a strategic decision

as opposed to a reexamination, which ']l also talk about,

but that’s what you should remember about a reissue.

[2243] I will compare and contrast reissue and reexamination

after | explain to you what a reexamination is.
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[2232] £ OEMBIT, BHRWITHE S I, BRICFFE LTRITENR TS DI
B (R BRRODY | ZOXRMOFEEEZES L) X TRIET S 29D
TN D FEE 20T, —RARICIE, BFORVBITESNDEZ L, (7
EDEIICENDRIESENDEIDIZONTH S SNBREF L BTN E
TWDL 6 T,

[2233] &) Z & THBEITHBEONFIZTE T—RARNHE, HETX5 L
NI o TWET,

[2234] TYnb, RBEFRTH., BRITHEOARIL, #IZTHLARINE &
WHZ bR, RATBBRERLY 1,

[2235] BREATHEPEER DO THIGH. HEEFICHLER I, 2o
BN TF =7 SNLTWAZ N A DI TT,

[2236] LxL, BSHFIIERITOFREICHGTEERAL, 20L 574
BESRVOT, BFHPIXEE LWL EEE, BEsnT0ET,
[2237] £ TH, BEAHFIL, BRITHBEOETRUEZEHR L, EEFEIC
BLTHEEEZR > CTWERADLEEETT,

[2238] —fRARIL, (T 27 BRIXTE DD TTH) FEEBRIZBIT 2 EBE:
EDOFMEERIZBMTHZ L LY THA,

[2239] BHEITICOWTRZ TBIAREZLX, FARZIETHLTHRIET
EHZ L, FEVOTHLIRRHTEDZ LTT,

[2240] ABICE > TR EDE LWL ORH Y 3, FHKHOBRIZEIEN R,
OPOTH/ADFTER R bREETTN, ZNTHL TERVDITTIED Y £H
Ao

[2241] 7 V— A O#FEEILET 2 5A RSO 5 B b ZHELNIC T
LTI £, BRICHRBITHEOFRE DM I T EE L
Th, #EAZHGRE L7227 L— AR R ORITA S 2FUNICRB SRS
WHENRHY F4,

[2242] ZLIAATIE, BRI E - T, BRITHEX, BRI S S 2
EHTEET, BEEICOVWTEGIDLHETHHALET, &0V H 2T,
BRIT LI ERRETH D Z L ER A TR T EEN,

[2243] BEEZIH LKD->Thb, BRTEHREL L, HkT3 - &
wLET,
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[2244] Another mechanism for fixing a patent is a certificate of correction.
[2245] This is a very simple matter.

[2246] There is one in your materials which | will refer to briefly.

[2247] And a certificate of correction is for minor typographical and minor
mistakes which don‘t go to the substance of the patent,

and this would be a name is misspelled, a typo is in the specification

or in the claims, or something like that.

[2248] And the error can be either on the part of the patent office,

in which case you don't pay for certificate of correction,

and that is a printing error or two, ...

it can be on the part of the applicant,

in which case you have to pay for the certificate of correction.

[2249] There is an exception though, and it's been recently introduced
with respect to what a certificate of correction can do,

and that is inventorship can also be corrected.

[2250] And this is, | spoke about it briefly in the context of reissue

or rather with respect to restrictions and divisionals,

sometimes the patent will change what is being claimed significantly from
filing to issue.

[2251] And where there are multiple inventors, some inventors will drop away,
and this won't be fixed by the time the application publishes.

[2252] So a correction of inventorship can be made

through a certificate of correction.

[2253] But along with this certificate of correction,

there must be a statement of facts surrounding the discovery of the error
in inventorship, and then a consent by the inventors to be changed

and that they agree with it.

[2254] We will look at our materials briefly.

[2255] In our materials at page 127,

there is a certificate of correction in our file.

[2256] Now this certificate of correction had to do with an incorrect reference
to a domestic priority application.
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3. STIEGFBHZ (certificate of correction)

[2244] %FRFDRAN 1L, FTIEAFHIZ (certificate of correction) THETIET 5 Z &
NTEET,

[2245] Z OFFEE IIHE T,

[2246] BEIZHEDTHVETDT, HETRAZEIZLELL D,

[2247] FTIEREMFIZ, Bro & LEAR EOI RZTETH LD L, KD
AEZEDLZ DB x> LERBY ZETETAETOLOT, Hl2iE,
FEHERA DAL I ZARCHMERL Y L — AOBRE ERERICH T 9,
[2248] FIRII 272 &0 @EPEEFITRNCS 28B4, HEACIRETIEE#
DFEITEHE DN /LD 0 A, K3z, @S HEAMN H 2541,
FATEM 2 L7 s v 84,

FBIEZEH (inventorship) DETIE

[2249] 7272, ATEREBIE CHAIS TV B ETE R 2P B 0L > D %
o ZOBMMIREOEREKEICL 26D T, BHEEGENTETXS L)
iRz & T, '
[2250] Z D &iE, BRICHRBITOMN OB, BRI RTERLHEIHFED H
CREICHA L CEE Leds, FRFHRERH D O FTFRITE TOMIC, 35K
SNTODLRENDRY OBREELDZ ENRH D £,

[2251] BEDFEMENE ZIFET D EE, 20D HOMAPBEIBRENT
WTh, 206 DOEENFHFOTITRE CIZFTIE SN TOWARWEARH 5 )
5T,

[2252] T X ST, FEAEFEM (K4) 1, FTEEHECITETS 20T
XET,

[2253] L L. ZOFTIERERAEICIE, BHAFOEMHIZFRY BB A IO
N2 T U Te FEZ 7 L = (statement of facts) b, BH =%
BB DETIEREBE OB T HIBIC A (consent) L71-E %3 LIEREER KA
L2 EH A,

FTIEZBIZS] <#H : XN—>127>

[2254] [2255] ZELCIE, B 1 2 7T _X—DOEEAaHEY . fiBICR<h 5
ZEIZLET,

[2256] Z OFTIEREMAE L, EIPWESEHEHREICRT 25| S Belon#Hs. M
o TWEEDIZER SN DT,
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[2257] There was a hiatus or interrupt in the pendency, in the co-pendency of
this series of ten applications in this case.

[2258] And what they are doing here is simply correcting the reference to a
co-pending application to plug the gap in the pendency.

[2259] What happened was

this application was filed four days after the other one had been abandoned,
and so there was a gap that this application could claim priority to another
application which covered the gap.

[2260] So, no harm no foul.

[2261] This can be fixed with a certificate of correction,

which is at page 127 of your materials,

and you can see the facts surrounding the certificate of correction are in
pages 123 and 124,

where the patent attorney prosecuting the application simply characterizes
what happened, how the mistake occurred, and how a certificate of
correction is the appropriate mechanism to make this correction.

[2262] The certificate actually appears at page 127 of your materials,

and this is a form which is typed by the applicant and submitted.

[2263] And once it is approved, it is then associated with every copy of this
patent which exists in the patent office.

[2264] And thereafter, anytime a person asks for a copy of that patent,

this certificate of correction is associated with it.

[2265] It's attached to the patent that's actually given to the public.

[2266] Okay,

| will now talk about reexaminations

and how they are different from reissues.

[2267] A reexamination is not so old;

it was created within the last 10 years or so.

[2268] And it was from the practice called a “no fault reissue.”

[2269] We spoke about a reissue,

and the characterizing feature of a reissue is the declaration by the
owner of the patent

that the patent is wholly or partly inoperative or defective.
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[2257] & ORFFHFEICBIE T 2, FRERBTO 1 0FoHEY ) —Xodh T
TRIB DB (FHF)  (hiatus or interrupt) 3V E LTz,

[2258] £ ZC. ZOHMEF 28 AL 50, FHMRBED O8] H2 B Y|
ZETIE L=} T,

[2259] O ZERERRITITEIWH 2 LERTONEVS L b ) —HDH
FERBEE SN B#IC, ZORFHBIXIRHSATWEO T, ZORKHN
b O~ HORFFIZR L TER L COERMEICHENAE LT LE-> b T
ER

BERFEDHY <BEH:  ~N—2123—124>

[2260] [2261] T b, IEFELRAUBZL) ENWH 2T, #Hh 12 72—
VIZH DETIEREAETETIES R TW A b TF,
CORTIEREAEOHRBEROTIIL, B 1 23—V L 1 24—JiTh
D, BHUORTHRELS, REAREAELZRREZRA L, ZOXKMREITET
D DOIETIEREAEN B2 FETH A Z L ERBR L TWET,

[2262] 1 2 7=V H D ONFTEGEHET, HEAMZ L > TER S, 2
HEpoTET,

[2263] RTIERERAF X, BBrIsd &, FFTCTHRE SN TWD Z oD o
E—DETIZHRfFIND Z &z £9,

[2264] £ DH%., #ENFE L TH, Z OBHFIIETEFENGMN S c
REINFET,

[2265] DF V., —RARPEHET IBITIIL T - OFTEIFHESL LWV D
ZET,

4. AEE (reexamination) & /[Efds
[2266] =N TIXFHFHE (reexamination) DFHBA. 1 L ONEHRAE I FIHETT (reissue)
ERDRDRICONTOHBAEBD L LICLELL S,
[2267] BFEDFHEPMTOND LR DIFEDOZ ET, 2210
FROZLTT,
[2268] ZE [ XhE2 L DEFFEIT (o-fault reissue)) & FEZL TV Rl %
bl LTEL N b D TT,
[2269] BFEAT DO THEE B RATERIC . BRBITOHMAI LA (characterizing
Seature of a reissue) 1%, & ORFFFOREEIT N EHRTH B0, B
CBEN DD L%, FFEERESTHL A ICHhB LR LE L,
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[2270] This is a very difficult thing for a patent owner to want to say.

[2271] Sometimes it's easier than others,

but suppose you are trying to license or litigate a patent

and the other side has brought up good prior art

or has indicated that there are defects

or there is ambiguous language or something in your patent,

and you want to correct it,

but you don’t want to declare that your patent is inoperative or
defective,

because this is a very prejudicial thing to do.

[2272] In response to this, Congress enacted the reexamination Iawé.
[2273] And reexamination is a declaration by, now this time anybody,
including the patent owner, a third party, the inventor, anybody

that the patent office should take a second look at this patent.
[2274] Now it is limited to issues of patentability

based on patents or printed publications.

[2275] So there is no threshold in reexamination for ambiguous claiming,
that is, defects under 112.

[2276] The issues for reexamination are wholly substantive,

to do with patents and printed publications under 35 U.S.C. 102 and 103.

[2277] But | say patent and printed publications.

[2278] That means any issue about public use, offer for sale, incorrect
inventorship—all of those issues are not proper for reexamination.
[2279] Reexamination just goes to this substance,

the patentability of this invention.

[2280] I will go over what reexamination is
and discuss the recipe for putting it together.
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[2270] WiFrHEEIZ L o T, ZOEERRELSHWIZ & TT,

[2271] HAIWC AU ENITZNIE EHE LW L TidReVnZ &b H Y 903,
RIZ, FraFhEd 23, 74?/%(%#?%% r (HFW) FaLE o, H
BDNIFFFFHEIZ BT T B 57 (o litigate patent) %I+ H L LTWAHELEL
X9, (ZDRg, t7/(ﬂzv/;<7“65%>L/< VXRRFAD) FHFAAS, AT D151
BEET DI L. HOIVITFFICBIEN H D 2 & B DI R 5 HE
VY (ambiguous language) 72 ENH D T L EIEH L TE 7”:03'6\ B DFTIE
ZLIEWELET, ZOBRE. FFPEBAETHL ZLRBENHDH 2 &
ZHET D&, FFHEZILE TOARRIRIFIZB I TLENET,

BEE % (reexamination law) D#E

[2272] &0 X 5 IR Z RV 5 12 DI KR EBEES N LR (reexamination
laws) ZHIELE LT,

[2273] HEE LT, FEFEE. B8, BREE2ECHTHL., THFTIX
Firze AETURERNDHD ] LESFTHIETT,

[2274] Z OFFEIT. FFFE L OHIR SN2 FIIT 2 ARML & U 7= 477 A 201
EV D FE (issue of patentability) \ZBRLNTWD EZAIZHD F4,

[2275] T b, ZOFEFEELIT, KEFFESL 1 250 FTRME A
SNs, TR L— A EHERT 2HE LITEED bIF T,
W E AT D5 R

[2276] FEEL VD b, KRERFFELL1025L 10 3F0FT, KT
BLOERITI B L COE > S ABEH R S DT,

[2277] ZZCTOEERIL, BEEIIFTF LN EINZTITHE 02058 E L
TWBZ & T,

[2278] DFEV . ARLEH (public use), HRFEDIEEHE (offer for sale), TE L < 72
W BHEELE (inventorship) (2T 25REIX, B4 & oTVE T,

HFAFMEIZBT L TDH

[2279] BHEATIE. 20O, FHFOKRBIZETEZ LT, 2FW ZORHD

R tEICBE9 AR B b,

[mw]%h?i HEELIZEDL I RFRETHI D, TEHFEELZ LD
INTFHRT DN OWTEH LIz & BnE T,
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[2281] But you should be mindful that this is 1997 that | am making this
recording, that changes in the reexamination statute are coming,

and these changes are expected to make a reexamination not just one party
before the patent office but two parties before the patent office, just like an
interference.

[2282] And in addition,

once the patent office has reached a decision between these two
parties, that decision is final and has effect in Federal Court,

so that

these parties can't simply use the patent office as one place for their dispute
and then take it up again in a Federal Court somewhere else.

[2283] They will be stopped from doing that.

[2284] So the two basic features of the law changing would be:

the two parties get to interact in the patent office; and secondly,

this interaction has force and effect in the Federal Court as well.

[2285] So let's talk about a reexamination.

[2286] A reexamination is any person, third party, patent owner, anybody
writing to the patent office with a very large fee and saying,

“There is a substantial new question of patentability raised in this
patent, because of these patents and/or printed publications.”

[2287] The requestor makes this statement and offers arguments.

[2288] Does the requestor have to agree?

[2289] No, the requestor simply makes the argument.

[2290] It may be that the requestor is the patent owner,

and the printed publications and prior art have been brought to their attention
by someone or some company

that the patent owner believes is infringing the patent.

[2291] And the defendant or the company who'’s been accused says,

“No, the patent is invalid.”

[2292] The requestor or patent owner looks at the subject matter and says,
‘Well, | don't agree, but | know somebody or an organization

that will look at this and give us a decision.”

[2293] And that would be the patent office.
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[2281] ZZ CTHIAIIRZTEWTHLLWEWZ LT, 2o TF475T—7#
ZOWFRERTHD 1 9 9 7THEIZBWTC, BEE TSI 5 IEHIIER
EFLRMTINDEND Z LT, ERMETFT CORERILI—HDOLYEH
MRS LTV EDIZR L, ATHOWETiE, BMEE LR, X
HMENEGTED LI ET,

WHFTHOHEEF T T

[2282] S BIZ, FdrT B Z O Y HER OMREIZ HE (decision) % F LIz%4&
ZDRIE (decision) W IFIEDSDTHY | #EHEHFT Federal Count) 123
WTHHERE RV E9, TERE, MIFIIRFTICRE Liciad e, BIE,
HRERHEFTICREBALe Z L iFTERLS D FF,

[2283] =D &3 ZEIEINET,

[2284] A EIOIERBIETO Z>OEARAFFEIL, (1) FAmicsnT, Mxt
TOMEDPHFEICHETEL2XOIIRDI L, £LT (2) BT TOF
HPHERBHFTCOAEDICRD Z LT,

[2285] [2286] HREFAL & Id, BBE=, KR, 2N ToH ), ZHOBEEEL

B2 L1k, T2nb0RFH 2 VIETFITHICES< E, 2o

WP E DT (FFY) PEICE L TEEIZARERI 2R (@ substantial new

question of patentability) 3% % L B b | &, FiFTICEm CHERTIZ L

Qe

[2287] & Z T, FERANIX. ZOHDE (statement) ZAEY | E A (argument)
BHLET,

[2288] ZHTid, FERAITHENPOEEEMVELTIHDOTL X 9D,

[2289] ZDMEITH VY FX¥ A, FRANTHIGHAZREST 5721077,

[2290] FERADEFFHEZE DBA L H U 3, AL DI WITEEN, BrtEs

ICHITRRATENR O Z 2 ML Z LIk o T, KiFFHes D FHE DR

FIZRMWTEHE R ETT,

[2291] #&EH DVNXEFR INT RN, 157/ LHELE (the patent is invalid) |

EHLUHTEE L,

[2292] BERFE H D VIFFFFEBR X TEERNAC, [RETERY, TH, 20

HreFH L T N8R mo TS| LIRS Liﬁ"o

[2293] ZOFHE T HHEN, BEFTTH DI DT TT,

=i
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[2294] So the patent owner can put together a reexamination and give it to
the patent office and request, “What do you think?

[2295] Do you think

that there is a substantial new question of patentability?”

[2296] The patent office will then render a decision.

[2297] The form of the reexamination is just like a reissue.

[2298] It's made up of a cut-up copy of the actual patent, glued on pages and
given to the patent office, along with arguments and statements.

[2299] The statements must first point out the substantial new question
of patentability for each claim for which reexamination is requested.

[2300] You can’'t make a general statement that the patent is invalid.

[2301] It must be a very rigorous, exact characterization of what's
wrong with that patent, those claims,

and how the references raise this question of patentability.

[2302] It must be very specific, very exact, and very rigorous.

[2303] You must naturally submit a copy of every patent or printed
publication,

and if one of the publications is in a foreign language,

you must submit a translation of at least the relevant parts of the document
that you wish to rely on.

[2304] Okay, so you don't have to submit an entire translation,

but you do have to submit translations of the relevant parts.

[2305] In addition,

if it is a third party which is filing the request for reexamination,

it must certify that the patent owner has been given a copy of this filing.
[2306] So in that respect, it's somewhat like a court case,

where you have to certify that service has been made or attempted

and that you have given a copy to the patent owner.
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[2294] €N T, KPR I ERE O REB LR L, 0% FBFFTICRH
LTROESCEBRET, 85 BWETD, )

[2295] Thewr (%D MEIZBIL T, AEMZFT LV EEARD S L BbhE
ERA

[2296] £ LC. ZO® LIZRFFITBHESE T 7 (render a decision) 1) T,

BRELHAZDF L

[2297] BHRAOFH S BIIT & FROBRTT,

[2298] %¥eF2 800 BEY L CRIDMICEE Y M) 7o cE S g+, ZoEE
(2. BLE (rgument) & HAE (statement) T¥eZ CHREFFTICERH LET,
[2299] BLRETIX, W0, HEENRDLNTNDEZAD I L—A
DENZINTITX LT O, FFFFEICBET 287 L < ABER 2RI AN B S h
TWRITIUEZR Y FX A,

[2300] BIZHLRET MRFRESCTH D] L0 D K5 R — R 2B A+
THENERA,

[2301] FF&FH DL Z L—AIZB LT, EIRRL BVDDOBEIC L Toro
IEEZRIFL TV (rigorous and exact characterization) W72 S, £1-. BHD
AR 2R T 2RI L 22 2810 (BMR) FIAWHEICHBA S TR
iz v £8 A,

[2302] HsD T A7, IEME, D>OBEEE (specific, exact and rigorous) TRt
B0 EEA,

BIERFHPHITYD 3 E—F2H

[2303] M. BEMBTFRE L OFIITHO 2 ¥ — 13+ TR L2TER Y F
Fh, THTHPAERE TEIN T EIHEAICIE., P2 & L EEEMICEE
ERT DIEFRZ WA L2t id2z v 8 A,

[2304] FTMREZ FGRT 201372 < . BIERSZIT T Vo T,

[2305] & BT, BEZAVEHEFEEOHRKREZ L COBEEIE. FiFEENZOF
FEEFEEZITB o TNDB &N GEPLE TS (it must certify),

[2306] ZDRIZBNT, ZhiEFEHOGA L IEHTWES, 22Tl —
EARREN, HEIVERAONEZZ L E, FEHLRTNIER LT, Fne
FCLSC, ZOHETH, BrERIC o —%2E L LT 2 0ER S
nET,
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[2307] Okay, what happens next is

the patent office makes a threshold decision with respect to the
question,

is there a substantial new question of patentability raised?

[2308] That's the only question that they answer initially.

[2309] If they say, “Yes, there is a new question,”

then the patent owner may respond within 2 months

with something called “a patent owners statement.”

[2310] If the patent owner does respond,

then the third party requestor may make another submission
and respond to the patent owner’s statement.

[2311] If, however, the patent owner doesn't respond,

then there is no opportunity to make a response to this statement.

[2312] Once the reexamination is underway,

the examiner can reject the application or the claims.

[2313] Now, is this a requirement?

[2314] No.

[2315] The examiner may say

there is a substantial new question of patentability,

but it is resolved in favor of the patent owner.

[2316] Not a problem.

[2317] So this is how a reexamination works.

[2318] It's a threshold question, and once it is determined

that there is a substantial new question of patentability,

the application or request proceeds into prosecution.

[2319] This prosecution is quite different from an application.

[2320] There are no automatic extensions, and you cannot file a continuation.
[2321] It is ongoing and cannot be stopped:

you can't abandon the reexamination,

because if you do, they will simply issue the reexamination certificate
as of the day you decided to stop prosecuting.

[2322] And it may be that all of your claims are presently rejected,
and that will be the end of your patent.
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[2307] O H L FFFITIE. ZOMBAICET 2 BHDHE (a threshold
decision), $720H R SN REra MBI 2 AERI 28 LRI A
FETL2NE S ) OHEE LET,

[2308] ZAuAS. BR%ADERE CRFFT N EIE T 2 Me— DB R T,

HHIEEDHEIZE

[2309] & LEFFT OB XM, T LWBEMERIFEET 5] £ ) 2 & ThHhuL,
R X, o ADINIC, #EFHEE OELZE (patent owner’s statement) &
FRIN 2 EEE R L USBETH 2 21T £,

[2310] KieFHEBE DINET D &, BB DFERE (requestor) 13, ORI % 1T
W, KPR LRI LSBT A 2 i £,

[2311] LU, REFEE DISBE Lo 2B A1, & OfbR B\ E 5 2 1

IR LTy 1,

[2312] HEEDOFREDEIT TS L, ZOBR T, BEEITETFHED 2 W
X7 V—AZfE@ETH N TEET,

[2313] THUTLBEEAEZRDTL X 5 Dy,

[2314] [2315] £ 5V 5 0T Tt BEFIIRFOAIMEICHIEN S 5
BTH, BB T, TOMERIIEESNS, EE58A1HY
ES

[2316] BIEETIEH D 8 A,

[2317] BHEEIXZOIHICED NI T,

[2318] £THRMNC, F—BED REFFADIMEICH LOVBRMAERH 50 £9
POHEZTL, bL ERSH D] HAEE, ZORKFHED L ITHE
B RITFEBERIZAD 3,

[2319] BHEEFRE T, BE ORTFHBEOBREFRS & ZEOENET,
[2320] HERY R BIRER IS | AkmHREIRF T S ER A,

[2321] AT Z b 2T i b, —BHMEILZFsn T
Th, BEREIIRETHIZLELTEERTA, EWVIHIDIT, BEENHESN
ICXDRIZ, BiFTILAFEEAHZE (reexamination certificate) % FI{TL T L
FOMNHTT,

[2322] % OFFEEFEIZIIETO 7 L— AR ZF O AIZE W TR THEE X
NTODHEEODHD, TO70D LRFFITEDER->TLEVET,
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[2323] So those are the considerations of a reexamination.

[2324] It's similar to a reissue except anybody can file for it,

and there are no extensions allowed,

and the third party can only participate in the beginning.
[2325] Once it’s underway, no participation by the third party,
except in response to a patent owner‘s statement.

[2326] Most patent owners do not file such a statement,

so the participation of the third party requestor is just up front.

[2327] Now what can you do in a reexamination?

[2328] Well, you cannot broaden claims.

[2329] You can narrow claims, but you can never broaden claims.
[2330] And that's about it for reexamination,

and bear in mind that we do expect the laws to change.

[2331] In your packet of materials,

there are a couple of examples of each of these.

[2332] And | will take you first to a reissue at page 160.
[2333] This is a reissue for a bookmarker.

[2334] This reissue was undertaken before filing a lawsuit.
[2335] The opposing attorneys,

or rather the opposing parties in this potential lawsuit
identified very good prior art.

[2336] But they also identified serious defects in the claims,
and specifically, the claims needed to be narrowed.
[2337] And so this reissue application was filed

because the claims were defective under 112;

they were ambiguous and the claims were narrowed.

[2338] This was filed prior to a lawsuit and is a typical use of a reissue.
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[2323] AERFEE CRZTEMRITNIER RN LT,

E=EDEE LR T

[2324] HEEITERITE LLTOETR, B2 503, BEAILETLE
HyDZeNTEDZ L, BIFEEMNRBOOLN TRV ETY, EHIC
B IIBFEEOINOBEBEI IG5 2 E NS TWET,

[2325] FEORKRIT., FZFOBFHEE~OB T, FIFES LR E~DIS

BIEFZRLNTOET,

[2326] KFRFHEE DFFRFHER N EZRIBT 2 2 L3 LA LRV T, B

FEOBFEE~OBEGIITIOBBEIZ &5 Z L2k £,

[2327] £ T, BEECIIEDL IR ENTEATLL H M,

[2328] ¢, 7 V—AOHPHEIEETHZ LI TEERA,

[2329] 7 V—ADHEFHEZRD D Z LT TEXETHR, EET S LITFTER
TWEFA,

[2330] U ETHFAOHMIIETTT, Ricfhizkdic, HEEICET
EREENTEIN TS Z EB R L TBWTLEEN,

5. EOIC i SHRITSE HEEDER

BETDEG <HEH: G ~N—2160>

[2331] BHITIE, BRITEFEEORMAN 1 ETHEDTHY £7,

[2332] B 1 6 0=V D, BRITEZETUODICRTHAEL k5,

[2333] AT EEE @Lkb%% L7=RF O BRAITTT,
[2334] Z OBEFITIXFREASHIZ 22 A LENCBRB S O ET,

[2335] = DKEEFFI ﬁﬁ#éﬁﬁ#éi EWVD I VITERAAER & R o T A
DHFMEFT = HFNEE S LUEEAN, & OMHBMO Y FER, 1T
B oarflw ol E Lz,

[2336] EHIZ7 L— AT HRA BN S D Z L2 RO E LT, BEMIC
3 ZOWEILZ L— LAOHEHBANILETESLDT, RODIBENHD & WS Z
& T,

[2337] KERFHEHR 1 1 2RICESE, Z L—ACKRBEH B, OF Y R
MTHY ED oI s 20 E WS EA T, BRTHEN RS
NTWNET,

[2338] ZDOHFEITIL, FALANIEHINTEY, BRITOFEREL LTI
BRI 72 b O TF,
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[2339] You have a patent, you‘d like to license it or enforce it;
in the end, you file a reissue to fix it before you do that.

[2340] The basis

that the application was allowed in the case of the bookmarker
was secondary considerations;

that is, the success of the invention is

what convinced the patent office to confirm

that it was patentable.

[2341] The second file | would like you to look at is on page 157

and is a reexamination certificate for an invention to an interocular lens.
[2342] This invention was reexamined

after the settlement of a lawsuit and the granting of a license.

[2343] The licensee filed the reexamination

because of a clause in the license which said,

“If a reexamination is pending, the licensing fees can be withheld.”

[2344] Naturally, they filed a reexamination

as soon as they could to stop the payment of the licensing fees.

[2345] Once again however, the patentability of the invention was
confirmed because of secondary considerations;

that is, the success of the invention in this case,

having taken one third of the total market for this product,

was such that the patent office was convinced the invention was truly
patentable

and that they had made the correct decision in the first instance.

[2346] So | have now discussed

what happens or what can happen after a patent issues,

and | have focused on reissue and reexamination,

and we've discussed two specific examples.

[2347] The strategic aspects of when to use these

are best left to an experienced patent attorney who has done this in the
past,

but you should know they are available to you.
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[2339] KEFFHER DN T A BV A ZFFAIT 50, FFMEL 53 L7 WIgATx, (R
RER BT FTRIICERITHET (7 L—AD) KifaERIET 28R
HET,

[2340] Z D7 v 7 ~—27 KR OMBITHEAOFE R AT ol SN2 ARMLZ. VX
HIZESRHEIE (secondary considerations) T3, OF V. ZORKHFORIIT, =
DRFFFCIIRFEDR S D L FFFTICHRE S EZ L 2AZH D £,

BEEDEY <##H . N—2157>

[2341] KDFEFNL, BM D1 5 7X—VI2H b, TIRNEIRSE (intra-ocular
lens) | DOFINIHITEINT, FEBAHZE (reexamination certificate) T,
[2342] T DML, FFROWE E T A B R (KFFFEMiME) BEORICHRF
EINHLDTT,

]

SA 2 — I BEERAS

[2343] Z 4 B R &R EE (FFiFEmtEs 71 2> —licensee) B3,
FEEFHRLTOVET, LWVI0IE, 542 RORH/EFEOPIC THEE
MBS IZ, T4 2 ABHEOIHANVIRE EN D] EOLER D72
NHTY,

[2344] HRRDE, T4V V—iF, T4 BV ZEEEZZ D2 THND
L2z, R FEERZ T BREEZHERLTCVET,

[2345] SEID T —ATY, BIKHIZLF I (secondary consideration) % PH
ELT, BHOFEDENRBEO bR TWET, oF0, oG0S iR
REHD—E VI FEB ORI ERD T, BHFIL, 2 ORI
HY . RO OFEHBRGHEE > T Rh o EHE LTS b
T

[2346] ZZFETDEZAT, FirRITRIZ, T80 X272 BBV, £
DL RFMEEWMD ZENTEBD] ITOVWTHEVE L,

[2347] FRICHRITE HEEICERZ DT, TNThOEEE _MFRE L,
BRITEBEELZ, BRI OHEHT 201200 TR, BRBRENRRETF
HEHTESONBEETY, LaAL, HEAL LTHRITEHEEDOFREN
ARETHD LWV D Z B M- TR Z EIFKRFETT,
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[2348] But there are important differences.

[2349] Reissue can be filed only by the owner of the patent,

reexam can be filed by anyone.

[2350] Both end up in ex-parte prosecution,

both files are available to the public.

[2351] So there are good reasons and not so good reasons to use each.

[2352] This brings us to the end of this course on the fundamentals of U.S.
patent practice.

[2353] Look for other tapes

that we will put together to teach you more advanced practice in this area.
[2354] You now have a good overview of what is required,

and you can talk about the subjects of filing and writing and prosecuting U.S.
applications.

Good luck in this endeavor.
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[2348] T L CZDOODFHEDEERMER T > THL T & bBETT,
[2349] BRATHREIIRFFEZ 2T M RETE 2 0Icx L, BEEHBEOHE
ITHEDNRH L CHNER A,

[2350] EHLLOFRE S, YHEDO —FEIHIL S (ex-parte) FBEFHEX T
T, BRITEEEEIISD L B ARMENTRETT,

[2351] TID b, ENEFNOFEEBIRNTHIHEE L Z D TRWEAN
HoEI,

[2352] LA EZ &> T DRERBFCEER & FRFEOEM] BV ) — &
RDHZEITRYET,

[2353] LOREFFRRIEY ) — XTI E B2 EROKERHFFERE BNED L)
W27 o TWET,

[2354] ZOFWMEZE L CRERTE L HEFR S 0ERFIZ X, [HF
HEO®RM |, 17 L —AOXEER), HEETHRE] ITOVWTORENARE
Lo TTEBRLITR-2TWABITT T,

TN TRHESADITHIIZRBHTY LR E, ZOETAHEEKT S W CIE
R
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