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crarTer What is a Patent?
Jim Longacre
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[0001] Personally, | wrote my first patent application in 1969.

[0002] The invention was a coupler for aligning large pipe sections.

[0003] | remember the invention very well, and | could write the application today out of
memory.

[0004] | prepared and filed my first amendment the same year.

[0005] It was an invention for armor plating on a tank. | remember that invention very
well, in addition.

[0006] Since that time, | have had the honor, the opportunity, to prepare and file
hundreds of patent applications and to prepare and file thousands of papers in our patent
office, including many many amendments responsive to official action.

[0007] I've also had the opportunity to participate in many patent litigations, representing
both plaintiff and defendant.

[0008] I've particularly enjoyed being involved in license negotiations and seeing
inventors, both young and old, have their dreams come to pass and their inventions come
to the marketplace.

[0009] | have worked with inventors as ybung as 16.

[0010] I remember particularly one young 16-year-old, whose invention on welding
technology became a standard in the industry 20 years later and resulted in total
payments to him of more than a million dollars.

[0011] I remember working with one investor, who at the time of the invention was in his
mid-80s, and who was excited about his invention as the young boy of 16.

[0012] It has been an exciting career in patent law, and | recommend it to any of you
who are thinking about going in that direction.

[0013] The authority for United States patents can be found in the ‘Constitution of the
United States.

[0014] In Article 1, Section 8, the Constitution provides “the Congress shall have power
fo promote the progress of science and useful arts by securing for a limited time to
authors and inventors the exclusive right to the respective writings and discoveries.”

[0015] Reference here to authors and writings is the basis for copyright protection in
the United States.

[0016] The reference here to inventors’ discoveries and promotion of the science and
useful arts is the basis for our patent law.
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[0001] FADSH & THFFFH B (patent application) % F\7-D1x1 9 6 94ETT,

[0002] ZD3WIZ, KE L34 TEHOBH E4TH H 75 — (EfEER) Tl

[0003] ZDFEWDZ LIZSTLEHLALTHT, [WHRTFISTHRTHFHEzES I L25T
EHLHWTY,

[0004] 6] U4 D T #iE (amendment) DHFEED LE L7z,

[0005] BEHEDFEHIM DI T, Znd L CHEZTOWET,

[0006] Z M LA, AiE & v Rt o MBUEA . HFRFIT 2 & O %A B # AN (official action) 12
ST B, WIEEZEAZ T &) INEHEZ HETARFICEINTIE L

[0007] % 72 FA1X % & D FFFZ (patent litigation) \Z #b 0 . S (plaintiff) + 2
(defendant) WjH 4 FORBEEZHOTE I L7,

[0008] 4512 HHEWE (51 + > X license) DWW T, BH Wb THMKIHDOFHHN
W ARSI, WS OFLEBT 5 TFINIATERIE, ME bV RV Z
B72b0TT,

[0009] 2N FE TIZiE, 1 6MOEVIEMARDI-OIMFL LT EdHY 95

[0010] Z 1 6 MOFED, BHEFMOEIIL, 2 0FERITHEEROFELLZD, 1000
NV EDOWAZS72H L F L7,

[0011] —77, ZEWIRFIZIZTTIZ8 OMRBIEEBA S D, 1 6OFELFA L SWVES
OFIPNHE LT WSRO, FirhEE FHT RO b LREATHI T,

[0012] 2D X HIZFIAH T T, FFEERCRERELHAZBILTE&F L. L
BEAOHTIOHHOBREEZZEZ TWAHPVH-s LeiE, BEZR o TBEIO LI
KR

1- 1. FKEICH ]S 1F4:5E R

[0013] K EUFF O R, KA #FE (Constitution of the United States) T4 o

[0014] KEEBES 18|, F LW [HIRHER L, FHFEEZHL L FEHE (authors and
imventors) VZuF UC — &4 (for a limited time), FNWENDEWL (writings) B L OHL F
B) (discoveries) VDT HEMAIHER) (exclusive right) B RET 5 Z L I2 L), FELLF
B e B (science and useful arts) @, HMEROIREZ R ALMREZETAH] LD F 7,
- [0015] BEICH S0 [FEER] & [FHah] 25 REN B 5 FHFHERE (copyright
protection) DML & 72 o TWAEFTTT,

[0016] [Z8H 21 & 25848 GEH) (inventor’s discovery) | B XU [FL#EE L NHH %M O£
HRDOMEE (promotion of the science and useful arts)| A3, #FEFFZ (patent law) DML 70 T
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[0017] Using this authority given by the Constitution, Congress has enacted us a set of
laws which we call “35 United States Code,” and this set of laws is divided into a
number of individual sections.

[0018] For example, as | mentioned earlier, Section 102 is the basic novelty statute.
[0019] The full title of that section would be “35 United States Code 102.”

[0020] The United States Code, of course, does not explain everything that is involved in
the procedures for obtaining a patent in the United States.

[0021] The patent office has created a second set of rules called 37 C.F.R.-37 Code of
Federal Regulations.

[0022] These are the patent office rules, and just like the patent office statute, these
rules are divided into individual sections.

[0023] Finally, the patent office has created a large volume called the Manual of Patent
Examining Procedure, the MIPEP.

[0024] The MPEP explains the patent office review of how the rules and how the statute
should be interpreted.

[0025] Therefore, in order to have the complete set of procedures and explanations of
what takes place in the patent office, you need all 3 of those volumes—35 U.S.C., 37 C.
F.R., and the Manual of Patent Examining Procedure.

What is a patent?
[0026] Let me give you a definition of a patent which will help you understand its nature.

[0027] A patent in the United States is the right to exclude others from making, using,
selling, offering for sale, or importing, those 5 acts-making, using, selling, offering for
sale, or importing—into the United States, its territories, and possessions what is
covered by one or more claims of an unexpired United States patent for a limited time.

[0028] That's a working definition that you will find to be very useful, and one that you -

must eventually commit to memory.

[0029] Let’s ook at each of the individual components of that definition so we can better
understand it.

[0030] “For a period of time’—the patent monopoly is not one which can extend
indefinitely, and it’s not one in which the term can be set by the examiner or by the
patent office.

[0031] In the past, it was very simple to determine that limited time that the patent
extended for; /it was for a period of 17 years from issue.

[0032] For more than 100 years, that patent term remained the same—17 years from
issue.

[0033] And then in 1995, Congress changed the patent term, and they changed it in a
way which makes determining when a patent expires a less than easy task.

S

.



[0017] IS & o TRE SN ZOMRE b £12, HERIRENFRFR: (35 U. S. C) Ldh
H—HOEREHIELE Lz, OIS SN &4 (sections) [ZHHEIINTHE T,

[0018] 1 213, FE LM 7 4F3FEEE 1 0 2 4843, FBEDORIETY,

[0019] & DL&HDOERZIFO4IE, KEUFE 1 024(35U0.S.C. §102)TYo

[0020] b B A A, KREUEHFGEL. REICBWTHHFZIURTA7-00FREOTTE, #
BLTWEbIFTIEHY A,

[0021] 22T, $FFITIE. A (rules) D 2FB DY v b LT, [REFFEMITHA (37
C.FER. 37 Code of Federal Regulations)] %% L % L7z,

[0022] & K EUSRFEIGATHANE ., #FFFT DM (patent office rules) THh o T\ IFFH/TEH
(patent office statute) & IR, FHRFUITPNTVE T,

[0023] |l 4FFFITE. [REFFFLMEE (Manual of Patent Examining Procedure: M. P. E.
Pl LV ERBIREER L TE L L7,

[0024] ¥ FFBHAMENL, 53T OHAY (rules) L1E7 (statute) 3, LD & 5 ITIREN L~
EDEHPAL-DDTT,

[0025] BFFFIZB VTP TThbh 2 h0FHmE LHFEPORELZ Y b EFOZOITE,
[REEFD: (35 USC) ). DREFFFEMATHAI (7 CFR) ). [HFiFHFAMEE (M. P. E. P)
O 3MOFLEDBLETT,

1-2. #HEIED

[0026] 537 DME (nature) T PR L TW7272 7200, EDEF (definition) ZFHIL 9,
JEE (definition)

[0027] REICBWTHF LI, [HE TS (making)). [H TS (using) (M55 &
(selling) ). THRFHIEALT B (offering for sale)] [BHA 9°& (importing)] AT O M7 & HEE
& HiFY (the right to exclude others) 6L $4, T HBE, A, iRe. oo, W
AD 5774 (5 acts) 1&, HRRMNICH 5 RERFOOL2H 5 WIZEEO 7 L—AI12 L -
T. —EIR, HEIS XN TWAB, KA, (United States). #81 (its territories). B & OHAH
HiP (its possessions) WIFR &) 5,

[0028] ZIAS, T DA — A THMHT B ETLDEF (working dfinition) T, O THM RS
DTTHhH, BATBLREDDTT,

[0029] 2 Tld, EFx S LIPS K-> T, ZONFEMALTAIL L Jo
ERIEIR (for a period of time)

[0030] H5EFDML1E (patent monopoly) \IXRIMRAH ). HMBICERETHZ LI TEIE A
F 72, BEERCHITI. BFIFFNHZ RO LI LD TEIEA.

[0031] LART L, HEFOAMIIRZYRET 5 2 LIIMH T, BT (ssue) 6 1 7THEMERT
> TwE L7,

[0032] 1 0 O4ELLED DR, ZORATH S 1 7HEME W) FFFHR (patent term) BIEHEIN
FHATL

[0033] 19 9 54EITKREHRAIVIFHOMMEEE L, ZOR» L, FFESVOEHRIN
W B O HET AEEIR. BHRTIIR RN L

7D

~EIRNHE w8
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[0034] The rule now is that for patent applications which are filed after June 8, 1995, a
magic date you must remember-June 8, 1995; for patent applications which are filed
after that date, the patent expires 20 years from the earliest effective U.S. filing date.

[0035] And that earliest effective filing date may well be before the actual U.S. filing
date, and we will see that when we look at the Yamazaki file in just a few moments.
[0036] After June 8, 1995, 20 years from the earliest effective U.S. filing date.

[0037] Well, what about applications which were on file before June 8, 1995 and issued
later or issued before that time?

[0038] Those patents take as their term either 17 years from the issue date or 20 years
from the earliest effective filing date, whichever is later.

[0039] And this also applied to every United States patent which had not expired before
Jun 8, 1995, which meant that there were a very large number of United States patents
at that time which had a year or two years added on to their expiration date, added on to
their term.

[0040] “The right,” a patent is a right.

[0041] It's not a self execuiing right.

[0042] If someone is infringing your patent, that is, if someone is making, using, selling,
offering for sale, or importing—any of those 5 acts—then the obligation to enforce your
rights is upon you as the patent owner.

[0043] The Government doesn’t enforce your rights.

[0044] You have to enforce your rights.

[0045] You have to go into court and establish that the entity you believe to be infringing
in fact did infringe your patent, and that you have a valid patent, which should be
respected.

[0046] “The right to exclude” —the patent law does not as a patent owner give you the
right fo practice your own inveniion.

[0047] This is the most basic concept which many inventors and which many . people
who are involved in patents just never can understand.

[0048] Having a patent does not give you the right‘ to practice the invention which is the
subject of that patent.

[0049] There may be other patents which broadly cover the concept that you want to do.

[0050] Your patent may be an improvement on someone else’s very basic patent.

[0051] It may be that what you want to do is a violation of a law which covers safety, or
which covers public health issues, or which relates to protection of the environment.

(72
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[0034] BAEDHANE, 19 9546 1 8 HUMICHFE S NKFHBIOEN SN 9. B
HZUMIHIZ1 9956 H8HTTIDTHRTL7Z3 WV,

F o B YR HEETRE & 2T bR, REWN T, # A DHAHBH (the
earliest effective U.S. filing date) > &, 2 O ERABAEITT,

[0035] &, KENTRD EHOEMEAH & v ) HAHE. EBOXRENME B X Y BLE
Wb ENRHY, Tz i, ZoBT O, LBENEFESHRLZBLHIL 7

[0036] 199 546 H 8 HLAKIX, &b FMOFFMEH 5 2 04,

[0037] 21 Cid, 199546 H 8 HURNCHBHEAT, 199546 A8 HLKE HL<
FZNLRNC AT SN TV R HEFEO, AR E I RRETL2DOTL 29 %%

[0038] ZDa, HFEFHEITH»S 1 7HEM. H2 0k, RENTRD R OAR B H 2
52 04EMPDI By HBACKLIED OBIBEAIEH INT T,

[0039] Z4Lix. 19 9 546 H 8 HOWKMTHERIE - 72§ RTOREGFFFIGEH SN E L7z,
TIN5, BEUUEORIC, AR 1 ~ 2 FfHF R SN HERF D72 S AH ) T L7,

1EF (right)

[0040] 457 1 ZMEF) T 5

[0041] & DYERNIEH BT (a se/fexeéuri;g right) 1335 ) T8 Ao

[0042] BRIZ D LD DB 7z oMiF2RELAELET, 2F ), T TIXBRTZ5 2D 4,
B, Wise. M. BFEORME. AR L2GA I, R EATHT 5080 2d
Z (patent owner) IR L\ T & TY,

[0043] BOEAHERIOAT A LT N B DTS ) A

[0044] KRR TH B H 7205 FTHELRTE RS RO TY,

[0045] FFIFTISHIBNAT, HOD, SFONLIREGR LT EZRIFEL VBT L, FFE 5
BIRELTWARVOH A ADPHSOFFEREL TSI %, FELATIER)
Ao

HEBR DHEFY (the right fo exclude)

[0046] ZEEE D FEFY (the right to exclude)s

Fedri 3, BiFrRA R L LCOHHIC, ML INE L ETICETTEF (the vight to
practice) & 5T 5D TIEDHY A

[0047] ZNidwmd BRI ETTI, £ ORPEL L ORTFEBICHEDLLZ LDANLD
e oTh, BT 200 L L5 T,

[0048] HEr 2 RH§ 2 2 Lk, ZOFOTETH LM%, FITT M2 H 272125 2
LHHDOTIEHY T A

[0049] {BOSEFFOHIZIE, HBlWERLAEZE LILBTHEHBETLIHTOH LD, H5b
b LT A,

[0050] & 7 7= DXFFFDS, MO NORD CTHREARW LIER 2. LA (improvement) L72720T
DHDREENIZELHLTLEI

[0051] & 7 72 DFFEF O HFENE DS, REH (safety). LR B4 (public health issues), 3 % \»
XERBEIRFE (protection of the environment) \Z 3731 5 ERHIZ R [ TV 8 (aviolation of a law)

HBabdbdh Y,
2730
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[0052] The right of a patent is the right to exclude; it is not the right to do anything.

[0053] Again, the basic acts which constitute infringement, that is a taking of the patent
which entitles you to stop that infringement and to compensation, are now five.

[0054] Until 1995, they used to be just 3—making, using, and selling.

[0055] But offering for sale and importing were added at that time.

[0056] It only has to be one of these acts to be an infringement.

[0057] It doesn’t have to be all of these acts. _

[0058] If | manufacture a device in the United States, and | sell that device in Germany,
and it’s used in Japan, that’s an infringement of the United States patent.

[0059] If | manufacture a device in the United States, sell it in ltaly, use it in the United
States, that’s an infringement.

[0060] Of course, if none of the acts take place in the United States,

then there can be no infringement of this United States patent.

[0061] “Within the United States, its territories, and possessions” —patent law extends
not only to the 50 states of the United States.

[0062] It also extends to Puerto Rico, to Guam, to the Virgin Islands, to the Mariana
Islands, and a few other pieces of rocks and islands around the world.

[0063] The claims, as | mentioned earlier, claims are the heart and soul of a patent.
[0064] When you are determining whether someone has infringed a patent, you must go
fo the claim.

[0065] It doesn’t matter what the overall description in the specification says.

[0066] In order to infringe the claim, each and every limitation of that claim must be
present in the alleged infringing devices.

[0067] There are four basic categories of what defined patentable subject matter in the
United States, and these are set forth in 35 U.S.C. 101.

[0068] In order to be patentable subject matter, and don ‘t be confused by patentable
subject matter as to patentability for novelty or obviousness...in order to be patentable
subject matter, an invention has to be a process, that is a method, a machine, a
manufacture, or a composition of matter.

[0069] Now, as a matter of fact, what is patentable subject matter in the United States
has been interpreted very very broadly.

[0070] Almost anything, in fact, can be patented in the United States.



[0052] 474 (the right of a patent) VI AICFEAT & & 2 WHEBRAE (the right to exclude) T o
fAITHTELHERE V) DIFTEDHY) A

22 (infringement)

[0053] M DB E R MBS 2 HAWIT7 % (basic acts), Tibb, HLldWEFZRA LTV
HEWHZETEN~NOBELZHIEL, ZOMELZFERT S & VIHIFFORETH I, BUE
TEBREDBITREIHLE T, |

[0054] 1 9 9 54FEF T, Bk, i, BFo 317/ TL.

[0055] BEFEDIRAL & fi A DS E ORE RTINS g L7z,

[0056] 216 5ATHDH b—2D T TRELREEINT T,

[0057] 5ATATRTTHIUEXLVDTY,

[0058] ) 213, #)sd AEE 2 KECTREL, ZhE MM v TlsEL. €I AT S
Nz LEd, JIUSKERFOBRETT, 4

[0059] 2N Tl RETEEZME, 120 7 Tl KETHHELLESRE)ITLLY
Do IO FLAFFREL AR SINT T,

[0060] BHDA, NHEFHDI B, EOTHESRETERD b v o A, REIFRF
DODBEEITIZR D T8 A

[0061] [KEA T, 20t BLXOZORFMFICB T —IFFFEIR 7AY TER
E5 0Ty $EA,

[0062] 7TV bV 3, T A, N=V VB, YU T TR ZOMEOIDORAEEATL
HEERATEN ST,

2 L =4 (claims)

[0063] JE4T &b ik F L72A5, 2 L — L I3HFER O (heart and soul) T o

[0064] B AR E SN0 E D W2 HET S (determining) 7291248, 7 L— A& /R ThE
% EH A

[0065] 4/ ({1452  specifications) DT, EEMIATIFER SN TWE1EHE ) EH
ShEdA,

[0066] 27 L — A A BETH720I21E, ZD 2 L— 2D 4 OBRE (limitation) 7%, RELT
WABEHLETHNRTWAEBEMNC, ROPL2TNELR) EEA.

1E5F & 4 V) 18 3 /8 (patentable subject matter)

[0067] KENZ BT, $53FE 7 0 185 28 (W F subject matter) & ERIVTT0HLIHDA4
DD IR 12 FIHE (categories) HiH D, T HIIAFHEE 1 0 14:(35USC.§ 101) I &
nNTwET,

[0068] H57FE 72 85 EMTH B OICE, — I OIFFFE & V135 EME, FiBlEdH 20
B & o 22T (patentability) DIk B R BT S ——RIE, T
X (process), 2 ¥ V. I i (method), #E# (machine), H 3 (manufacture)y M K Y
(composition of matter) TZF XY TE Ao

[0069] ZBEDE = A, KEZBWT, L 2D 9 5 EEIRELBIFNRI LTI T,

[0070] EBE, REIZHB VT, 1FEALMTH, FFIALEFAHIELTT,

)
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[0071] The Supreme Court has specifically ruled that /fving organisms can be the
subject of a patent

[0072] It is clearly the case today that computer programs are patentable subject
matter. ‘
[0073] | have seen in recent years a patent on a method of swallowing a pill, and if you
are interested, it's U.S. patent 3418999,

[0074] A couple of years ago, there was a patent issued on a method of playing
horseshoes, so the kinds of subject matter which are patentable are very broad.

[0075] It is important to understand that you cannot patent a principle.

[0076] You cannot patent a basic discovery, but you can, of course, patent a machine
or a device which implements that basic discovery, or you can patent a method which
carries out something in the useful arts embodying a given principle or discovery.

[0077] Go to your materials, if you would, and find a copy of the Yamazaki patent.
[0078] We're gonna spend the next few minutes taking a look in some considerable
detail at its parts and explaining what they mean in the context of American patent law.

[0079] You will notice that the Yamazaki patent in its upper right hand corner has
number 5512102.
[0080] This is its unique patent number.

[0081] There is no other patent, nor will there ever be any other patent, which has this
same numbet.,

[0082] The Constitution of the United States, of course, was promulgated in 1789, and
shortly thereafter the United States government began issuing patents.

[0083] At that time, however, there was no real examination, and there was no real
patent office.

[0084] In 1836, Congress decided that the United States needed a professional patent
office with examiners who would carefully consider each application to see if they met
the statutory requirements.

[0085] They decided at that time that they would begin numbering patents at the time
the statute came into effect, and patent number one, therefore, is dated June 13, 1836.
[0086] Between that date and April 30, 1996, the date of issuance of this Yamazaki
patent, there have been more than 5 ' million patents issued in the United States.

[0087] Below the patent number is that date of April 30, 1996.
[0088] That is the issue date of the patent.
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[0071] Z2& #HFF (Supreme Court) & HHEEALY (living organisms) D5 2] 6 1.8 FE
(#/58 subject of apatent) &2V 9 B EFELTVE T,

[0072] v ¥ a—F07as I AWEFELRNVELEETHL LN, FHTEIERL 2o
TVWAHDIF, BEABISITHFAMTLE ),

[0073] BoE Tl Rl 2 BAHARALH BTG 2 bNT L. b LEKRDY D5 % O HFRFES
341899975 % HLT < 728 W

[0074] 2 4ERNCIE. BH AR Y — 20T IHEFIAESENTnE T, 204X RN
%2 5 s EEOMEIE L THIRAVOTY,

[0075] LA Uy JBEEL-JTHY (principle) \3HEFE02 T HNEFFADOTIER (7123 W

0076] ZAHG 2584 (basic discovery) X, ¥iRFE 2T BN EHAD, ZORAMLIERLLIG
L7 el 308 (IS e 5. s 3, $ 72, e RIS R 2 B L7cF
S FHT (useful arts) Ty % LB 5720 DL7% (method) 144, Yrrdhi-zohdE
$o

LI T B B BRE < ~N-F7>

[0077] #bt o> ILIASRF A LT < 7250,

0078] =06 OBGHE, KEBFEICI S Labaz s, (LR < X80 > T
T 2 & LEd,

¥ 55 F £ (patent number)
[0079] F T HEDIZ, GO OLRBIZH 5. [5512102) £ W) FEFERLTLZS W,

[0080] & 4Lid, IEHFRCS 2 bNI2T T S OFFFLTFo TS EFS (unique patent
number) T3,
[0081] = & U5 & o 72 4Faridiic it d . S b bIMTE EE Ao

HHFFE15

[0082] KEBIEIL L 7 8 OFITAMENT Lice ZOEBIEMBIFIIIFIFZ AT LI Z
L7zo

[0083] LA L. Miid, ERXRGFECHFTIIHY TLATLI

[0084] 1 8 3 64F1C, A, BEEZHET 2 HEMEMN L L TORITALEZ LWL X
L7 220 HB0VT, =20 ORFFREAENEHRICREG o TWEPE) ik, FEER
BEICHETAbOEINTE LT

[0085] = DWEET, HAEHESOMAT & RS, FFCHET 2oL 2 LilkO T L
7ro EWVNH LT, S 1513183606 A13HOHNTY,

[0086] ZOMHDS, ZONKEFEORBTANTHE19964F4830HFTTIE
55 0 5% BTN, KETHIT SN TNE I EITR) $9,

HERFTH (issue date of the patent)
[0087] BB SO FIZ (19964483 0H] &) HNVHD F7,
[0088] = MAMFEFFDFHITH (issue date of the patent) T o

D
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[0089] Until that issue date, you have no rights.

[0090] The right to prevent others from making, using, selling, offering for sale, or
importing simply did not exist.

[0091] Any acts which took place on April 29, 1996 are entirely free of this patent.
[0092] However, any acts which took place on April 30, 1996 or since that time could
be an infringement of this particular patent.

[0093] To the right of the patent number you see in very large script “United States
Patent,” and to the right of that a numeral in brackets.

[0094] You will also see bracketed numbers along the left hand side of the left column
of page one of the Yamazaki patent.

[0095] These numbers have to do with fields or internal use and have no significance as
far as patent law is concerned.

[0096] Under “Yamazaki,” you will see the words “microwave-enhanced CVD system
under magnetic field.”

[0097] This is the title of the invention, and its length is very typical.

[0098] The title is supposed to indicate the general area to which the invention belongs
and also some idea of what the invention is all about.

[0099] Below the title of the invention is indicated the inventor, Shunpei Yamazaki, and
his residence of Tokyo, Japan.

[0100] In the United States, the identity of the inventor is very important.

[0101] And it is important that the inventor be correctly identified, and if the inventorship
should change, that the inventorship also be formally changed in the patent office.

[0102] Below the inventorship, you will see an indication of the assignee, Semiconductor
Energy Laboratory Co., Ltd. of Kanagawa, Japan, almost certainly Mr. Yamazaki’'s
employer.

[0103] It is almost certainly the case that Mr. Yamazaki was obligated by the terms of an
agreement with his company, an employee agreement, to assign, that is to transfer, all
rights in any invention that Mr. Yamazaki should make.

[0104] When that assignment takes places before the issue fee is paid, and when that
assignment is recorded in the patent office, as this one was, then it is printed on the front
copy of the patent, as takes place here.
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[0089] = D HAFDHIZHBWTIE, HANITFEL T8 A, |

[0090] Mg As, 3%, M. W5E. BEoRMt. b LMAT A &%, Hikd 2
HAELTH A

[0091] 1 99 644 729 HIZfTbh/z LRt 54751d, CORFFICMLFE I NI A
[0092] LA»L. 199644H300YHBLUDREICITTDNIZS DOFRDOEDITEDL, Z
OIFEOREL LY ZET,

[0093] 4 & B OEMIZIE, KX AT [United States Patent]. & L TZOLMIZIZHE
Mt X OFFBH Y T

[0094] FIARLC . ILIGEERED 1 — Y B OEMOFEMNC S FEIMY 2 0F 5035 ) T3

[0095] ZH & DFBIIIFHTONHLIA T, 03— A THIT 2HFFRICHL TIIER
THEDHY TEA,

s P (BE  title)

[0096] [Yamazakil @ % #i @ T & i& [MICROWAVE ENHANCED CVD SYSTEM
UNDER MAGNETIC FIELDJ &% b 9,

[0097] ZHAFEWDF 4 b T, BN LRESTY,

[0098] ¥ 4 MVit, ZOXEBBBTLBBLIZORHL. CORPNRLEDL ) LD TH L
PERTBLZONFEEETOOLINTVE Y,

BB (inventor), FBIZ Ef# (inventorship)

[0009] SKBHD ¥ 4 N VO T, BHE (inventor) DK TH 5 [Shumpei Yamazaki| &€
OREFFD [Tokyo, Japanl T3,

[0100] SRIE Tl EHZ D LT (identity of the inventor) 135D THEE T,

[0101] ZEBIE N EMICRIE SN TVWD Z LdMd CEET, b L. BHHEN FYEHETD
2 = Finventorship) # BEET AR, BHETF~OAX LB HEILETT,

ERZ (employer) & EF A (assignee)

[0102] [ & # (inventor)) O T3, FEZA (assignee) % 83 [Semiconductor Energy
Laboratory Co, Ltd, Kanagawa, Japan! &€& 0 3, Thiz T3 b o CGKDENZ
(employer) & & 2 THEWV T4 Ao

[0103] = 2 ToOBA, IWEKIE, BHEHETDH 551 ORK G — #EFEF 2K (employee
agreement) — 12D & o T, BERMAEH L 20 % 2EIITBVTD, 20§ XTOHEMNE,
DN GENET B (10 assign) T & DX WEET B (to transfer) T EWEF VLN THL
(was obligated) & A THE N WTL X I,

FEFYE (assignment)

[0104] & 2 TD L DI, HFZENE (assignment) DS FFEFFTTHE (issue fee) S EINANNTI
T, HEF ICHENEEOLI TG SN TV AEAIE, SO X 52, HFFZH
DFRE (front copy of the patent) \ R S N E ¢,

€2,

SYBTCBE BB

—F—= g



(RO THBPZ>E%) SUDL M 1U0IR S () e byalr 34 IR0 3B

[0105] In the United States, when an invention is made and an invention is made...
when conception is complete, at that time, the invention is by definition and must be the
property of the inventor or the inventors, and that patent invention remains their property
until they transfer those rights to someone or something else, which was done here.

[0106] Below the indication of the assignee, you will see application number 219287.
[0107] When a patent application is filed in the United States, it is assigned an

“application number.

[0108] That application number is not unique.

[0109] Since it is always 6-digit, it goes from 1 to 999999, and then they start over
again, so over the years, there have been a number of applications which have this same
serial number.

[0110] That's why, in order to uniquely identify a patent application, you must give both
the serial number and the filing date.

[0111] You will note that this application was filed on March 28, 1994.

[0112] That's the date that the papers constituting this specific patent application were
filed in the United States.

[0113] Below the filing date, you will see reference to related U.S. application data, and
what you will find is that this application has quite a complex and lengthy history.

[0114] In fact, the first application in a chain of applications which led to issuance of
this patent was filed on November 12, 1986.

[0115] This chain of U.S. patent applications all relate to a concept which we call
domestic priority, and the basis of domestic priority can be found in 35 U.S.C. 120.

[0116] Now you"H recall a few minutes ago that | said that the term of the patent is
calculated either 20 years from the earliest effective filing date or 17 years from the
issue date, depending on whether it was filed before or after the critical date.

[0117] And that critical date was June 8, 1995.
[0118] Now this application, which issued in 1996, was filed on March 28, 1994,

[0119] So that is before June 8, 1995.

[0120] When then will this Yamazaki patent expire?

[0121] It will expire either 17 years from the date of issue or 20 years from the earliest
effective filing date, whichever is later.

[0122] Seventeen years from the issue date would be 17 years from April 30, 1996, and

that would be April 30, 201 3.



[0105] KENCBWTIE, FHF RSNz &, OF 0. A (conception) HIFEIH L7 RE T,
s b S NS 7RO FORWEB DM E (property) L7271 . SEIH B DHER) 2 At A
H LWL ORI EET A F TlE, FORPEEFIIEHBICEL I,

H £ (application number)

[0106] S ADTIZ, WEAES (Appl. No) @ [219,287] #°H ) 9,

[0107] RENC B\ CTHEFH DTN S 7170F (a patent application is filed) 2. W 7 A5
ZAbNE T,

[0108] HEAEK S 13— (2L=—27) Db DO TEH Y T A

[0109] MU 212812 6 47Ty 1999999 ZHiFHFH & LT, £ T1] »omF ) 9, T
THhE, BEVEHOBICIE, B UHEESFOFFREN, HRTE228RDF
o '

(0110] = D70, JEOHHMEE Lo 5 7201k, MBS L HBH (filing date) %18
FELRTIUERD FE A

M A (filing date)
[O111] L7712 1 9 9 44E3 A 2 SHICHE N TV E T,
[0112] S5, & OILIEHET & v RO IBEEES, REICBV T, SN ZHETT,

[0113] HUBLH O F i, SRENSFERE T — & \CHE U 7220 (F/4), ZZ XM reference) 133
D E4., ZOESETCE, MEISEMETRR EPRMMIC Do TR bz Z &350
AR/ B ‘

[0114] B Z ORFORAITICN 25 T TOHONFFFRHO EORMIE. 193 6411
Al 2HIcHBsNLTWET,

[0115] & O — Mo FKERFE IS T, FAELHE (domestic priorvity) EVFENT WS &
= A OEAI I L TH D 2 E N EHNLE TS 1 2 0 4(35 USC.§120)1C
EFmINhTwId,

HEEFHAIR (term of the patent)

[0116] HEaF O ASIMIBIE, EW 2 BN THHEN L D HLREGIZ, b L idZ AR LR
KNP X o T [2 S FHIOFHFME (the earliest effective filing date) | 75 2 0 AE R A
MEERAH | 25 1 7EBD,. Ebor I bl ickaliHrHEESNS . KFLd
~NFE L7z,

[0117] ZDPER R AfF &1, 19954608 HT9,

[0118] & DI CIE, HEFRITOHEIE1 99 64T, HHHIE1 9944 3H28HT
o

[0119] Z4E1 99 54E6 A8 HI WAL WwH 2Tk £9,

[0120] I Tid, OB FFZ VO E THEZDOTL &9 D%

[0121] Z4THA S 1 74HEHD, b R OAMHEHDS 2 0FEED», HEITKLITI T
OMBHERD FT,

0122] 199 64ED4 A3 0HDORAFANS 1 7THHII20 1 34E4A30HERD £,
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[0123] So that’s one possibility.

[0124] When is the earliest effective filing date?

[0125] The earliest effective filing date is the earliest application to which this patent
can claim domestic priority, and that is November 12, 1986.

[0126] So the other possibility for expiration would be 20 years from November 12,
1986 or November 12, 20086.

[0127] What's later?

[0128] Well obviously the 17-year-from-issue date is later, and so that will be the
expiration of the patent.

[0129] It is very important that you remember and you understand exactly how to
determine the expiration date of the patent.

[0130] There is no worse mistake you can make in patent law than to proceed on the
assumption that a patent has expired when in fact it has not.

[0131] Underneath related U.S. application data, you will see foreign application priority
data.

[0132] Here we're referring to the second kind of priority.

[0133] The first kind was domestic priority.

[0134] That’s continuations, continuations in part, effective U.S. filing date.

[0135] Foreign priority—here we’re talking about 35 U.S.C. 119.

[0136] Almost every country in the world is signatory to a treaty which provides that if
you file an application in one member country, and within a year thereafter you file within
another member country, you get the benefit of that first filing date.

[0137] Almost every country in the United States belongs...in the world belongs to this
system, with the notable exceptions being Thailand and India.

[0138] It used to be that Taiwan was a notable exception, but Taiwan now belongs to
this scheme as well.

[0139] Here, priority is claimed from 5 separate Japanese applications.

[0140] What has been done here is to combine 5 individual applications in Japan into
one United States application, and this illustrates that U.S. applications typically contain
more in the way of disclosure, more in the way of embodiments, more in the way of
examples than applications in other countries, and particularly, applications in Japan.
[0141] The applications in Japan, you’ll note, were filed on October 14, 1985, and that
the first U.S. application was filed within a year thereafter.

[0142] You will see that after the foreign application priority data, there is an indication
of an International Class and United States Class.

(282>
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[0123] ZNS—D DEHHT Yo

[0124] & b B oA E WO TL & 9 2%

[0125] 5 b R OB R X, = O BN 3K T & 2 —F RO HHO 04
T, COWLFEFOEA&E, 19861 1H12HTT,

[0126] TFH 6, B HEMIZ1IO864F11H1I2H2»H204M, §2H5200 6 4
118128 7Td,

[0127] EH5DIFIHH LKL TL LI,

[0128] BH &A1, FATHD S 1 THEBBOIZI VD LIRKE TR O, S DFFOHML
(expiration of the patent) \&, ZATHM S 1 THEKZE VI L2 D T,

[0129] 2D X A2, KBFOAMMREZ LD L) CHET 0%, EHICERLEZTEZ
EWS, ETORYIRTEERD E T,

[0130] BEFEDOT T, BHVBI AW TH LI rb b, MR L EET 5 Lid,
CLATH VBB ERSoTLEVETD,

I EESEHE (foreign priority)

[0131] [ K |2 R385 — % (Related U.S. Application Data) | @ T2, [HHEIHBE LT —
¥ (Foreign Application Priority Data) ] 2% ) 9,

[0132] TSRO DOBIHMEL V) 2 12D 9

[0133] — H oFEF L E BT L7z,

[0134] #Mx$ b b, #FEHHT (continuation), —EBRFFEHB (continuation in part), R
BB EREH (effective U.S. filing date) T o

[0135] S JGHME IS, REMGEAFIESE 1 1 94 (B5 USC.§ 119 ICER SN TV E T,

[0136] HHRPDIF L A EOEIZ, BEFCHTL2L0CMEBLTYE T, ORI F00m
MEO—ECHHL ML, ZoHERS TEDMNICS 9 —2o0MBEN B L 285461,
B0 ETO)HEEMNE VI MREZTHIENTELLEDTVET,

[0137) BAEE & 4 & 4 ¥V FEBRWT, 225X TOED RN ETY,

[0138] B b BEICEIEMBETLZY, SR ZOREZRHALTVWET,

[0139] = DI TIZ, BATO 5 HORTFHED SBEMEIFERINTVE S, I—2
M OBAOR—TV % RTT SV,

[0140] = 2Tl HARTOHHS 2 LT, RETIHORFE LTHEL T T,
oz rid, MoE, I HATOHMBIZHAT, RETORFFNBICIE. AR (disclosure)
DG ERH (embodiments) DA:T;, BIFE (examples) OALFITHB T, HHEIE X VEXE2;
BDEEFEATHWSLZLEERLTVWET,

[0141] HATOMEBIZ1 9854107 14HT, 20kl EDNICRECHB STy
F9,

S B (class), #4F> X 7.4 (classification system)

[0142] T4} E MBSO T — & | oz, [EE5H (International Class.) ] & [KRET4H
(United States Class) | & H» 1) F35,
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[0143] There is a classification system that was created by the international authority,
and there is a separate classification system in the United States.

[0144] Every individual technology relates to one of these classifications, and in this
case, the examiner has indicated that the correct classification for this invention—class
118, subclass 723.

[0145] Underneath the international and U.S. classifications indication is the “Field of
Search.”

[0146] This is where the examiner looked for prior art, which the examiner feels may or
may not be relevant to the invention.

[0147] These are the areas the examiner looked to, to try to find prior art that he might
reject the claims under 35 U.S.C. 102 or 35 U.S.C. 103.

[0148] The references that the examiner located during that search, and the references
which the ap‘plication submitted to the examiner are set forth in the following part,
indicated “References Cited,” and those references cited are divided into U.S. patent
documents and foreign patent documents.

[0149] That doesn’t mean that each of these references is extremely relevant.

[0150] Some of them may in fact be very marginal.

[0151] To the right hand side, beyond where the inventors’ names are listed, are
indicated the classification areas from which these individual documents came.

[0152] In the right hand column below foreign patent documents, you will see primary
examiner, one Robert Kunemund.

[0153] This is the senior examiner who dealt with these patent applications and who
ultimately authorized issuance of the patent.

[0154] Below that, you will see assistant examiner, Joni Y. Chang.

[0155] This is the examiner who did the search and prepared the official actions.

[0156] It is the case normally that every patent prosecution will have two different
examiners, a senior examiner and a more junior examiner, involved in the process.

[0157] Below the assistant examiner is the identity of the law firm, the registered patent
agents or attorney who are responsible for prosecuting the application, and in this
instance that law firm is Sixbey, Friedman, Leedom, and Ferguson.

[0158] Finally, on the front page of the patent is given an abstract, and the abstract is
provided for searching purposes and is intended to be an overall discussion of what is

€2,

disclosed in the application.



[0143] EIREHERIIC X o TED SNIHHF > X 74 (classification system) & KE[THD, T
LMOSEY AT AHH Y T, |
[0144) ED LD B THoTdH, ZO20D0H5HIATAOELLNICHELTEY, 2

OIS HOBATIE, FREDZ OFFOIE LWSHHIZ, 75 A (dass) H¥ [118] TH 7

2 5 X (subclass) 7% [723) & LTWwWE 7,

FHE 5 EF (field of search)
[0145] [RS8 & TRESHE ] OFIiE. #HESLE (field of search) H3H Y 3o

[0146] =S, WAL E/7HA (prior art) B L. FORATEM IV BERD %00 &
IMERDLEZAHTY,

[0147] 4381 0 2555 WAL 0 34K S LAbE T, 7 L— A 2§ 584
E % BWATHIN DS B E) . OB THRLETbIFTY,

I/ & #1 7 2851 (reference cited)

[0148] FAMMNICFAE IR LI LG (B 2E  reference) & MFADEAEICHE
WLZBIH (BB BE)E. ROYv Yy v a v THIH S B (reference cited) & L TH
FREI, REFFFFSOR & AMER RS D U SN T T

[0149] 2N S DEFIHMIALT LD P EBELERIH L L V) DI TEH Y T A
[0150] T O BV b d Y 9,

[0151] BB OLAMIZIE, TN SMEA4 OFHEPEDOHTEN LR TV L PHERENT
WFE 9,

#HEE (examiner)

[0152] 45 M0 o 4V E S 3R SCBk o T2 &, AL FHFZEH (Primary Examiner) T & % [ Robert
Kunemund | ®ZHI2BH Y T3,

[0153] Tt SIS QUEF B2 WHE L, R AICHEIRSAT & 80 L7 LRFEEE (senior
examiner) T9 o

[0154] =D T2, HEE#H (Assistant Examiner) T& % [Joni Wy Changl] O%HiA % Y %
S

[0155) M AVERICHE LY URAEBRMOENE L2ERE TV

[0156] 3@%. TXTOHFOFEETHE (prosecution) 1L, ke THROBEE 2 N R
9,

0157] TEAEBH ] OFNL AAEBI (aw firm), FSFFREOTHE S CHIED D 2847
FHH (registered patent agents) b L L AZHEFRELO B DY ¥, Z OUNIGFRFFO LR
H#ATIE [Sixbey, Friedman, Leedon, and Ferguson| T3

F7IXhZ2 (B abstract)

(0158] #s1c. BFHEOEK (70 v h_R— D) RER (77X P52 P, abstracy) Bd Y E
4, OBEME. FEOHNAIICEREINTWS DT, HFFHEOR AR ENLTY
LNDOBBEPENERHPINLTVI T,
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[0159] At the bottom of the abstract is indicated that the patent application has 16
individual claims and 3 sheets of drawings, one of which is shown on the front side of
the patent.

[0160] Tumn, if you would, to the text of the patent, columns 1 and 2 of the patent, which
are beyond the drawings.

[0161] You will note that the history of the application, the continuations, the division,
the CIPs which led to its issuance are set forth under the title in column 1.

[0162] Following that is the specification.

[0163] The specification serves a number of different functions, but its basic requirement
is that it must set forth sufficient information for one of ordinary skill in the art to practice
the invention, and it must set forth the best mode known to the inventor at the time that
the application is filed for carrying our his or her invention.

[0164] Both this “enablement requirement” and “best mode requirement” are set forth in
35 U.S.C. 112.

[0165] The specification is divided into a number of individual sections: background of
the invention, summary of the invention, brief description of the drawings, and detailed
description of the preferred embodiment.

[0166] These are absolutely typical divisions of the specification.

[0167] You will note as you go through the specification that it is divided into columns
and that the lines of the individuél columns have numbers which are between the 2
columns,

[0168] So, if you want to find a certain part of the specification, normally you refer to it
by line number and column number.

[0169] You will also note as you read through the detailed description of the
embodiments that a number of, uh...that numerals are provided and that these numerals
are references to the spec, to the drawings, so that you can understand exactly what the
drawings illustrate and exactly how the invention works.

[0170] In this particular application, working examples are provided—experiments which
were carried out to illustrate how different embodiments of the invention might work.
[0171] These kinds of experiments are not necessary in a patent application but are
frequently present and, of course, are of great value in convincing the examiner to allow
the application.

[0172] Turn if you would to the claims at the end of the patent.

[0173] John White’s going to talk to you in some considerable detail about claim
drafting, but let me give you a few observations at this point about the claims.

[0174] Note that there are 16 claims that are enumerated here.



[0159] EHOERIZIE, COFHEIZ1I 602 L—ATERSNTED., 3RO
HENTVALILERERENTVET, 209 b —MIFFORMIIFREINLTVET,

[0160] & TEFNTiZ, MEDROEFEHFORLE RLTTFE WV, 2D0M (column) 12577 T
WEd,

[0161] ZMD T A 1DY A P AOTICIE, HEORKHE, 2 ) HksiHE, o#HE, 2L
C—BHERE BT (Continuations In Part: CIP) 233 ENTE Y, FFEFORITICE o 7of68AH°
by E7,

BfE ((L#52Z  specifications)

[0162] & DIKITHIHZ ((LFEF  specifications) T o

[0163] HAMIEIZIZ VA WA RS H ) T35 FEAMICIE, BRI [LHEEF (oneof
ordinary skill in the art), 2% V) EDIEMFEICBIT S FHEOHMEFTSEH] R LT, €
D & FEF7T 5 (to practice the invention) DVt R GREHY T4 GFHT S AT S
set forth) & b, MEMRB I NLESICBWT, 2082 FETT2 LT BHEF M-
TWbE ZHDRERDEE (best mode) By I N TWRITIUI R D T2 A

[0164] = O 2 7 7T 5% 14 ZZ F (enablement requirement) & %W @ 47 R BE # Z 1 (best mode
requirement) \Z L CiX, BFES 11 24 B5 USC.8112) THBENTWE T,

[0165]) BAMIE X, [BH D E R (background of the invention) |\ [ W DIEF) (summary of the
invention) )\ [ IO B 23] (brief description of the drawing) |\ [4f-F L v ZERPID G &
G (detailed description of the preferred embodiment) | 2 & DX 7 ¥ a PN TWE T,
[0166] Z AL & S H ALY 22 BHH ORI EFE T

[0167] (B#ERTHo»5 L) HMEOFIE2O00DZFA ] column) \ZH5hTHB
D, FNENOITADOFIE, TD22003F LADMICESTIOTSLNTVET,

[0168] Bl ED = THEDOHS & Ao 72w, @EE, 292 T0FFL2EHT5
ZEWRY T,

[0169] % 72 EHADHM2H Y %A TH L b, 305, BB 2 6
LCibnTH Y, MEAMI2XRL, SHARED L) @ orws, WIS D»S L)1
o TWET,

[0170] 42 Z DO HBETIX, £ (working example) BRI NTWE T, 2F D, JEYDY
WAHWBLRERBTED X I Ohw ik L7 ELE (experiments) T o

0171] 2D X3 ERIE, BEICELTLTLIMETED Y THAD, I{HbhsbD
T, bbAA BEBICH L THBEZHFT LTINS L) RBTHICBIREAMN T,

oL =4 (claim) <#H:~N—2142>

[0172] #N T, HHFOKRBICHEH 7 L —a T A T3,

[0173] Y a v kT4 MBI DK, 7 L—LDIEME (claim drafting) (DWW TH 7R DY TF
THBPLETH, RDIDOI/L—2IlOWTHLEREZLTBIH) LERVET,

[0174] Z 2 EFNENFER/HEDI L -1 6HY £9,

€D,

~ETIEHE W8

k= s ANQEERVA
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[0175] Each of these claims is an object of a sentence which begins “I claim,” and you
will see the words “I claim,” which precede claim 1.

[0176] That “| claim” applies to each and every one of the claims.

[0177] Therefore, sentence of claim one reads “I claim a plasma processing apparatus,”
and you will see that a colon comes at then end of “apparatus” to divide the recitation of
the individual elements from the preamble, which is a plasma processing apparatus.

[0178] Each of the individual elements of this apparatus are set forth in a separate
paragraph in claim 1.

[0179] So one element is a chamber, a second element is a gas introducing means, a
third element is a means for emitting a microwave into the chamber, etcetera.

[0180] In order to infringe this claim, a device must have each of these individual
elements and must respond to each and every one of the limitations.

[0181] Thus, for example, if we were looking at a plasma processing apparatus, and it
lacked a means for emitting a microwave into the chamber, it would not infringe claim 1.

[0182] You remember that | said earlier this hour that in order to infringe a patent you
don’t have to infringe all the claims of the patent. you only have to infringe one claim.
[0183] Therefore, when you are analyzing any patent for the purposes of infringement,
you have to look at each and every claim.

[0184] The claims here are divided in a number of different ways.
[0185] First of all, they are divided between independent claims and dependent claims.

[0186] Claim 1 is an independent claim.

[0187] You don’'t have to look to any other claim or any other wording in order to
interpret its scope.

[0188] Claim 2, however, is a dependent claim.

[0189] Claim 2 begins, “The apparatus of claim 1.”

[0190] This is a shorthand way of saying “the apparatus set forth in claim 1, including
each and every one of the limitations of claim 1 plus the following.”

[0191] Therefore, if you could not infringe claim 1, you likewise could not infringe
dependent claim 2, since it has the additional limitation reciting that the frequency of the
microwave is 2.45 gigahertz.

[0192] The claims are also divided into separate types of apparatus claims.

o,



[0175] Zhbp 7 L—2soZnZhid, [T claim(BMEFERL L) ] THE L —DDOLED
F7Tx L b (FHEE object) ) T EIITRN F9,

[0176] =@ [Iclaim] &, 7 V—aOZENENTRTCCEHINE T,

[0177] 29, 2L —A 1 ®XFE L LT, [1 claim a plasma processing apparatus], &
FLI LW EY, au v )R [EE (apparatus)] EWHFTEAODETHY T, Ih
X [ 9 X< MLBL%E{E (plasma processing apparatus) | &\ ) gir#e (& A ) 8877 (preamble)
& AMEEE (individual element) OFEH L 2 IXHT 5701 F 65N TwWbHEHDTT,
[0178] ZOEBHOENENOWBRERE L, 7V —A 100, TNEND/NT 757 TH
HshTwEd,

[0179] 2% V. 12 HO#HEEFEIL [chamber] T, 22HiZ [a gas introducing means |,
# LT 39HIZ [a means admitting a microwave into the chamber ], &#i< HIFTT,
[0180] D2 L—AZBETHIIE, ZOEBIUNIINOMA OWRERZNRO9D . RE
(limitation) DT XTIZHIHELTWAEBDE VW) T LI FT,

[0181] DX H LT BIAE, ZNAMU &S 7% [A plasma processing apparatus] T
HoHELTH, TN [TA 7 uliZ2EONIHEAT S HE] 2o Twiaibiud, 7L
—A1RBFELTVDLZEICEE) $HA.

[0182] Z DM OWDIT, FHEERET I, TTOI7 V=L TR, ZL—2D9
H—DZF O RECRL, EHBPLE L

[0183] T4 5, REZIET ORI 2R EAICIE, &2 L — A% TEITHNLLE
BHYE9,

Wi o L — 4 (independent claim), #EE 2 L —.4 (dependent claim)

[0184] Z O ILIEFEFD 7 L — 2 id, HA SR TETHE I TV,

[0185] £ MDdIL, [H /2 L —4 (independent claim)| & [/ 2 L —4 (dependent claim) |
s TwE g,

[0186] 7 L —2& 1137 L —ATT,

[0187] # D&FGE RS 572012, ZOMDO I L—AREREHEVEWLLEEIH ) £
Ao

[0188] —H. 7 L—2A& 21, 7B L—4LT9,

[0189] 7 L— A 21%, [Z7 L—24 1 OBE] CHEIMMEY T3,

0100] DF ) M, [2L—A 1 TaE SN L 2 AOEET, 2iUis L—a 1 TRE
DENENTRCEELLOT, SHLIZUTOLOZEMT 2], ZHOLFENHTEL->T
WET,

[0191] Zwz, ZL—A12RBRELTCHWARTNE B L—L2THE7 L —L2%2RE
LTWAI LR ELEVIETTY, EWnIDid, 7V —»421F, <4 7 alEoRiEE
245GHzTH B, &M= WKRE (additional limitation) A ENTWAHIZH X WD
Td,

& o L — 4 (apparatus claim), 7% 2 L —.4 (method claim)

[0192] 7 L — &%, [## 2 L — 4 (apparatus claim)] OFRT, S 54 OB 3T 5T
WEd,

€D,

=8

~ S VIRE

—F— g
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[0193] We have an independent apparatus claim 1, with claims 2 and 3 dependent from
1, and an independent apparatus claim 4, with dependent claims 5 and 6 dependent on
claim 4, directly or indirectly.

[0194] We also have method claims.

[0195] Claims 7 through 16 are method claims.

[0196] It is quite conventional in the United States to include in an application both
apparatus and method claims.

[0197] Sometimes, the patent office will issue a restriction requirement.



[0193] Sz L2 BEBZ L—A 1 L ZNHER LA L—A 2, ZL—A30HY, TLTHE
PR L EEE S V- A 40H ), FRICEEE S L—A5 L 625 HEDDHVIZHEERIC
PERLTWET,

[0194] Z PSS, [ k2 L —A (method claim)] b & 1) 9,

[0195] 7 L—A7Hh 62 Lb—2u16F Tk, k7 L—ATT,

[0196] KIE CIF AR ICEE Y L— AL HEZ L—LAOW A2 ANL I LD, 2k ) B2y
& oTwWET,

[0197) 48R 13 4 [REZR (vestriction requirement)] EHATTHIEVH Y 9,
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[0001] This chapter is about claim drafting and claim types

for U.S. patent practice.

[0002] | will in the initial part of the chapter, go over vocabulary and jargon that you
need to know with respect to claim drafting, what that jargon means, and we’ll go over
many examples.

[0003] And then we will do some actual review of materials that relate to claim drafting.

[0004] We'll first go over an exploding bolt, which | have in your materials, and then we
will check out the method claims which are written for the subject matter of the file
wrapper, which you have.

[0005] That would be U.S. patent 5512102.

[0006] But let’s get started with claim drafting and claim types.

[0007] Claim drafting has nothing to do with drawing, even though the phrase drafting is
used.

[0008] Instead, claim drafting simply refers to the process of writing claims, and I'll tell
you what a claim is in a moment, to the invention.

[0009] So it doesn’t have to do with drawing, it has to do with writing.

[0010] A claim is a description of the invention of the application in clear exact
language.

[0011] And a claim is the minimum number of parts which make up a complete
characterization of the invention.

[0012] The claim must be written in clear specific and unambiguous language,

because that is the requirement of the law.

[0013] And | will go over the law and the rules sections and the MPEP portions which
have to do with claim drafting.

[0014] You will discover as | go through these materials, that there is very little in the
law and the rules about claim drafting and, in fact, most of it is from practice and
procedure and what is and what is not acceptable.

[0015] So the claim is an exact and specific legal description of your invention, writfen
in a certain format. and that format is a single sentence.

[0016] It is not a paragraph form, it is a single sentence form.

[0017] And the sentence itself is broken into paragraphs with particular punctuation,

(292

and it ends with a period.
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[0001] = dudr b, KEUSFFIEIC BT B, [ 2 L — A DXEIEM 7 (claim drafting) ] & [ 2
L — A DFFH (claim types) | &FE T,

[0002] & OEOMDDIT) T, BAGIEEL T, 7 L — 2 OXHEERLECHERT 564
& BPYHFE (vocabulary and jargon) OFHE Lz & BwvwE 4,

[0003] ZDH L. FMOTD, 7 L — A OLEERITEH T LE0 2 ERICATWEF
o

[0004] [0005] % = Tl HEMOHIZHEN TS [HHEARNV b (exploding bolt) | 122w
THH L, 20d LT, [HFFHE5512,102%5 QLIS | OBEO EH (subject matter) % i
WL TW5a [HFEs L—A4 (method claim)] #RAZEIZLE T,

[0006] 2Tl 7 L—AOLEMERHEE, 7 L—AOMMBEOHMZHOIL L )o
[0007] 2 V—A K975 4 ¥ 27 e [ FEIZH (drafiing)] &5 BEEPEDNTHWET
W [E##H< (drawing)] T & EI3MOBZRLH ) TEA.

[0008] 2 L —4 DIEME (claim drafting) &1, 7272812, 7 L—2OXELZHEL T AZE
RLFET. F9 BRI LT L—a&idfahz#HHTsZ LIZLE T,

[0009] £\vv) Z kT, MEEMd I eTidnd, iddsbe W BIR T,

[0010] 7 L — A& ki3, WM SN ORW O, WHEIZ L TIEM % Fi# (in clear exact
language) % 18 o T D7 (description) D T & TT o

[0011] 7 L — &3, WO REME NN CH T D LBERNPROFEL IS (minimum
number of parts) > H o> TWE T,

[0012] 27 V— 213, WHEICHFZ S0 B 0 F DL (unambiguous) SiEcEMIN TV
2SR ST, SO LREETELRINLTY F T (the requirement of the law)o

[0013] ZHICDWTIE, SOH & T EHPHME XU [FHFFEEER(MPEP) ] of o
HoasBLeroHl L7,

[0014] ¥ A2 RTWL EbY TTA, 7 L—2OXEERTEICHT 232 LTWALIR
HPHANL, BAODLL LR, 7L —AOBEERGTEDIIZEA I P2 TH
WA D O E, TRITOERBE FREOPLHBEEMENTVIT,

#— X EH 5 (single sentence form)

[0015] 7 L — & &%, SO, IEMFIC L THEHT % 2579 7 2 (exact and specific legal
description) TH 1), BHEDOBRIZD o L o TELNTEBY, 2L TEORR L ITH—E
L) ZETT,

[0016] #iiE 89 79 7 TR & B Cld e . #—XFE (single sentence form) T
o :

[0017] % O ¥i— & d, MUSEOUFE TR L - TEREEFISE S, Rtk TEVF FO ]

TRbHY T,
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[0018] We will talk about the parts of a claim and how they are created.
[0019] But a claim is a very particular type of writing.

[0020] It’s not seen as a part of any other type of document; it's not similar to novel
writing; it’s not like play writing; it's claim drafting.

[0021] And you will only see it in relation to patent applications and patents once they
are issued.

[0022] For example, a claim to a magnetic paperweight would read, “a magnetic paper
weight comprising a housing, having a top surface and a bottom surface.”

[0023] So you have a housing with a top and a bottom and a magnetic member attached
to the bottom surface.

[0024] Now this does not characterize what the paperweight is made from; it doesn’t
characterize jts shape; it doesn’t characterize jts use; it characterizes what it is and jts

component parts.

[0025] So it is a housing and the housing is characterized as having a top and a bottom
and the magnetic member is attached.

[0026] So a claim is not a list of parts per say, it is a list of parts with specific
interconnection.

[0027] Everything must be related as it is described in the specification.

[0028] That is a claim. A claim is a list of parts properly interconnected and operable.

[0029] We will go through these terms and requirements again and again in this chapter,
until you become quite familiar with what a claim has to have.

[0030] You should not expect at the end of this chapter fo be able to write very good
claims yourself, but you should be able to recognize a properly written claim

or at least begin to recognize a properly written claim.

[0031] Okay, let’s talk about the patent statutes that have anything to do with claim
drafting.

[0032] Firstly, there’s only one portion of the statute that has any relation to claim
drafting and that is Title 35 United States code, section 112.

[0033] And really in section 112, there are only three paragraphs, which have to do with
claim drafﬁng.



BrE D Z & 5 (particular type of writing)

[0018] [0019] 7 L — A DR ERE, XEOERFEICOW TR, P LHHAL TwE T
B ENH AT, 7 L— MWD CTHIF L XD T (particular type of writing) 72E 9
EEHITBVWTLEZ N,

[0020] [0021] 2 L — A OEE Hi3, L B0 BITICE L ToRMEDN B 72T T, b
CEPO B L MEREl R S o E GEVE T,

[0022] Bl 74%. AR CHEEFRE L7222 L—2 D3RO LD %Y £ [Ha 3 00H
By NV VIRLIRD Lo TBY, FONY Y Y7 RIE & EE % 0

[0023] 2 F b, [LEEEEBEFEONT VY 7 & F->TBY, BOBIPERICATE ST
Wb ] )bty

[0024] & & Cid, STEEDMD S/E STV B DI DN T DB OYS (characterize) 1L TV E

Tho ZORROIEBMIITH ENTVERA, ZOMHAHEIOVTHHEHIFINTVE
Hho ENIMYTH Y, EDX) BRI H S TETVLEPEHFYITLTNLZIT
¥ o

[0025] o F b, ZHINT VU7 THY, ZoOlE T EHEKBERD, Moo A
ENTWAE] &) ETT,

[0026] £ Ty 7 L— Ak, RZHBBEERERIILYANTRS ) A #FEH

LRI RIE # 1 5 2= (with specific interconnection) JEHEFEFED Y X} (alist of parts) T o
[0027] F_C i, BIMIE (HAEE) TRl S M2 E BLED I SN TW AR D T8 A
[0028] 2% 0. 7 L—n ki3, BUICHIBEZHD. POBETFE (operable) TR T

DY APMTE,

[0029] & D 2FT Y L — ADAZEF (terms and requirements) (22T, EHEYE L
FEhs, 7 L—ARMERZATNERES 20ROV T, Lo ) ETE LX) I2hk
DEd

[0030] TF 25 I OEOKR T, VIREZ V—2% S THERTHEIHAETRVEE
FAD, HhlEd, FL—LH 11%1_"93 ZEINTVRLHE D) 2B DL, H5WIEDR
CED, HWMRTEL LI LDVIBEDTVALIZT T,

[0031] ZNTiE, 27 L—2ADOXEERICEEOD L, FHFESOFMPLMBDL I LIILE
Lo :

2- 1. PBHEET 1 2REFHLHTHEAN75

HFET 1258

[0032] T/, HHFEAOPTY L— A0 XEHERICHMMED D S 01F, KREFIFIELS
1124(35USC.§112) 72T,

[0033] ZDH 112500 Th, 7 L—2OXEERICHEL LD, 32D/1F7 75772
I C7,

HFEOANFESFTIFHKO>—TNY BN
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[0034] “The Specification shall conclude with one or more claims particularly pointing
out and distinctly claiming the subject matter which the applicant regards as his
invention.”

[0035] Now a couple of points here.

[0036] Firstly, the claims come at the end of the Specification, and they are a part of
the Specification.

[0037] This is important, because sometimes things that are written in the claims are
not written about in the specification.

[0038] How can that happen?

[0039] Well, it can happen by mistake.

[0040] It can happen by virtue of being unfamiliar with U.S. practice and procedure but
sometimes there is a specification that is directed to a version of the invention and the
claims are directed to another version.

[0041] But since both the specification and the claims form a part of the Specification,
you can take subject matter which is only in the claims when the application is originally
filed, and put that subject matter back into the specification, and then you have a
complete and supported invention in both the specification and the claims.

[0042] So 112, second paragraph says, “The Swecification must end with claims and
they must particularly point out and distinctly claim the invention.”

[0043] | said a claim is a very specific, legal characterization of the invention.
[0044] It gains it’s meaning from three things:

[0045] 1) the words the claim uses will be given their ordinary meaning in the lexicon
of the field of the invention and hat is the ordinary meaning to one of ordinary skill in
the art, not according to an expert in the field but according to one of ordinary skill:

[0046] 2) the claims get their meaning from the specification and that is words that
are used in the claims are considered to have the same meaning as those same words

that are used in the specification.
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[0034] AP EHCORWATH L & R § E&# (subject matter) % PRI 12 (GEMIIC ) 12 75
J (particularly pointing out) L. OWHEICGEK L T3 (distinctly claiming). 12U LDz
RIF (claim) T o T SHEHBHE (157 Specification) (3 B R IF X% 5 %0, |

% 7 L — A% SO IME (RS &2 RIS RIME (EE) ERL, RXTFFAITES &
AXFTELLILL

[0035] & & Tl DD RUTTEH LT 2 & W,

[0036] ¥ T HE, 7 L—2ald [EUME (HpeE) | o5 c. 2EBME () o
WBRIFERSINDE L) 2 LT,

[0037] CNIBHEERIETT, EWVWIHIDIET L—A DFEIMAZE DS [ M (AR
specification * 7 L — A PO ES 21657) ] IC@BIPN TR W I EBHENETY,
[0038] ED L HICLTIINV)TENFNELLDTL L Do

[0039] Z4Lik, SATCRIAELALDHY T,

[0040] KE DR HFRETH S CABR LD CTH o o [HWHME (LIEF
specification)] DFEBOBHBH—DDNN—=Ya vERLTEY, —F [7 V=21 35EW O
DNR—=TVa vEBLTWD, EWH I ENRFIZEDHH0IC, TOL) RA—HPETY
LEd,

BIZEL L —LDEmGH S EHFSE 1T

[0041] A ARBHAHE (AR 13 2 L — 2 & I (AR & CHLY Lo Tn A O T, O
M, BE 2 L— A 0AED, Zo%k, PHEHBED IS EDDL L) ZeRT
XFF, IITHILIE ST, WIS EHE) &2 L—LDWE T, Tew, POXHS
T35 (complete and supported invention) % FD Z L1271 9,

[0042] 13 EOREUFFES 1 1 250 2F B O35 75 70T 2 O3 T 2R PIHEE
(B R, 7 L— A TRDOZITNIER ST, 2oy L—2aid, 5%, RIS
B L2 DR LT RIThE e 52w o

BEIDIFER), EH9HFH D1
[0043] 7 L — A%, ZEBIO, FREMICEEMZR, 2o Thb EEVE L,
wm4%@ﬁ%im®3ﬁ#%%t%éhiio

—EPNBEE FDFFTDEEDELET

[0045]( 1) 2 L — 4 THE 5 53 (the words the claim uses) V&, % DWW O 53U BT b i# 7
L lexicon) DWW T H DB (ordinary meaning) % 725D ThHAH I L, 2F Y, €D

TR IZ 50 5 B3 L NI DIEE (24 3:2) (one of ordinary skill in the art) 12 & - THEHE

BRCTHLH L, ZOFHOBEMFICLIbAIL RVEREED TV TEWT &, awa

ZETY,

—BIE (HFEE) oL~ LD~

[0046]( 2) 7 L — M3 WIS () D 0 BREI S L Twhd I ks 23D, 7L —
ACHbNLEREIL, PIEEHEE) bR TV EHEL, MUEKER> T LRk

ENDHOTHRITFNII LSRN L,
(297

FEOAMNTFESSTHR]LO>—TNY HNE

TANIF - Cuw
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[0047] So the claims in the Specification are considered to be consistent.

[0048] You can’t have claims that sharply diverge in terms of scope and content from
the specification. Certainly, the claims will diverge somewhat from the specification but
not so dramatically.

[0049] 3) Thirdly, claims get meaning from the file history.

[0050] In this particular application that we're discussing, you’ll discover that while the
invention is characterized very broadly in terms of the combination of features of separate
chemical vapor deposition techniques and electron cyclotron resonance, you will discover
that, in fact, the reason the case was allowed was the inclusion of a mechanical valve,
which prevented back up of the plasma as it passes from one chamber to the other and
that the valve also controls the pressure of the chamber where the coating is taking
place.

[0051] So while the specification does a characterization of what the invention is about,
the file history gives you the single clue and we will see where that is in the file history
and how that came to pass.

[0052] So the claims get their meanings from these three things; the words they use,
the specification which supports the claims, and the file history.

[0053] And all of these meanings are according to one of ordinary skill, not according to
an expert.

[0054] Now section 112 goes on to say, ‘A claim may be written in independent form
or in dependent or multiple dependent form,”
[0055] | will talk briefly about what these claim types are.

[0056] An independent claim is simply a claim which does not refer to any other claim.

[0057] It is complete and is by itself.

[0058] Generally, every patent has one independent claim, absolutely it has to, but
usually there are more than one independent claim.

[0059] There are maybe two or three.

[0060] We will see examples of patents that have several independent claims and they
each characterize the invention a little differently.

€2,

.



[0047] #NAZ & o T SERIME () OF0 2 V—20id, —BHPBEE AL E15
(are considered to be consistent) Z & 2% ) £,

[0048] BHHIE (HhBEE) DATH & B D 451250 T (in terms of scope and content)y % 1L & 13W]
FUCRGD 7 V=L E O LI TE T A L2, PHEPOMEELREL 7 L—
LEHBHTL XN B HTHERL T TRWIT Wb T,

—SEICFEL DY

[0049)(3) 7 L — &%, &4¥ (file history) 7 & F DFERZ G & HT

[0050] & & C# o IFEF O BEE T, BT 4 4 ~N#E L3R 8 (electron-cyclotron
resonance) {2 BT 5, A4 OCVDEHMOMAE LR E V) KT, CDOFEH LD TR <
JEBI 0] S 70T U F T (the invention is characterized very broadly). & { RCTw < &, FERE
b CORFOFTHHET SN0, [HM (mechanical valve) | 2 &7z H72L
VI ZERDDPY T SO TTARH O OHED HMOIRICBET HERIC, i
AL LWL DT 57200 DT, FAEREOBERFICB T 5 BEDIEHEORE D
BLTwET,

[0051] BN (4hREE) 12, SEHDED L9 % b DTH b1 OFHAT 2T ) O TTH, —77,
AN E D o leOPOFTENN 25 2T NET, 2O EIZOWTE, RFERFD
WOFLMHAEBRL, EOLIIHoT0ENPRLILITLET,

[0052] £\V9) e T, 7 L—20BHEERNTLE, 7 V-3 (1)HbN2LEE (2)7
L— A B LT 5 WIS (fE), 2L T(3) 8RO 3TN LLDERT L L IHDD
HENTWBEEFRZADITTY,

[0053] ZLC. #NoDBERDOTNTIE, EMR TR BB (ZORMDTEHIZBIT 5
S OBE) VT E BB OTHEINRELY T Ao |

o L — LD (claim types)

[0054] KEHFZESE 1 1 2403, SSICKRDIIHET T, (2 V—aid, #HUEALT:
BB, HDVEIEHFLEBATIRBENDL LIRS ]

[0055] & oGy COXEOHIIHS, 7 L—AOBRIBI OV THBICHBL2nwE Bn g
KR

M ir o L — 4 (independent claim)

[0056] #4172 L —.4 (independent claim) ¥\$. WD 2 LV —L&RFFTE (refer) ZEDR\NT
L—a LT,

[0057] 3720 THEMLTWA Y L—AT,

[0058] [0059] $¥#F12 13, S DMLy L— A, RIK1HAE S TEERE 2L A, BT,
BT V=2 1EUEOZ &%, 2~3HDEELHY T

[0060] HHOMT 7 L — 22 ELHFORE, HETRAEZ LR ETH, #HHO V-
LEFNEND Lo T BREFH OV (characterize) TWE o

€€,
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[0061] In the patent that we have the file wrapper for, there are claims to an apparatus
for accomplishing this treatment for plasma and coating, and there are claims to a
method for processing plasma.

[0062] This is two elements of this invention, the apparatus and the method of using the
apparatus, and each has independent claims.

[0063] Now, /in conjunction with independent claims and as a way of writing long
claims in a shorter manner, there is a type of claim called a dependent claim.

[0064] A dependent claim simply is a claim which refers to another claim.

[0065] And by doing so, it includes all of the limitations of the claims to which it refers
and then includes an additional feature or whatever else is in that claim, and we will see
examples of that.

[0066] And dependent claim is simply a short hand way of writing a much longer thing.

[0067] This type of claim writing was not allowed about thirty or forty years ago in the
patent office, and so older patents don’t have any dependent claims, they have claims
which simply become longer and longer and longer.

[0068] And as you can imagine, sometimes the claims portion of a patent greatly
exceeds the specification, because the variation in the claims is so many and so
multiplied.

[0069] The final type of claim is a multiple dependent claim.

[0070] As the name implies, /it is a claim which refers to another claim, but refers to
more than one other claim and refers to more than one other claim in the alternative.
[0071] An example of a multiple dependent claim would be a claim, for example claim 3,
which says “A device as in claim 1 or claim 2.”

[0072] That would be a multiple dependent claim.

[0073] It is simply a short hand way of writing longer claims again, but it has the added
advantage of referring to other claims in the alternative.

[0074] This is not a common claim type in the United Stafes, but is commonly used
outside the United States, and sometimes these claims find their way to the United
States and are continued in the U.S. application.

[0075] Now, section 112 of the law continues and it talks about how claims are counted
and how multiple dependent claims are considered to be the number of claims to which
they refer.

[0076] This is a fairly complicated mechanism for counting claims and is beyond the
scope of what I'll talk about now.
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[0061] INISHEFEDALLE (file wrapper) DYFFFICIE, 79 A< L WBEIE R ONE % W 3 5 72
OO [H#EIZH TS 2 L—A (claims to an apparatus)] &, 75 XA B WIS L [ LAEICH
98 2 L—A4 (claims to a method)] 3% ) 9,

[0062] & NS DIEBID 2D DEFE (elements) T, [HE | & [#E T /5 7% (method of
using the apparatus)| \Z2WTTH Y, TNENDPML 7 L—LEFHFoTWET,

€& 7 L — 4 (dependent claim)

[0063] BEAE 27 L — AR L, TBWS L— L% @i/ 7 4 (in a shorter manner) 72
OINEONTZZ L= LD ER S L — L TF,

[0064] fEIE 7 L — 2 &3, 7 L— A &5 H L COFIETT,

[0065] #N % 72372012, BIH L7227 V— 2O T XCOREHIH (limitations) & & H, 36
W2y 7 L— A DOHROMIIFREE (additional features) 5% &A T, TN 6 EMAKFZ HLTnE
9,

[0066] ftE 27 L —2id, B O bhs L—Aa il T oD 7% (a short hand
way of writing) T4 o

[0067] [0068] 304EH HA0ERTIZIE, FFRFT T OO 7 L —20FZHITFFT 2N TwE
BATLZe TTNH, HOEHFICIIER 7 L— a3 YROZ L— 23 EA L ARSL
0. SRCHEME 2 L—20, BARLTHMELID LT s E RO i, BRI
H<HY FE A

ZHIBHEE 2 L —.4 (multiple dependent claim)

[0069] 7 L — A OFEFEICIZ. b 5 —D. ZHEIEME 2 L — 4 (multiple dependent claim) & I
BNhb7 L—ahHh ET,

[0070] &R 5 b5 X HI, ZHERES L—2sid, 2HDEOZ V-2 %5IHT 5,
BLO2HY LD L— A% R—WIZHIHT L7 L—LTY,

[0071] [0072] ZHUHEIEIE 27 L — L DOEFEZFTELERDEHICHEYVET, 7 L—A 31 [~
L—=b 155032 THHEIAHD] LBRHNTVWET,

[0073] BEWCEBH L7222 910, SREEMBEZ L—2 2 HWbH I LX), BL )b hoL
— L EEHTEETL. BITTL 7 L2 RWIBIHTEZE VI RN H Y 9,
[0074] £ EIEHRE 2 L — &1k, KRETIE—#HTIEH D FEA BETR I (bR Ty
T, BRI oEo 7 L—213, REOWETHGEREIEINTVWELEI LD Z
T

[0075] KEHFFHFESE T 1 250018, 72 L— ot o e, BEST L7 V-0 T, £
BOEME 7 L=k ED X ) IR S N L 0 OFMRH ) T3,

[0076] 7 L — LD ZFE, DY BREA I XL TT L, FRLTWL T =<2/ 5
DT, TITIREBTLIEICLTET,

&,

FEBOANFTEASFITFHIO > —TN T
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[0077] But the final paragraph of 112 is the sixth paragraph.
[0078] It talks about @ U.S. style of claim writing called ‘“means-plus-function.”

[0079] | will mention it briefly here and then talk about it again as our hour continues.
[0080] A means-plus-function claim is a structural limitation, which is characterized by
how something functions.

[0081] And so the phrase “means” is used followed by a characterization of what the
“‘means” does.

[0082] And this is a unique form of writing a claim, which is allowed in the United
States, and it refers to structure, which is in the specification or structure, which is
equivalent to what is in the specification.

[0083] In your training, you will hear the phrase, “772-sixth paragraph equivalence.”
[0084] And you will hear a discussion of the doctrine of equivalence.

[0085] These are two very different things.

[0086] “112-6th paragraph equivalence” simply refers to what’s in the specification and
things that are equivalent to it.

[0087] The doctrine of equivalence is a judicially used mechanism to try and
understand the scope of a claim, and it refers to how something works, the result that is
achieved and the way the result is achieved.

[0088] This is a very different standard for equivalence even if the same word is used.

[0089] Just remember that in claim drafting, /t's very common in the United States to
use this means-plus-function format.

[0090] When you get through with Title 35 section 112, it’s not very long, but you have
covered all there is to cover in the law about drafting claims and claim types.

[0091] The next place which you could refer to, would be 37 C.F.R. section 1.75.

[0092] And as you look at 37 C.F.R. 1.75, and | wouldn’t urge you to do that now, but if
you have an MPEP you might want to look at it as | speak. 37 C.F.R. 1.75 essentially
fracks 35 U.S.C. 112, it is very similar and has identical limitations and characteristics.
[0093] It talks about the fact that claims must be written distinctly and clearly, the fact
that you can have dependent and multiple dependent claims and so forth.

[0094] So it tracks 112 very closely.
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FE 75 X 5 (means-plus-function)

[0077) KEFHFHE 1 1 2540, —FREDNT I 73HE6/37 77 7TY,

[0078] & & Tl [FE 75 X B8 (means plus function)| LWHINTWEBREH 2 L —AD
2 & 7 (US. style of claim writing) D#BADH D T4,

[0079] 2DV T, T CRIFHICEF A LICLT, b THLIBEML I,
[0080] FBe 7T AMERESY L — 2 lid, HOMBEIBIET Hh L) T LT L » TR
STz, FEE L OBRE (astructural limitation) T o

[0081] [ F£ (means)] & \9 B, TOFENEIBRIEWER) T500h L) K OT
BEDOBRIIRIT LB THERAINE T,

[0082] Z NIZKRETHD SNTWD, #fFrr L —ADFEZ T (a unique form of writing a
claim) T¥o FBEIX, MEZELET, ThE3BME T 2bblEEOFTICH Y, TNIIH
WMEORIZH B S DL EM (equivalent) THAH I L #HLTWET,

&1, % (equivalence)

[0083] KEIFAFHE 2 MMTAHBET, [F112% H6/377 7 7ICRMIN TS
LGBy (B, equivalence)] L\ ) T EBMTLE I,

[0084] F 72 [##D KA (doctrine of equivalence) |, \ZBT Himik M 2L dbHLHTL &
Jo

[0085] &5 EWICIEED VR 2 FIH T,

[0086] 551 1 24, #6755 275 7 DIGEWY (equivalence) k13, HIZHIHIFEICRB I Nz D
DITHIE S B i T 9 o

[0087] Z MUK L. EDEH (doctrine of equivalence) &1, 7 L — A OHEF|HIP % BRH$
B DN EINCFF ST B X 4= XA (a judicially used mechanism) T3 o WP ED X
HNEEGE L T (work), ED XD AR (result) I, EORHRIZE W) B2 (way) 1 X
STEREINI2OP%, HT 5701 MEbRE T,

[0088] T H 5. RMU [ (equivalence)| &9 FEENHAVOLNTWTH, HFORKH| &
B112% %$62377770WFYLFEE)BRTEDNTOET,

[0089] & Tid, 27 L—AERORBE., [FE 7T A#E] M, RETHEICMEDLN L 7
V—ADHRTHBEN) L EHZTBWTLZE,

[0090] KREMFFFES 1 1 24503, DUMHCE C, BARAZZERRET, RENFRFEICBITZ 7 L
— ADICEERHEL, 7V —20MHIE, OEBVFALIEITRY T,

PEEEIETTARA (37 C.F.R. 1.75)

[0091] REEFHFHEUANI, 2 L—a &% b 25 & LT, KREUFFEHTHRINO1.75(37
CFR. section 1.75) %% V) £ 9,

[0092) $FEFaAEEILMIC R S TOHO T AN, b Lo Twiud, REFRFFERATHR
DLIED EZHRFIT T, ThhbOFBE MW T 723, REFFFFEBITHRA D175,
AP 1 1 25 b ABEMICEZEL TVWI T,

[0093] [0094] 7 L — A 3B CHBE 2 BRI CTCELN TR ITNEL 62w &, |7 U
— AL EBIERE 7 L—ADROHONTWAEI LR Y, ZONEIEL 1 2522 THUT
WET,
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[0095] | used the phrase several times, “clear and distinct ”
[0096] What does that mean when you are actually writing a claim?

[0097] Well, in 37 C.F.R. 1.75, there is a clue and it is in section D, and | will refer to it.

[0098] It says, “The terms and phrases used in the claims must find clear support or
antecedent basis in the description, which is provided in the specification.”

[0099] What does clear support or antecedent basis mean?

[0100] It simply means that either the word identically was used; for example, if in a
claim you used the word “bolt” or “screw,” that that phrase “bolt” or “screw” is
already used in the specification in the description.

[0101] That is one meaning.

[0102] The other is if you use a different word in the specification, it is still clear that you
are talking:--what you're talking about, and an example is, if in the specification you say
“bolt” or “screw” and in the claim you say a “threaded fastener,” it's clear that even
though you didn’t use the same word, that word still finds clear support or antecedent
basis in the specification.

[0103] That is, one of ordinary skill in the art would understand the “threaded fastener”
refers to “pbolt” or “screw.”

[0104] It's not complicated but you'd be surprised how often in the course of amending
claims during a prosecution, that changes are made, which in the end don’t have support
in the specification.

[0105] And this becomes an issue when the patent is being enforced, because /f words
and phrases in the claims do not have clear support in the specification, the patent is
invalid or the claims are considered invalid because they are indefinite.

[01086] That is, they aren’t clear.

[0107] A person of ordinary skill could not understand what the limits of the invention
are.

a0



B 5 2 B (clear and distinct)

[0095] [0096] = & F T T [HBEDOWIHE (clear and distinct) ] &\~ K% & 4 v &
L7z2s, 20 [HE»OWHE] 2 3EREO 7 L—A0CBERICE LTk, BEmICE ) »
IEERETOTL XD,

[0097] CALZxt3 5 FH#A 0 ik, RERHFERITRIOLBOE 7 2 Y DIZH Y £9,

CFRtZ>32D

Bifg 4 1%, SEIT T 38 (clear support or antecedent basis)

[0098] [ 2 L — A 4> 6 71 B figEE L ONEagid (the terms and phrases used in the claims), W
ME (AR otk oWz, IR A LR E 28T A2, RIBT o Tl s
2\

[0099] & ZTW [HHFEZR ZHF (clear support) F 1213777 9 5 MR (FfE) (antecedent basis) ]
LR BERLTVEDTL &) D%

EEDH—K

[0100] [0101] TN FSEOH AL F T lziE. 7L —2OHFT [bolt(Kn )| &
Lt [screw(al) ] W) EE 2o TV ALEAIE, MBS Oftdoh -t
CBEMELN TR D LI —-T52LTT,

[0102] ZOFHEDHE—MEITIMA T, b LM (EHE) & 7 L — A TRESTZEEFHVS
NTW2ELTh, EHHLHLILEZBIRLTWALEZLAWLPATRIINEZRY A
il 21X, BIE T Tholt] BV [screw] L WVIHIFELHW, 7 L—ATEFRLLD
% [threadedfastener X AbITHOE] LIFALL LT T, ZOBHE. HllEL 7L —
ADOFHEL [bolt] HB Wit [screw | TH—SNTIIVERTAD, £ THHMFIZIZH
AR T GBI AP L L) T LT 9,

[0103] 2 F 0, LEH(ZOHMBPEITBIT 2 8% OBBE) 121 [threadedfastener] 13,
[bolt] &5k Tscrew] &\ FHUBKTHEDONTWALZ LN, WHLTHHENH) I LT
o

[0104] 7 L— A L HHMIBCTOSEOMR—IL, TUIEEML L TIEH Y AN, FEiRT
L lBAMHL, FEFHEOPT, MR AEELRLIELEDOLD, 7L — 4N
HMEOT L2 Lo TLEITENEILLH) T,

T EFEEILTEZNIC D4 7B

[0105] & D Z kit JFFFDER S /1.5 FF (when the patent is being enforced) \ZIEIZ R ) 97,
bLZ U — ADOMEERIEMIC, WMl FHEOHR 2P R o206 2k, Kirdes
(invalid) £ 7% ) £5, HLHVIE, EHRENTVWRVWDOT, TNOLDY L — I3RS 154 X
JLFE T (are considered invalid)o

[0106] b B, FHIBEE WS & L1k ) £

[0107] 2F b, UH¥EHD, FHOREZIMTE Loz nH T LR F9,
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[0108] So it is absolutely essential when you are writing claims that they can be
understood in the context of the specification.

[0109] You must write them consistently.

[0110] Now, to do this, my advice is when you’re writing claims is to write them first and
then write the specification.

[0111] By doing this, you will be sure to include in your specification everything that’s in
the claims.

[0112] You won’t have left anything out.

[0113] The other consideration is, whenever you write an amendment or you look over
an amendment that has been written in an application, that you again make certain that 7#
refers properly to the specification and finds clear support.

[0114] Okay, in writing claims, how many inventions can you write about? One.

[0115] The U.S. rule is that you have one application fee for one invention, and for that
Yyou get one examination.

[0116] That’s the rule, and so when you're writing claims, you can have many versions
of the invention, but they all have fo be directed to the same invention.

[0117] You can’'t have multiple inventions.

[0118] You can disclose multiple inventions, but you can only claim one.

[0119] By the same token, if you have apparatus claims and method claims, which our
application does, they have fo be directed to the same thing; that is, the apparatus
claims will be directed fo the article and the method will be a method of using that
article.

[0120] Sometimes, however, the method and the apparatus can be separated info two
inventions because the method doesn’t require the apparatus, and the apparatus can be
used in other methods.

[0121] In this case, in this application, the inventions of the apparatus and the method
were not broken apart.

[0122] Once we get to the end of 37 C.F.R. 1.75, the only further limitation about claim
drafting is in section G of 1.75, and it simply says, “Claims should be grouped together

with the claims to which they refer to the extent possible.”

[0123] This simply means that when the application is originally filed, that if you have an
independent claim followed by dependent claims, that if they refer to that independent

(308

claim, that they be grouped together.
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[0108] 7 L — & % E L WX, HMEFFEZE) DM D H T (in the context of the
specification), FNLSDHERTEELR D DE R o TV ENE I DA, L THRYRI L ERD
F9,

[0109] =B M % & o CHEr NI R TE A

[0110] D7z i2id, TR L—2ahFBETH S, HillEFrzEL Lz BBOLI T,

[0111] [0112] Z9 FThiE, 7 L—20WNERTRTHMIEF D ETL T, REL LA
WP P RFERTEDLNOTT,

[0113] & 512, HEOMWIEZVER L7z ) HI L7203 2K, 2 AEIsEyics i sh
TWHH, FRBEBRRERNEDL0E) DHMERT LI EHRYTT,

I L =L DB THEIL—DES

[0114] 7 L— A 2R B8, MHESORHEEL LN TELTLL ) P BRI [ 14
2] T,

[0115] KEOBHBITIE, 58 1 4o XHEREES N, 20 1 HOFEHIZO W THREDR
ZiFrengEd,

[0116] [0117] 7 L — A DT, A—D3M%E, Eo 2RI/ THH LTI EAD,
ZFOWEIZENFNOFHBESR, F—OFPEZHRL TV RITRER Y T8 A,

[0118] B DI % B7 (disclose) THZ L IZTEFTH, 7 b— A CHRIFOEAGEREZ £
BCXL5EBIZ 1 BT T HBROEHZ 2 L—AIEDLILIETERVDOTTY,

BEEHEORUEHEHET

[0119] FIAEIC, BM OWIGKEFED X 512, FarMBCEEE 2 L — 4 (apparatus claim) & 777%
2 L —4 (method claim) 753‘?)%):% NS5O L—AIdMGFEbFE—DOREEZIEL-DD
THRIFNEARD TEA, 2F ), HBEZ L— L1 (article) 2L, K V—L23EDY
DL F i (a method of using that ar rzcle) THRINEL SRV EWH) T L TT,

[0120] L, HEEEEI A OEBPIIFTINELEVHIBLH D T, ThdRErewn
F8, FOFEREEDI LT EDPo72), ZORBEIHNOFETHHINLZ LD S
NHTY,

[0121] I <Id, W UFSHICH L CE L HEOBBP ST T2 3 TwEd,

oL—LDIN—T CFREZ>32G

[0122] KEHFFHFERATRAOLIED L7 ¥ a Y DUSMN T, 7 L— 2 EBICERDOD 5 DI
Y7 yavGEFTT., £ Y a v GILIIRDEHICREBINTVET,

(27 L=, WEERYIZBWT, FRSPFIHT L2 L—2E—fIlV—T{bEhb
REXTH 5]

[0123] = iuid, HEEFMBE AR LS T HHROME 2 L—2a25 %1775 1 oMLY
L— A %BHLTWAEEIE. SO0y L—0itE I L —A%2 1207 V—TL 1L

TFEOIREZL V)T ETY,
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[0124] So if you have claim 1, and 2 refers to 1, 3 refers to 2, 4 refers to 3, that they all
be kept together, 1, 2, 3, 4.

[0125] And then if you start again with another independent claim as claim 5, that then
claims immediately thereafter refer to 5 and not back to 1. ’
[0126] This requirement is only really in place for the initial filing of the application; and
the reason is, once the application and claims are amended, it’s difficult to keep them
grouped fogether because you may be canceling claims, you may be adding claims and
so forth.

[0127] Then it's hard to keep that grouping consistent.

[0128] But when the original application is prepared and filed, you should try to keep
them all fogether.

[0129] That’s the end of 37 C.F.R. 1.75 and that is really all there is in the rules with
respect to writing claims.

[0130] The next place we might look for help or assistance in writing claims is the
Manual of Patent Examining Procedure, again the MPEP, which | have here with me and
which you may have with you while you watch this tape.

[0131] But remember one thing about the MPEP, it was written by examiners for
examiners o help examiners do what examiners do, and that is examine and reject or
allow patent applications.

[0132] Examiners don’t write claims, so there is almost nothing in the Manual of Patent
Examining Procedure with respect to writing claims.

[0133] However, there are many examples of bad claiming and good claiming in the
MPEP, but they are not grouped together in any manner so that you can identify them
and say, “This is gonna help me write a claim.”

[0134] They’re spread throughout the MPEP, and there is no set of examples on how to

write good claims.

[0135] But let’s talk about the claim types that we have gone over and I'll give you some
words and phrases that are commonly used in talking about claims.

[0136] When | am finished with that, we’ll talk about claims to an exploding bolt, which
is in your materials, and then we’ll talk about claims to the method, which is in the patent

to Yamazaki.

[0137] Okay, an independent claim. | referred to that briefly and remember it is a claim,
which is by itself and doesn’t refer to any other.

[0138] An example is “a roller skate comprising a shoe-engaging member and at least
three wheels rotatably attached thereto to roll over the ground.”

(o082



[0124] PlziE, 7 L—22@3%TTA2 L—a1%2BIHLTWT, ZLb—A3137 L —A2
2B, 2L —2 4132 L—A3%BHLTWAEAIR., IN607Lb—AF [7 1 —A41
—-2-3-4]OrN—7LLTEFEDET,

[0125] ZDHEIT, FILWHTZ L—ATHE7 L—A5DMmE, 7 L—A50HEDI L
— 2, LA 1 TERLZ V=5 %FHLTWEE V) HIITHL LITTY,
[0126] [0127] 2D X522 Lb—2a%, EBICZ V=TT H01E, —HFROOHBEHOFRH
BT OZ 2T, W) D, —BAFRFIBICHIERThbNS & MECX>T7 L—A
%WD@LLDLMLtbﬁétw‘m@#%@ﬁ»—f%%%ﬁé:k@k%ﬁ%ﬁ#%
TYo

[0128] #1LCh, HFFHEZEM L, RITIHHE, 2 V-2 7V —THICELEDH L)
BNTHRETT,

[0129] C D& 7= T, KEUFFHERTRALBOHBER D L2 EBnEd, 7L —A
OSBRI LT, RERFERTHANC B 2 BEHEII N TETHALRI LR
DFET,

BHFEEEEMPEP)

[0130] 7 L —ADTEEFICBNWTEEIC R LB DL LT, S HICKFFEREEMPEP)
BHYFT, 8T, TIHHEEFEEIDHY T T, ZOT—TOMBOLOICATINL
FHbBoNbTLE Y.

[0131] COBREMEEICH L TREZTELLLEOHLIL3—20d) $3, £, IFFF
BEHEEIE, BETICI T, BEEOLOIC, HFEEOBBEFT, #AL, HEL, Mz
AT 5 E VS RO LDIZEINTVDLE EWVWG T ETT,

[0132] HAEIEZ L— 2 OTHERIZL THADS, FFIFRAERIIE. 7 V-2 DEE
WHBEICHLUCORBIEH D T A,

[0133] #NTh, HFBRAEEAMEM 2T, 7 L —aXLFEORWHEL Bwplasiis T
Wb ETY, :

[0134] L2 L, 5RE&kZ &, Ihbny L—AXXEOBNL, 7 L — A CEER O DI
AR INTVAEDLITTIEH Y T A

2-2, JL—=ALDEE

[0135] 8 CTHFNT 2 L — L DEAFH (claim types) IZOWTOBEIHWRTLILIZLE
Lido TR V—2HLTEIIHEDLNEZEESCTHEWEZHILIL X 9o

[0136] # D%, #HA oo [HEER ARV |+ (exploding bolt) | IZHL LADLETI L—LA%
AL, RBICILNERCT [HEoZ L—24a] OFiREZ Llzvwe BnEd,

it o L — 4 (independent claim)
[0137] 2513 & U T L722S, HL 2 L — 4 (independent claim) &1&, M7 L — A
P LWV EIO 7 L—22B L E9,

[0138] Bz i3, Ta—5— A% — MiE, LTOLO» L) o B 1) 5808 L U

b s U CEe A &b 3RO B

FBONSCHEISTHO>—TN B
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[0139] So we have a roller skate.
[0140] And it includes two parts, and it has some wheels and they’ re attached, and
they help the roller skate roll over the ground.

[0141] That is an independent claim; it doesn‘t refer to any other claim.

[0142] Now, how about a dependent claim?

[0143] A dependent claim is simply a short way of writing everything in the independent
claim, plus an additional feature.

[0144] And here we have an additional or dependent claim to the roller skate.

[0145] For example, “a roller skate as in claim 1, further comprising a non-slip.coating
on an upper side of said shoe-engaging member.”

[0146] So what I've done is, | have taken all of claim 1 and added a feature, and in this
case, it's a non-slip coating to the upper side of the shoe engaging member of the roller
skate.

[0147] That is an example of a dependent claim.

[0148] Okay, oftentimes in talking about claims there is the question-what is this claim
directed to?

[0149] This is a first attempt to try to understand what is it that they’re talking about in
the claim.

[0150] Generally, a c/aim is directed to the subject matter of the specification, but from
time to time, the specification has more than one invention.

[0151] And so the question is-what are the claims directed to?

[0152] They re directed to whatever is set forth in them and, for example, the claim to
the roller skate is directed to roller skates.

[0153] That is the broad characterization of what that claim is directed to.

[0154] It includes roller skates.

[0155] The phrase “directed to” isn’'t any more specific except if someone says, “What
is the novel feature of the claim directed to?”

[0156] To answer that question, you need to have read the patent, the claims, and the
file history, and then you can know what the novel feature is directed to.

[0157] | have mentioned the phrase, “method patent” a few times or rather, “method

10>
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[0139) B —F— A — b adHBLELET,

[0140] ©—F — A7 — M 220D ATHRINTVET, 2F ), HISH Y ) 5850 &
ZFRIACTOBBEEOPOHIRTT, BI—F— A — MIZOBIRICE > THIE 2 HEET S
TENTELLH)IEoTIEY,

[0141] 207 L— 2307 L—a%2BHLTWEETANLOMELZY L—ATY,

& 2 L — 4 (dependent claim)

[0142) #NTid, WEBZ L—20BCBIEL L)

[0143] B2 L— A, M7 L—2 T _RTERBT 0TI AL, ERefibl, &
SICH LV EINZ b DT,

[0144] Sl —5— 27 — MCETEHIEZ L—2 0Bl RTHATL X 9o

0145] [Z7 L—A 1Dou—5—2 %7 — b, S BITROMEIERS & D B b HIEd OHLIZHLY
£ % 58530 _ETEEBOW ) 1k B

0146] 29T 22 LIk oT, ZL—A1DFTRTONET T AH LWIEHORRI N2
Pl F3, HLVEEEIE [0—5— 27— b OMUCIU) A4 5 85 @ EHEEROWE ) 1k
D®A] TYo

[0147] ZNAHERE 7 L — A OBITE,

17 & 757 (What is this claim directed to?)

[0148] 7 L—A b W2IiE, (207 L—A3ME#FL T8 (directed to) DOH] E v v
JE X CHIZLEY,

[0149] ZOERIE. [#D 7 L—ATRBERENTWEDO0] 2 EFET L 720 0H—K
L,

[0150] —fEfc, 2 L— A 3HME (S o FEEHR LT T, Lol RIS
I LD EDOFHRRE TN T IEAEH ) 9

[0151] 22C, [2D7 L—AR@MEHELTWLDN] L) BEFSHTL DI TY,
[0152] 7 L— A3 2 L—ABAKICERB SN2 OB LTWwAE, 29X ), KBELOFITIE,
=5 =27 —bDZ L —5F0—F— 27— EEZELTVE L W) T L TY,
[0153] BLEDS [27 L— A (ORI TR IIMEZIRL T EH] L) EMISTTHREDPLE
2 TF e

[0154] & S THBALAFITR, 7 L— 2 HAEROMHEL LTWwHDIRET—F— A7 — |
T9 '

B DI # (novel feature)

[0155] [directed to(~% )] L) EHL, [Z07 L—2OFHBORBIIMEIHFL T
WBDOH] L) X REBBERICL W EERE 2 LT A

[0156] = DERICEZ B, FiF. 7 V=24, FFoUELHTLEND D Z T
T FRLEHEEIMEIL TR E0095090 ) 9,

&2 L — .4 (method claim)
[0157] SN F TOHFE T, [T HEHF (method patent)| 3 B \N& [ FHEZ L — 4 (method

claim)] &\ BB MENENE L7,

l
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[0158]1 A method claim is simply a series of steps, which if accomplished, achieve a
result, achieve an objective.

[0159] The objective of a method claim is set forth in the preamble and then is
followed by a series of steps, which if performed, will result in the goal being achieved.,

[0160] We will talk about that in the context of the Yamazaki patent.
[0161] It is a method of processing plasma and the guestion we ask ourselves is, “When
we get to the end of the steps, have we achieved a method of processing plasma?”

[0162] And method claims are characterized by the use of “ing” that is, active words-
processing, stripping, heating, cooling, freezing-all of these “ing” words.

[0163] These are the steps; they are active steps, which if undertaken, will result in an
objective being achieved.

[0164] We will see examples of that.

[0165] You will hear the phrase, “a broad claim” or “a narrow claim.”

[0166] A broad claim is simply the minimum number of things, steps, features, which
characterize the invention.

[0167] Even though we say broad, and you think many in terms of broad, you must think
in the context of patents minimum.

[0168] A broad claim is the minimum set of pieces and parts properly interconnected
which form the invention,

[0169] What happens if your claim is too broad?

[0170] That is, it doesn’t include enough features.

[0171] As Mr. Stavish will talk about next chapter, this claim could be anticipated by the
prior art and that is, the claim may be so broad as to improperly include things which are
already in the public domain, and you don’t want that to happen, because then your
patent or your claim will be invalidated.

[0172] What is an inclusive claim?
[0173] That is a claim which includes all variations of the invention that you would like

to include.

[0174] It’s similar to the phrase, “generic.”

[0175] Generic is a claim which covers all possible versions of an invention.

Co12)
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[0158] k7 L—Aakid, #HEPBMNZ R T 5 LH (X7 7 KW aseries of steps) &
LD DT,

[0159] k7 L — b DHH (objective) (& [HitEAES (preamble) ] \ZHM S, ZIITHNT
TAENBEES L CHPENTE T, FOTHEBDIGEDIE, HRELTHMNZERTE S X
I o TR DBbITTT,

[0160] ZN T ILIEEFCTCZOMERCATL I Do

[0161] IAEEFTIZ, [79 A< MH ) (method of processing plasma)] A¥HH] ST
F9, T TOEMIZ [TRTOBBERZ LN T, 79 ARNMIERTETWENE
I EVH T ETY,

[0162] 7. K7 L — 51243 [processing, stripping, heating, cooling, freezing | 7% &HEH)
BEC [HFIEENE +ing) MOKBDBH LN TWE T,

[0163] =6 [~ ingl BOBEF DL (step) T, LR EBDITHDIZ, HH9 (objective)
PWERTEDL LI THET,

[0164] & DHAEBNIHTHIIL £ 9

W2 L — 4 (broad claim), #V2 L =4 (narrow claim)

[0165] WiC & < HIC T 5 FRBUI, [Kv> 2 L —4 (broad claim)] & [HE 2 L — A (narrow
claim)] T3, 7

[0166] i\ 27 L—Aa ki3, S EH#EoOT 5, BB (Wl TTR] [HE 2RbLEL
LV —h&fELET,

[0167] [V (broad)] &) BEIMELNTVLE2HIC, FELDLLVHDL LALTEAD,
WBFONE T, B L—a &k, BOROBER o7 L—AREHRZ TS v,
[0168] 2 F 1, Jhwv o L—2& k&, #EICH A BE % 7 - 725 fm O F/hMRO £ v T
Hh, Oty bWEPEZEOL o Twbh, V) T ETY,

[0169] ZNTIX [Z7 L—2aWETEL | BHE ik, E9VwHTETLE I D

[0170] 2% Y [+HBFHSEENTHERV] Ev) 2 ETY,

[0171] = h A& ¥y ¥ ads, ROBHEOPT, [ZO7 L— LRBRICTHAET BILTTHM
(prior art) \2 & o CHEM ) ST 3 (anticipated)| L) T EZOWTHBZLET, TN
T2 L—2aWET X L7010, 3T (in the public domain) @ b O % ASHEYC S & A
TLEY] EWH T ETT, TOL) BIEVY L—20RMIBH#IT v &, MR O
BN R ZENH Y ETHLERLTIZE W,

&1E 20 L — 4 (inclusive claim, generic claim)

[0172) Wi, &4~ L —4 (inclusive claim)] T3 o

0173) A4 7 L— 2 b1k, MEADE D E % 2 2RBIOV 2\ 5 LB (variations)
T RCED7 L—ATT,

[0174] FiME D E I [LAFHI % (generic)) B3V £ 9. (“inclusive” & “generic” 13, &
Lo [WRNR] LI BERPHY £9)

[0175) (@462 ) &, —2 DI DD SW B i gEL Y— 5 > (all possible versions) % & &
77 L—AT9,

1)
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[0176] For example, if | have a roller skate and there are many versions of this roller
skate, one for indoor use, one for outdoor use, one for high speed use, there may be
several versions of this invention and the generic claim would cover all versions of this
invention.

[0177] That is generic, and that is also inclusive.

[0178] What is a preferred embodiment that is mentioned in a claim?

[0179] A preferred embodiment is simply a version of the invention, which is identified
as being a preferred version in the specification.

[0180] It doesn’t rely on any knowledge on the part of the reader of the patent or the
writer of the specification to know what is good and what is bad, because as writers of
specifications, we aren’t skilled enough in a given field to know what is preferred.

[0181] Rather, it is up to the inventor to identify what is and is not a preferred example
of the invention, because we can’t possibly know all of these things because the subject
matter that comes to us as patent attorneys can be very varied indeed.

[0182] One day it can be a chemical vapor deposition technique, and the next day it can
be the differential in a car, followed by a new filament material for a light bulb.

[0183] And whereas we are technically sophisticated enough to work with this subject
matter, we aren’t so sophisticated that we can recognize what is good as opposed to
what is just ordinary.

[0184] So a preferred embodiment is something identified as that by the inventor.

[0185] Next, what does the phrase “within the scope” mean?

[0186] “Within the scope” is a lot like “broad” or “generic” and “directed to,”
phrases that we have already gone over.

[0187] And “within the scope” simply identifies subject matter that falls inside of our
legal characterization, and “within the scope” is often used in the context of
distinguishing prior art.

[0188] That is, you do not want prior art to be “within the scope” of your claim because
if it was, /it would be anticipated, and this would be again talked about by Mr. Stavish in
next chapter.

[0189] It is also used in the context of “is a claim infringed?”

[0190] That is, is someone using this invention?
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[0176] [0177] 7268 EDT—F5— A7 — b2 BICH > THRPLTHEL X 9. BAML B
SV, WA — FAHE2b 04 L, v—T7 =27 — b &) FERITRED ORI O
NP avhFHYET. CNSHARIOERDON-Y a V& TXTEBEL L0, [4
J% 2 L — A (generic claim)] T,

7% L WY (preferred embodiment)

[0178] 7 L —ADOHTEREND, [#F L 0 EHWH (preferred embodiment)] & 34T & FIR
TAHDTL X )Mo

[0179] #F & LWEHEFI L i3, BiE BV T, BHON-Va o) b, HELwvwi-Vs
vELTGRIN-DoriELE T,

[0180] Jegrz imts Ay b L IZWIMIE 2 VBB 2 Ald. SO B OB PRI B 5 Hnak
RRFLEDLETHWEVOT, [HFLE] OREZHHTAZLRITEIEA.

[0181] 38HAZ 721325, FDFWNT & o TS [4FF L LB (a preferred example) | 77 ¥l
BicxsblI Ty, FE, BHEFELOLIAMUESN T AHEBOTEICIE, HY LD
S5WAHEMSEODDONH Y., F#ERLE TRTCO [HFFLI] 2HTs2L3TaE
Ao

[0182] ZEM O TMEIL, BRIC X » TILAFBEBA BB CTh o7z ), HEHEO/EBERETH > 72
D, TRBEROFLVT A TAV MEMTHo72)TH5DITTY,

[0183] TFH 5, HFFFdELIZW O EEE B Y ) DI L HAM RS 5 L i3 v R,
HEEI D 2 HIWCE B EDOEMRTIEH D T A

[0184] L7255 T, EHOED L) R BABID ) by Lds—FiFF L kv ) HIRN,
BB RRL L wblF Ty,

BEP (within the scope)

[0185] W2 [#EHHIA (within the scope) | X3 % FWKT HDTL & ) Ho

[0186] HiBA & 13, HEWCSRAZE, [V (broad) ). [8#HI% (generic) ). | ~& 759 (directed
to)] EDFEHEL IIMPMTHTT,

[0187] #PHAN & 13, FFEAS, [ 8% 4F#007 (legal characterization) DOWPHANTH L1 E )
2] RHERTH7200LDT, & ITRITHMICH T 2HITE T3 R LELIEHwoRh
S

[0188] 2 F U, [HATHMINEZFEO 2 L— 2 OHBNICH S ] B, ZIBERLKI %
(anticipated) DI H LW Y FT, SO LDV TIE, BIIFELIF oL )vwy b A
FE YV aPROBETHBAL T,

[0189] 2 L —.4 DR (infringement of claim) % LY 5 BT H . #HPHA & ) FRBEMPEbR
9, '

0190] 7 L—ADBESRTVDL LW 2, BEERDL2ORRAEMH LTV D Ev
)T LT,

L
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[0191] Well, if they are using subject matter or an apparatus, a method, a circuit tpar is
within the scope of your claim, then yes, they are said to be “infringing vour claim,”
and so “within the scope” is a very important phrase.

[0192] In drafting claims, you are able to be something called “a lexicographer.”

[0193] A lexicographer is a person who invents words or creates new words, which have
new definitions.

[0194] The reason you are able to do this as a patent attorney is many times the subject
matter is new, that is the very definition of invention, and sometimes these new devices
do not have words out there to describe them.

[0195] An example of words invented in the context of patenting would be radar.

[0196] Radar was a theoretical mechanism for determining distance between objects
and relative speeds between objects and locations, and it is an acronym for this method-
RADAR.

[0197] By now the term radar is commonly used, and we all understand what it means.

[0198] So in patenting, you can come up with new acronyms and new phrases, as long
as they are defined sufficiently in the specification.

[0199] Sometimes in writing a claim, you cannot describe what a product is
except by how the product /s made.
[0200] This is called “a product-by-process claim.”

[0201] This is not very common, but it is a type of claim which is okay and acceptable,
and which is clear and definite under the requirements of 112.

[0202] A product-by-process claim describes something by how it comes into be by a
method of creating it.

[0203] An example is the super glue which we are all familiar with from television and
the little packages of it all around.

[0204] This glue was created from a photo developer, and it was not intended to be glue
but it became glue, and the only way of describing it was the process of its creation.

[0205] This is called a product-by-process type of claim.

Ca162



[0191] & LARIZ, #ELD 7 L—Lb0E#HZH>TCWEELTF L L9, 7L —ADFEHEE 132
BETHo720), FETH-720, HEETH-720FTE5bIFTTH, #EPBIor L—20f
PFINOEEEZH L T 6. ZOEZEDPSRI0O7 V-2 2RELTHLEEEHTE
HPITTY, L7adso T, [H#HFAN] &) SRIIMOTEETY,

FrErEY Hi L
(0192] 7 L — LA OCEVERE L, Brifi 2 5T 2 FEMEZ (lexicographer) DIXH 2 H o %
ZEHHDFT

[0193]) FEEMBEE L. HLVWERZF oM LVWEEZ, YLV T ADZ & T,

[0194] 4FFF i LANEEREE S AN A HAIE, £ DA, BiFOWY o Tw b EMEy)s
B 0%, T IANERE2 FIERIOTLLDOTHLLEE, BHOBEFHDIH
WThHsZ LT, BFOMBEICEREN TV L HEE 2R T A HENELELZVE VI BE
M) ET,

[0195] [0196] B 21X, [L— % —(radar)| 1&. & b & 3N RWIK DY . ZORs
BEITADh D AEELZEHET A 201ICMb, BRI R AL ZXATL2,

[0197] BiAEX, =@ A H = A A [radio detecting and ranging] D XLFE% & - T [radar
(L—=F—)] LLTmbh, #ETHL—F—=dATHB0H>TWET,

[0198] #$3FCld, DX H I, WHMFICHEY ZERS 2 R 3N Twiud, T % & - T
LW 2 o720, HILVWEEZAVH L3523 TEET,

JasEs pe/NT - TAEXTL—4  product-by-process claim

[0199] 7 L — AERICBE L. & B4 EY (product) (DWW TELIEEIIL, [EOXH LT
Shzh] DAHS, ZOEEDICOCTHEMT L HEN RV EP0H ) T3,

[0200] T uid [HE LIS L 0G5 K S L4 (product-by-process claim)| & FEEILT W
9,

[0201] COFED 7 L—2aid, HFDHBEIIIMON T EAN, ZHANRLNTBY) ., KREH
HEEL 1 250D T, ZO7 L —LDWHEIZ L THRE(ESE S 7172) (clear and definite) T &
LY RBOLNTHE T,

[0202] [7a %7 b4 -7 AZL—A4] &F, TR2R) 2T HEICI T, EAH
ENAEEWETR L L—20DZ 8T,

[0203] 7 L ¥ DEARL ETH AL [ A—23=7 ) — (BREEH]) | 25D RWHITT,

[0204] = DA —/S— 27 V—id, EEREHKBL LI & LbITidBvwols, BEIE, S,
ZE/ERIEME LTTERLDTY, A== )Vv—%Fik T 5 0121, DB %
(process of its creation) LR o 72D TY,

[0205) 2D & ) a7 ay s XL - Tae X7 L—A2MEbRET,
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[0206] When you are writing claims, you must use clear and definite language.

[0207] We talked about that in the context that clear and definite language are simply
words that have been used in the specification, or words which mean the same thing as
words which have been used in the specification.

[0208] If you follow that rule, you will never use vague or indefinite language.

[0209] Indefinite language though also has to do with using the phrase “or” when you
are writing claims.

[0210] “Or”" is an alternative expression and which is not allowed in claim drafting
except in two instances, and | will tell you about them very briefly.

[0211] The first instance is multiple dependent claiming.

[0212] That is where you refer to claims in the alternative, and so “or” is obviously okay
to use because that’s how you create alternative expressions.

[0213] The other instance is in a claim called “Markush.”

[0214] This is a chemical claim format, and you can use the phrase “or” in a Markush-
type claim.

[0215] Those are the only two instances where you can use the phrase “or.”

[0216] Claims also must positively set forth the features which contribute to the
invention.

[0217] This is a little different than ‘clear and definite,” and it is this basis that makes it
different? “clear and definite” has to do with the features that are set forth in the
specification and things that are equivalent.

[0218] Positively setting forth means, you bhave fo claim something by what it is, not by
what it isn’t.

[0219] If you intend for something to be smooth, you must claim it as smooth.

[0220] You cannot say, “something that is not rough.”

[0221] “Something that is not rough,” is not nearly as clear as something that is
smooth.

[0222] So when you’re writing a claim, you must positively set forth what something is.

[0223] In this context, means-plus-function claiming also arises.
[0224] Is that positive enough?
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[0206] 7 L — A OXEER BT 20213, BB» OB (BR S N ) 25k e v g

) T8 A

[0207] SEMF & BB L2 & 5 THBR> WL SRR 13, WHIE A o cfibh
REBLELEV) ZETT, HHWiE, HllEohcibhidbol, SELLTHLE
WEFHoTWwsew)H) ZEea2BLI T,

[0208] & DN —VaSENIE, 7 V— A2 TS L 127 (vague or indefinite) | 72 5%
wffio ZLI3FETHRVTLE 9o

[or/ (186H

[0209] AR EEL VO HICIR, 7L —A0XERZEL L EZICTORD LD ] 249
TEDLEEINET,

[0210] TOR (% L < &) ] &, HW—4#9&HB] (an alternative expression) T, 7 b — 5 E DV
IZBWTI, RO 2200¥E 2RV, AL UIVTEnI EilhoTnE T,

[0211] —F& B 3 Z#HEiEE 2 L — 4 (nultiple dependent claim) TY o

[0212] ZHUEME 7 L — A TIRIR— 7 L— 2 2 ThITTTH» 6, B4k TOR] Lw)k
HaeflioTdLwbi) Ty,

[0213] 2FH X, [v—# v ¥ 2 (Markush) | EIFENS 7 L—ATT,

[0214] Z U LFIC BT BFERIELN L 7 L— 2R T, 22Tk [OR] &) Z &a¢
TEFET, }
[0215] COBHIEMB I L—bb<x—A v Va7 L—=2IBVWTOA [OR] 2 ME-7-FH
BHWALIENTETY,

B EH9ZE (positively set forth)

[0216] & 542, 7 L—ADXETIR., BHORRE. FEHIIZFAL (positively set forth) L 73
Fude ) 8 A

[0217] 2 [HEM] Ritlid, iFLo TPBTHME] 2RI LG, —aT7 Y ANENE
To [BHIRCHIRE] 2 2BUE, PHIE ISR S N5 2 0% MY & ST A BHICER S
B EBTT,

[0218] ZHizwt L, [HEWZR] i3, 7 b—2aholgoiddiciz, FEXTERT
HILEERLI T,

[0219] b L. »2WEROKEME S HIUL NESLTHSL], EERLZTNER ) I
Ao

[0220] THLL b D] W) FnEHz LTidwiFItA,

[0221] THL Wb o] ik, [HES2L O] £ XY EAREIRITTHE T,

[0222] 2D X H12, 7L —2DOXHEEZERT AR, HEMICRAR LTI 23w,
FEB TS5 IEE means plus function

[0223] [0224] & DB EHI il (positively setting forth) \[ZHE L T, HEEZIHILEDOH LV
L—An & LTld [FE 75 X EEEE (means plus function) | (2 X D ROBEEXHVH Y ¥,

PO AT IS b — TN T
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[0225] In U.S,, claim practice, it is, and means-plus-function language finds its way into
almost every claim that is written in U.S. practice in some form or another.

[0226] Can you write a claim which is only a subset of the invention?

No.

[0227] A claim must be a complete description of the invention, and it must include all
the pieces necessary for the claimed invention to work.

[0228] The same goes for whether the device has to be operative or not.
[0229] Yes, the device in the claim must operate and I'll give you an example.

[0230] A pair of scissors for cutting paper are two blades that are connected.

[0231] But that is an insufficient description—- “one blade connected to a second blade”
- because if that were the case, the blades could be fixed.

[0232] Instead, one blade must be connected to another in a pivotal fashion so that the
scissors may, in fact, be operative.

[0233] This is an essential part of claim drafting.

[0234] A final reminder in terms of writing claims is that the claims must include proper
grammar; that is, they must be written in good English with proper punctuation.

[0235] The only exception is there are no periods in claims except at the very end.
[0236] The claim begins and it ends and only has one period.

[0237] The front part of a claim is called “the preamble,” and the back part of a claim
is called “the bodly of the claim;” this is the second part of the claim.

[0238] | would like you now to refer to page 143 in your materials...page 143, and refer
to a patent to Garner.

[0239] The subject is “a low shock separation bolt,” and | would like you to refer to
page 146, and specifically, column 1 on page 146 beginning at about line 12.

[0240] This device that Garner has invented is an improvement on the subject matter
that you see here.

[0241] The prior art includes exploding bolts for releasing canopies on aircraft, doors on
spacecraft, and any other situation where you need a bolt which explodes and releases.



[0225] KENZBWTIE, FERTIAMBORBIEEN LB THLLEINTEY, 20F
XHE. REEBHEOIILAEDZ L—AIZHVLNTWAEEVNSTHWVWNHNTT,

INTEZBT S
[0226] 7 L — LT\ B D55 (a subset of the invention) 721 Z 3Lk 35 Z LI TE EFH A,

[0227] 7 V—2id, BHOEEEZLITFTA L7 D (a complete description) Tz IF Lz
5%, BEFRHERL TV L RWHIREET L0 LELRBREZO TR, FFhTni
iz 8 A,

[0228] FXKEIZ, B8 b EB I FE (operative) Tzl TIER ) T4 A,

[0229] 9 %DTTo 7 L —2ICEDPNTWAEER [HX | 22H5db0ThIERD %
Ao BOBIE LTI, NI HD T3,

[0230] [0231] [#&E Y B 720D I iE, BEWICERLZ 2HOITEHRIN TS ] &
WO R, 7 L—A0XELLTERTHSTT, [B1OADPE2OHICERINTNS ]
EWIHEXHTIE, 2HOFIPEZEN TV THINWI LR E>TLEI NS TY,
[0232] N3 & LCHERET 5720121, 2HOMEH HOI 2N LTl oI ER Y b
KICE L ICEB SN TOUARITRER) FEA, INTHWDO TN I L LTHRET LI &
WD Ed,

[0233] 2D Z & id 7 L — ALFEERICBWTREREETT,

B % X% (proper grammar)

[0234] ;BT 7 L—2OXEERICEH L CERLZTNE RS2 old, @230 28
S TXEHLEVW)IZETT, 2F), 7L —AR3WHEAEIEL{ffo T, RWEFOLE
THEINTWRITNEE ) A,

[0235] [0236] 7275 1 2OBIMME, 2 L—A Tl T¥) 4 FO) ] d3rEo—FRHic 1)
2T, FNPUANOBETIEIED LN LG >TnAE I ETT,

[0237] 7 V — L DI P DI FIFEZE 5 (preamble) T, F DK < EIEEZH (body)
EFEEN TV E T,

2-3. ZL—LDEEH
H—=F =155 <HEH N=2143>
[0238] #NTIEFEM D1 4 3=V ZHNT, [H—F— (Garner) J§iF] 2 RT3,

<HH ~N—=-2146>

[0239] EHOTEEIL, [K¥a vy 700 ARV E] TF, 146XR-=Y235410D1 247H
ZROTFTLEI Y,

[0240] A —F—DFH L -2 0B IX, COXR—VICEMENT WD ZEH (subject matter) %
BERLZHDTT,

[0241] 77177 (prior ar)) \2id. RATHEDF v ) ¥'—%, FHMOREOY ) L% LIT0E
y BRICLo TS X IEEIT 4. SRV b (exploding bolt) 2¥&F N T Z
o
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[0242] The exploding bolts in the prior art have an explosive contained inside a hollow
chamber which, when ignited, either blow the bolt apart or they explode and send a
piston or movable device inside the bolt, which runs into the other end of the cavity
inside the bolt and breaks the bolt off at a sheering location, a place where the bolt has
been weakened.

[0243] The problem with these old styled bolts is twofold.

[0244] Number one, they are too violent in what they do.

[0245] They explode well enough, but maybe they explode too powerfully and they
damage things around them.

[0246] For example, computers, navigation devices, lighting equipment, may be even
people that are nearby, a pilot or an astronaut.

[0247] Instead, what they are after, what Mr. Garner is after, is a controllable exploding
bolt, and the prior art has tried to solve this problem by including in these previous
exploding bolts, a shock absorber device, which slows down the traveling piston element
or traveling breaking element inside a prior art.bolt, so that it doesn’t explode with such
shock.

[0248] Pretty clearly though, if the shock absorber is too good, maybe the bolt will not
break in half.

[0249] So Mr. Garner proposes a solution, and the solution is described also in column 1
beginning at about line 45 of the Garner patent.

[0250] And it describes this as the solution—the bolt includes a cavity, or inside it’s either
a bolt or some kind of fastening device...it could be a pin, a rivet, a bolt, a screw...but
inside this fastener there is a cavity, and inside the cavity there is a material which
undergoes a phase change, and the phase change goes from a solid to a liquid.

[0251] So the phase changes are not from a solid to a gas, for example, in the previous
exploding bolts where everything went from a powder or a solid to an explosive gas, or
rather an expanding gas.

[0252] Mr. Garner’s invention is that it should undergo a phase change from a solid to a
liquid, and the essential, absolutely essential characteristic is the volume of the liquid
has to be larger than the volume of the solid.

[0253] And so as this phase change occurs, the bolt just snaps at a place where the bolt
has been weakened.

[0254] So let’s look at the claims in the Garner patent, and this would be on page 147
of your materials, beginning at about line 44 of column 4.

[0255] This is claim 1 of the Garner patent.

[0256] And remember that except for the phase change being from solid to a liquid,

this invention is identical to the prior art.

[0257] The prior art is a bolt, it has a cavity inside the bolt, the cavity is filled with
material which undergoes a phase change, and the cavity has a weakening or shearing
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[0242] SEATHAMTIC H AAEREAAR NV Maid, BRSBICNESNZBRENG IR THET. 20
BEICEART AL, KV IABEEOBRBICL VBT 20, BLARBARNVIOPCHBHER
FrdHWIETEER S, B L o TENEOMWm I TSN, SAWEH, 2 ARV b
MEREFIC 22 o TV BT, RV AR SN AAMAII L > TWET,

[0243] IHEOFR )V MiZ 2 oDOMBELERH D T3,

[0244] F TR, BBESWLTELZ L TT,

[0245] B5T A LIZ L VOTTA, BEINULTEL7-DIC ANV IOFRBICHHHDOF
TE#BLTLEHYBRITDH D T,

[0246] BF AN FOREDIZH A DD, FlAiEa v ¥a—g, filERHBRKE, RUIEE,
X5, S ay MRFHRITELREOAMbEIN T,

[0247] #2C, H—F—IKiZ, BE2I bO—VTELBREARNNV P EZEEL L) Lika
12DTY . FATHM TIE, o3HHE LA, BEOMBE RS 572012, BFERNV P
BEEBESOLILICED, CAPUHBAY = FE2E LT, BIICK HIRE) 25 5
FEokLTnwEd,

[0248] LA L, S TRE2T L THEIWITRWwoIE, b LEEEEIS&ETEL L, T
ARV F AR SNL L ZoTLEH) 2L TT,

[0249] # 2T, ZOMBEIIHT 2@ E P LV —F—Ri&, F—F—HfF07 L—»A
10457825 Z0HBE LTI,

[0250] RRZIZRD LI WA SIS TWE T, A b L kD BEE D ERIC R -
ThH, COBEBIIE Y, 8, KV RLRET, LI ZOEEOHIIERICR - T
W, 22T ARIER (phase change) 2T AMESAR SN TE Y. ZOWHEIZEKD
SN ENAHEER T 5,

[0251] 7€k DKV b Tl T ORAIEBIIR R EOEED SIRBIEOLA S L EWES A
TL72

[0252] S AU, H—F —FFO5RE, MAHERIREEP SBAETHLNSZL LT
T¥. EELSHIE. WKL LTOFRPERE L TOREL ) bREVWIETT,

[0253] MAHEERE AT X B &, RV MEFI o TV AT TEAMINS Z L2 HDITT
T

H=F=WHFEDIL—b <EH N—147>

[0254] ZNTCEEM 1 47—, I8 4DIMTENSIHE BT —F—RFF0 s L—La%
RTWwW&EFL X9,

[0255] AN H —F —4FFD 7 L— A 1T,

[0256] REAHBERE SRR D SR TH 5 2 L 2B Cid, SRR EfTEME 2<M LTy,

[0257] SEATHAIZAR NV b T AV bR D ) . ZORRFIIINAMER % T 5
WA S TWT, Z2IIRRES S L IR AR S ) 9
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[0258] So the essence of this invention is that there is a phase change from solid to
liquid and the liquid is larger in volume than the solid.

[0259] So let’s look at the claim.

[0260] We have a releasable attaching apparatus, and that would be a broad
characterization of a bolt, a rivet, a screw, a pin, anything like that.

[0261] And this attaching member has walls, which define a cavity, and there is a failure
zone adjacent to the cavity.

[0262] Okay, so this is in all respects identical to the prior art.

[0263] If you would like to look at what this invention looks like, you can refer back to
page 144, and you can see in figures 1 and 2 that there is a shearing point in this bolt
device. ’

[0264] And let’s refer back to the claim.

[0265] There is an actuating means within the cavity, and the actuating means, this is
means-plus-function, is characterized as a composition that undergoes a phase change:;
and it goes from solid to a liquid, where the volume of the liquid is larger than the volume
of the solid.

[0266] So we have this change occurring, and it snaps the bolt.

[0267] What is also required is that there is an initiating means, which creates the
beginning of the phase change.

[0268] So we have .an actuator and then we have an initiator that starts the actuator.

[0269] That is the complete characterization of this invention.
[0270] It is operative and it is complete. )
[0271] Now this was an apparatus claim, it's directed to a thing.

[0272] | will now refer you to the Yamazaki patent, which appears beginning at page 7 in
your materials, and then we will talk about Yamazaki as it is written about in the claims,
which begin at the end of Yamazaki on page 142.

[0273] Let’s talk about Yamazaki very briefly.

[0274] Look at page 7 in your materials and look at the abstract.

[0275] The abstract characterizes this invention as being an improved chemical vapor
deposition or etching, in which a cyclotron resonance is used to collaborate with the
chemical vapor deposition to create a high speed deposition system for this plasma and
this chemical vapor deposition technique.

[0276] Okay, this invention, if we look at page 142 of your materials, is written about in
two ways; one, as an apparatus, and two, as a method.

[0277] And we can see, looking at page 142, that we have apparatus claims 1 and 4.
[0278] These are independent apparatus claims; they do not refer to anything else.
[0279] And we can see in claim 1 that there is a chamber, there is gas, there are means
for accomplishing things, and in the end there is a control valve.



[0258] TFH b, ZOEHOERMIE, BED»SHKRICEDLSMNAHERTH Y. WEOFRIE
EAROEEEL D DRIV ETT,

[0259] 7 L— 2% R T 7238w,

[0260] BLY 4+ LT e 20 Ak 26 B0 D T30 SIUIRN OB ZARIZHIIL 2D DT,
THEgE, AL, EVREDEMYTLIREI & TY,

[0261] & OMEAETAHIZZE 2T &> TWAEED D H . 2O AN, BHESR (failure
zone) WH Y £3,

[0262] = Z FCRETHEMEE<HA LT,

[0263] & LI OFWDPEBIIZED LI > TWEONEHY FiUE, 14 4=V
RoTR1EM2ZRATLEE Y, TRHORME, TRV MEEIZIE, FAKNKFA Vb
BHDLOWFNETLE ).

[0264] ZNTld, T2 L—AIRE->TLZEW,

[0265] Z2ifi @ W2 13 /F B) T B (actuating mean) 25% 0 £ 97, ik [FE 77 B
(means plus function)] T, ZOVEBITEIL, MMHER 2RI ITHBMOREZRL TV
T, BRI ERD SEARICIER L, Bk L TCOFRIEERE LToki h b RE (%
DE9,

[0266] & DIAHIEREDHE Z o 72BNV AR AR SN AR R > TV ET,

[0267] & 512, T OfAHEE % 5] & 2 3 F-B (initiating means) 233 T§

[0268] #'—F —HEFFED 7 L — A Tld, #EHEIE (initiator) 12 & - TEBYH & (actuator) 252 ¥
— B EITHSTVET,

[0269] LA EASH —F —HEEF O FEH O T

[0270] [0271] &' —F —EFF DI ERTEETH D, 7 L—APEREZFHHI N TV I T,
INBEES L—ATY,

LLIFHEE <#EH-~N=131, 142>

[0272] LTINS EA TV E B F 5, WIFERFREM O 7 X— V6T > T
FIAL SCTRZ V—A0FHE L B g, INERFFD 7 L — MIFRFO—F R
BIZHY, BHTIEHLI42=VI%B Y ET,

[0273] IIZAFEF OFEH & i HACHB L ChZZwER VT,

(0274] 7 _—=2 D [E# (abstracy)] & BT LIZE

[0275] [E4 ] ClRILBEFOSRHE% SR 72 CV D (chemical vapor deposition) 2 %
Dy F v (etching) | LRI THBY, 2T TR, 79 A7 ZDCVDEMAOE
HHEE AT ARIED FIF A 72912 (to create a high speed deposition system), CV D%
CHAE bR T, 1o o > HEHE (cyclotron resonance) DMER I NTVWE T,

[0276] 14 2=V & BNED»5 &5 WERRFOFHIL, KE (apparatus) & ik
(method) O " FEHD 7 L — LR x> TEIPNTVWET,

[0277] 1 4 2R—=V D7 L—A 1L 7L —L413EEZ L—LTY,
mm&:n%w%ﬁ&v—Ai M7 L—AT, oD L— LIl R L TWwERA,
[0279] 7 L—A 1 1Z WE. HA, YWHEEHT S FE (means for accomplishing things).
ZLT— Eﬁﬁg\:/hu—wﬁwﬂ%#%biﬁo
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[0280] But | would like you to focus on the method claims and specifically on method
claim 7.

[0281] This is a plasma processing method, and | told you earlier that a method is
simply an objective which is followed by a series of active steps, which if
accomplished, will achieve the objecitive.

[0282] So let’s look at the objective of claim 7.

[0283] It is a plasma processing method and then let’s look at the steps.

[0284] We are introducing a process gas; we are emitting a microwave, inducing a
magnetic field in the chamber, positioning a substrate, and finally, exhausting the
chamber so that the coating may occur.

[0285] These are active steps, which if accomplished, will achieve the objective of
processing this plasma.

[0286] So this is a good claim, it has passed all the requirements set forth by the patent
office.

[0287] It is not vague, it is sufficiently definite, it positively recites elements, and it is
supported by the specification.

[0288] So in this chapter, we now begin to understand the tvpes of claims, how claims
are written, what you must take into account, the sections of the law and the rules
which relate to claim drafting, and we have looked at claim types in the context of very
close prior art in the case of the exploding bolt, and now we have looked at a method
c/aim in the case of the plasma.
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[0280] & & Tld k2 L—4 (method claim) & BHIICFRZ EIZL, 7 V—A7 % T A
FLxIo

[0281] &I T T X~ DMA 7% (processing method) T o FAIEBHIIL 72X D12, ik
(method) 3. —ETE L. ZOHA—HOBEEIBER & o 72 F49 (objective) TH 1)
FOIREBYICTNE. BRSERTELL IR sTRAELDTY,

[0282) ZNTE7 L—A 7 OEMPMATHE0RTHEL X o

[0283] ZDHW L X T T A OMBFETTI, SOFEDOLF BEH. step) 139 =o>T
WBHDTL X P

[0284] 7w AH A %RHEA L 9 (introducing)y <A 7 QIR % JCH L F T (emitting), #RI2
(chamber) \Z ¥ % 84 L F 7 (inducing), 3 % (substrate) D i/ & 0} 2 L 5
(positioning), * L CTHRHEIC, BEBEIEI L I HIC, HEON A ZIML T§
(exhausting)o

[0285] C N SASEEBII LT, COLHREB D IATRIE. 2077 AR E W) HEAE
WTEBEIChoTWET,

[0286] TF b, TOZ L—A T, BEHFTRIVEDONLBEH PR B L—
LEBRATT

[0287] D2 L— b OXERBUL [FHIEL & S 545 < (not vague) |\ [ 1IHZHIETD
(sufficiently definite) |, W BEFRDS [ HEHIICH I ST TE ) (positively recites) ], WHIZEIC X
o> T [ZHE T F T (is supported) 1o

[0288] ZDFk#H T, [7 L—L 0] [V —20FEHL [7 V- 2BRIEHLoT
ERLAFNERS 2 WER] (7 L—AERICBRT 2R 20w TomMke R0 L
720 FBRRARN POFIARBL T, ZORHFICE THREVIATEMOXMROFT, 71—
LORRME 2D, F2T 5 AWM Wo/cFES L— 2 2L T L7
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[0001] My name is Matt Stavish and for the next hour or so, | will be discussing the
statutory rules and requirements governing the issues of novelty and obviousness as
they pertain to U.S. patent law and procedure.

[0002] In the United States, a patent is granted only to one who properly discloses and

claims a new and nonobvious invention.

[0003] The statutory basis for novelty is 35 U.S.C. section 102, and the statutory basis
for obviousness is 35 U.S.C. section 103,

[0004] In my opinion, the rules and requirements governing the issues of novelty and
obviousness are the single most important topic in U.S. patent law, and one of the most
difficult to understand.

[0005] Thus far, you have covered many important topics and statutes; however no other
topic receives, or for that matter deserves, the attention given the issues of novelty and
obviousness.

[0006] Simply stated, an invention is patentable unless it exists in the prior art as
defined by 35 U.S.C. section 102, or is an obvious variation of that which exists in the
prior art.

[00Q7] Even if an idea is new, it cannot be patented if it is simply an obvious variation
of that which is found in the prior art

[0008] In that case, the idea or claim directed to that idea is rejected under 35 U.S.C.
103 as obvious.

[0009] Obviousness is based on the sum total of knowledge found in the prior art.

[0010] Therefore, a claim will be rejected if one of ordinary skill in the art would find it
obvious to modify what is taught by one piece of prior art in light of what is taught by

one or more additional pieces of prior art.
[0011] Let’s take a look at what | mean.

[0012] Please turn to page 152 of your materials.
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[0001] & DETIX, [KEHFHFEE EDFEFHE (U.S. patent law and procedure) ] \ZBIT 5,
[BFAEPE (novelty)) & [ EHBIHE (obviousness)| &\ ) BEHAREL TWEEZAD, EHH

B & PEHGELE (statutory rules and requirements) % HaT L TWE 72w e BnwE§,

[0002] RENZ BTl FFL Do HB TR (new and nonobvious) S A EICEN L,
EDHEFIZ G T 5 (properly discloses and claims) F 2T, JFFFI IG5 S E T (a paten is
granted),

[0003] [ZF4EHEDEHIHRI (the statutory basis for novelty)] &, KREUFRFESH 10 25 (35 U.
SC.§102)Td Y. [HHHDZEHIIRI (the statutory basis for obviousness)] 1%, KREHFFFIES
10 3%(35USC.8§103) T

[0004] FAMEA O RARTEAS . BB B L v HIEABRE L T2 B0 & BHE R
EEFECBWT, BRI THY, FAKBCZORFTLIETL20PRJELVEODO—D
T9o

[0005] ¥ TOMHFKT, BER My 7 RPHE, HE CEATE LD TR, itk
YEBEE W BEHICE R ONANEERRLEHICHES Py 73 ild Y A

[0006] fiHICE D &, KEUFHFESE 1 0 2K TERSNT WD [E7HIAT (prior art) & LT

BECAEL T RIF U], 7. BATHMORICHEFEL T2 00 (#0457 T —

> 7 > (obvious variation)] THRIINE, FOFRBIIFFERH L L W) 2 LITRY ¥4 (an

invention is patentable).

0007} (2 F )7z 2 74 F7AEL < (an idea is new) b, ZDT AT TH FATHANI

HAET L LD, BiZ, o500 L 2EFER 28 D (an obvious variation) T & AEA.

F ORI Z ) 2 FE A

[0008] ZD¥&E, EDT7 4 A7 #IHFL TV B (directed to that idea) [ TA T 7. Thbbs

LA id, RESFES1 0350 #DE, HHTH S, & LTHME /1S (is rejected)
B s L B S S

[0009] B BHYEI, [SE/7HERIC I M S 718 BT DFEHF (the sum total of knowledge found in the

priorart)] O LIZZEOFEBEEENTVET,

[0010] #NW 2. [ EDHEMFEIZFE IS D Bl E (24 22 ) (one of ordinary skill in the

art)] B TOZ L—aE, [ E 223 B ORATHRNC & o THp (HBE) S T3

T (in light of what is taught by), — DD IEFTHEMIZ L o> TR (FWE) ST T8 6 D EIEIE

L2 D (to modify what is taught by one piece of prior art) TH 5 Z EVHLPTH A |, L5

DOFHLERE, FOZ L—ARIEMENEZEITEBTLE ),

[0011] ZHAREI W) ZEEZERTLZ2O0E R THEL L Do

3-1. PIEBIC S BHHHSL GEIEDIEE <#HH ~N—2152>
[0012] EM D15 20— I ERBNWTLEE W,
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[0013] In example 1, we’re to assume that a patent application contains the following
claim: a superconductor enclosed in a metal pipe, wherein the metal pipe is platinum.
[0014] If a single piece of prior ari, for example an engineering manual, discloses or
feaches that it is well known to coat a superconductor with a layer of platinum, this claim
would be anticipated by that engineering manual,

[0015] In other words, the identical thing was known, the idea set forth in this claim is
not new, thus not patentable under section 102.

[0016] Let’s iook now at example 2.

[0017] Here we are to assume that a patent application contains a claim to a
superconductor enclosed in a metal pipe, wherein that metal pipe is iridium.

[0018] We already know that the engineering manual states that it is well known to coat
the superconductor with platinum, but that engineering manual does not mention iridium.

[0019] Therefore, this claim set forth in example 2 cannot be anticipated by the
engineering manual, because there is a difference between that which is set forth in the
claims and that which is taught by the prior art

[0020] The engineering manual qualifies as prior art but does not anticipate this claim.

[0021] However, our inquiry does not end there.

[0022] Obviousness may still preclude patentability; in other words, this claim may still
be rejected it one of ordinary skill in the art would find the differences between what is
taught in the prior art and that which is set forth in the claim fo simply be an obvious
variation.

[0023] As we have stated, a claim is rejected for obviousness if one of ordinary skill in
the art would find it obvious to modify what is taught by one piece of prior art in light of
what is taught by one or more additional pieces of prior art.

[0024] Therefore, if a second piece of prior art for example, a trade journal, teaches that
iridium may be substituted for platinum when insulating electrically conducted materials,
the claim set forth in example 2, that is the claim directed to iridium, would likely be
refected as obvious if one of ordinary skill in the art would find it obvious to replace
platinum with iridium as taught by this trade journal.
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[0014] L. EATHBMO—2 L LT, AR ITHEM L5~ =2 7 (engineering manual) 2%
[BZlAkE 795 FOBPRECHI) S LR EMONT WG | & FR LI HIR (B
(disclose or teach) LTWaEaIE. COBMTHRI=aTVICEoT, [CD2 L—AM8
7S T B (FFHIPEDS 2 v2) (this claim would be anticipated)] L\ Z E1273 0 Ty

[0015] BVR 2 UL, [/ 1D b DAEEICH] 6 71 TV & (the identical thing was known) |, [ C
DL —AIZEHBS LTS 7 A 77 (the idea set forth in this claim) &, FrL Wb D TIE%
W, WS I LT, REETES L 0 28100 WT, RS EVWE W) 2 X ) X
o

PIEE(2) 1TV S DOLBEE/ T 7 —HHRED Y

[0016] Z N TIXKRICHIE(2) 2 RTHEL L 9o

[0017] = 2 CiE, 4SO 7 L— 2k, [&8/ 34 71 Thh B3R T, € 0&R
NATRAV VLB THL] L LET,

[0018]) BEWC R C X 72k 91, B LE~= 27 v Tk, [WBREKE 7T F - OB TH )
SrERIHmeENTwAE] EBRENTVETH, ZOBMLFEr=a T VTR A UY
TAEDOVWTIEBERL LTV E R A,

[0019] L7255 T, 7 L—ARKRRENTWEL I &L, BITEMICL > THOREINTWAS C
YORICIZ. EREHLOT, [TOFE(2)D7 =21k, TOEWETLAY =27 IVIZE
o TlE JEIFS T 200 (B4 B) (cannot be anticipated) | &\ Z 2127 Y $95
[0020] MMk T2~ = 2 7 Wid, SBATHM (0—2) & LTHA L ¥ (qualify) 2% 027 L —
M HITLTwiw, LA bITTT,

[0021] L2 LZhis, S TF oy 20 bolcbliI Tidd ) A,

EBFHEIC & 316/

[0022] EIHIME & 9 SO VTSN EVWHELH L2 LT, BVHANE. 207
L—Aid, TREHMSNDRIAEDHD I3, 2F 0. [BITBITTH RSN TWE DL,
ZL—AICEHBENTVELODOMOERNE, BIZHH D/ L —> 5 > (an obvious
variation) (B X\ ], & 2 OB E OBE ORMEE SR L2 E T

[0023] RIR L72 L 91, 2 L—2ad, FOHPEIC L > TEBINET. 22 H, € OHIM
OB OBERE UEE) L 5T, 207 L— A, —EF 7 3BHED O HATHAC
Lo THRENTVE FT, [—20O%THEMICE > THRENTVWAEDDOEBIELZDD
ThHhHIENHAMTD L] B, BFO7 V-2 EBINE T,

[0024] TS, BRI, FDAXDHITIEM (second piece of prior art) LLTo [EREE] &
s, [BEMEME LT, AV Y2755 2 UHTES ], LHRLTWRIE, 20
BB 0@ OB E (LEE) P ZOERETHZIONT, [V YV ARTIFFICL
STRBESNDLZLEWASPTHE ] LEOFHEE, AV VT2 ELTVLHE(2)
THRBRENTWLZ L—2AW, £4 HHATHL L LTHEMSNDZEIZBAHTL L),
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[0025] Examples 3 and 4 at pages 153 and 154 of your materials will help us to better
understand the issue of anticipation as it applies under section 102.

[0026] The following examples give a brief description of an invention, an illustration of
that invention, a statement of the prior art, and a group of claims.

[0027] We must select the claim which best describes the invention set forth in the
example and which defines that invention over the prior art.

[0028] Our first example at page 153 discloses a planting pot.

[0029] This is a very simple invention, which provides a plant pot having holes in the
lower half of the sidewall to promote the growth of roots.

[0030] This example goes on to tell us that it is well known to provide a hole in the
bottom of the plant pot.

[0031] And it also goes on to tell us that it is well known to provide holes along the top
rim to receive hanging elements for a hanging pot.

[0032] Therefore, the difference between the invention of example 3 and the prior art is
the inclusion of holes in the sidewall and limited to the lower half of that sidewall.

[0033] And it’s our job to select the claim which best describes that invention, in a
manner which overcomes the prior art, and thus cannot be anticipated by the prior art,.

[0034] Our claim states, “A plant growing receptacle having a plant positioned therein
for further growth...”
[0035] And it is our job to finish that statement.

[0036] Choice A states, “said receptacle comprising a side wall, extending from a
bottom wall, at least one opening in said side wall.”

[0037] Well this might accurately describe our invention but also describes the prior art,
wherein holes may be provided on the outside of the top rim.

[0038] These holes would likewise be provided in said sidewall, and therefore the claim
of choice A would be anticipated by what is known by the prior art

[0039] Choice B states, “said receptacle having a bottom, a side wall, and open top,
and a plurality of openings formed adjacent said open top.”

G52
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[0025] #AM D15 3=V & 154R=DVIZHDBIM(3) L BHE(4) 2> T REFFFER
10 250OMBITIT LB (anticipation) %, L) BEBLCHWE e BnE T,
[0026] = 1A SBIHT 2 BB, KHEOMELRGER, € OB ORIM, JoAT 5 O FHH,
BIUO—EBO7 L—AdRINTVET,

[0027] I TiE, ((A) 25 (B) OBIRBHIORT)BIEE LTH STV B RHONEZ &
QX R [HETREMEHEL TS DI & WHEICEFH DV T8 (which defines that
invention over the priorart) 7 L' — M1 %, —FIEBATAEL X 9o

PIRE(3) FESRIEI IS SC D ERER SR <#HH - ~N=2153>

[0028] %41 1 5 3 _— Y DFMOBIETIE, HWARKOFEHALFRIN TV T,

[0029] & DFEBIT AL b 0T, [#ROMIE TEIC, ROFEERED ATV LA
Kkl LnWHLDTT,

[0030] = OFRETIE, THARSKDEICKZHITL, L)l eI {HMbNTVnE ] LR
FL Ty E 9 (goes on to tell us)o

[0031] S 512, [ FIFHMAskE LC, M) TR e@doic, LIz Kz b
FarEwyed, LM Tni el REINTVET,

[0032] 1w 2. HIFE(3) DFM & BATHA & O OEFRIE, [APEHOMEIZFHT ST
BO., L2DFNDSTEICHTSNTWS ], ERES TS (is limited) £ ZHIZH Y X
R

[0033] # Z TS A LI, BHFEMEHZ L5 05 T (in a manner which overcomes the
prior ar)y L7255 T, BATHMIC X o TRITEN T ARWEZ AD, TOFHEHZRD X<
HRLTWLEEDNLE Y L—2a%, UTOBREOPMISBERZLIZLEL X9,

[0034] ZZTHY L—2ailid [ s 20Hic Ah, 2OREE S 5IET 7200, FEH1E
HEORFETHY ] LB INTHEY,

[0035] 2Dk, 2D L—ADXEZEHTHONbNbIOEHETT,

ERBEA FETENATLS
[0036] L (A) Tl

[RTEEZE S8 (LT 2 &) 4k 5713 (comprising): JEERED ST 2 HIBE, B X UNHIEL HIBE
e Nz n b —20R], LRRLENTVET,
[0037] #IRL (A)1E, ST TORWEZEMICTHRL TWAD I EIZ% ) T30 ik, %o
EERRRIC AR D D &) BATBEIRORLETEH ) £9,
[0038] SIS DIIFFLDOMEBE B RT B EHTELDIFTTRS, FERB(A) D7 L —
2L, AR L o THAITH B 2 WD I & T 7S 71 Tur B (would be anticipated K
IZHED SN THnB)Z il ) 9,

BB ETEATOS
[0039] IR (B) T,

[ ELARIE (AT 2) Ao T3 (having): KR, HIBE, 38 X ORI LTER. & & OTRTRLH
B EHEEROT I AR SR OR] LlBRENTWET,
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[0040] That exactly describes the prior art wherein open apertures are provided for
hanging elements.
[0041] Therefore, choice B likewise would be rejected as anticipated by the prior art.

[0042] Choice C- “said receptacle comprising an open top and a sidewall and at least
one opening in said side wall.”

[0043] Choice C is very similar to Choice A and likewise would be anticipated by the
prior art

[0044] Choice D- “said receptacle consisting of an open top extending downwardly
along said side.”

[0045] Choice D does not even provide for holes, therefore does not describe the
invention, and likewise, would be anticipated by the prior art

[0046] Choice E, our last choice, so most likely the correct answer- “said receptacle,
consisting of an open top and a sidewall extending downwardly, at least one opening
formed in a lower half of said sidewall.”

" [0047] This is the critical feature of our invention.

[0048] Choice E describes our invention, and more importantly, describes it in a manner
which overcomes that which is told as the prior art.

[0049] Choice E, therefore, is the correct answer.

[0050] Example 4 provided at page 154 of your materials.

[0051] Here we are told the invention is a weighted fishing Iure.

[0052] The lure is a metal hook at one end, and a weighted eyelet end at the other.
[0053] The weighted end is formed by coating the fishhook in a bath of tin, such that the
eyelet end weighs twice the barbed end. Very simple.

[0054] We are told the prior art is a fishing hook having a barbed end and a eyelet end,
and it is known to coat the fishing hook in tin; however, the prior art coats the fishing
hook in order to provide equal balancing between the two ends.

[0055] Therefore, the difference between this invention and the prior art is the balancing
aspect.

[0056] The eyelet end is balanced to be two times the weight of the barbed end in order
to provide a unique action as the fish hook moves through the water.

2D



[0040] & #Ud, TATHMZDODOOHET, £ Tk, MO FIFHREHICHE SN2 R
fahTtngEd,

[0041) £z, BI(B) b RIS, BATHMIC K o TETEIATHEE L THHHMENLS
(would be rejected as anticipated) Z X127 1) F9,

EIREC FETEATOS

[0042] [HIFEAEHE (LT OB SN2 Bl ESR. MIBE, B X ORIRLMIBEICEY Shizd 7k
CEdH 12D

[0043] 3R (C) DI (A) LIFE AL LU TT RS, BITHMICL - TRITENT WS
NP s I N

BRED EITESATLS

[0044] [HIFRA & 1E. ATRCBE ISR - TR ONT W 2 BB LD S AL (consisting) S
T2 | »

[0045] & ZICEAROFIBIEEL H Y TEAND, HEHZFRL T0D L2k ) THA, &
FEE & AR BITHATC X o TRITShTwb 2 8k ) £9,

HRBE RERGCHFH, FTERTOLO

[0046] &\ Z & T, MBI BRFP(E)PIELWERZEL D EH)TTREITL LY
Do IR (E) Tl TR AERE LEAHWTB Y, 2225 FHITHMOTw 5 BT
B (consisting) SNTHY  WRLHEED FHGHFID R L LB —=2DORPERENT N2 ]
[0047] ZNAS, T DIEBHDHEH) 22 4F B (critical feature) T o

[0048] IR (E) ik, W2 QEMIDFRRLTWET, LT, KO EELT &I, BT
WELTEONTDLYDE, L B0 157 (in a manner which overcomes) TReik 3T
WhEWH ZETY,

[0049] &9 Z &T\ EIRB(E)PIELWEZ TY

BIE4 BEIFNT — <HEH N=-2154>

[0050] kiZ, #HAM154XR—VOPIE(4)ERTAEL LI,

[0051] Z OBIEDFHIE, E AT — (A ) FSEUE) T7,
w%mw7—uﬁﬁﬁﬁﬁﬂ®%ﬁ@\%5ﬁﬁwﬁbﬁﬁwﬁﬂutofwiio
[0053] E D X DO FIE, SFOBEOFICRIFLNTAY F SN, £DLHITLT, T0
OCORDBDLENMNEOHH, B FOH5ED)HT LY 2H/BEL LoT0E T, JEHL
LTWEKREY VTR DTT,

[0054] ZHUZH L. SBATHAMIZ, M (7T D)0 E 0b ROWEIF- 80 4T, 20N

DEHIEHA v ¥ 2T A LRI CHONTVE T, LAaL, Zf7HAlCiE, 890 8Hd, Wivm

DEEDONTG VY AEWDL I H)ITEHEIIA vy FEINTWET,
[0055] T2 6, ZHEEITEMOER L, BEONTVRAEWIREICHY 7,

[0056] Db ROWMDOFHAEE T ORI L D b AEEL 25 L9 LT, #InstakhzE<
BRIZ, MUF B E 2D X ICLDbIITY,
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[0057] Once again we are provided five choices, and we must select the one which most
properly describes the invention, and more importantly, overcomes the prior art.

[0058] Choice A- “A fishing lure comprising a metallic hook connected to a weighted
end portion.”

[0059] There is no provision in choice A for the novel aspect of this invention, that is,
the weighted end being twice the barbed end.

[0060] Therefore, choice A would likely be anticipated by the prior art.
[0061] Indeed, the prior art has an eyelet end that is weighted.

[0062] Choice B- “A fishing lure comprising a metallic hook having a barbed end and a
weighted end portion, that weighted portion being coated with a metal alloy.” '

[0063] This is exactly the prior art that is provided to us and therefore would be
anlticipated under section 102.

[0064] Choice C- “A fishing lure comprising a barbed end, and end opposite said
barbed end coated with the metal.”

[0065] Once again, this is identically disclosed in the prior art...

therefore, would be anticipated.

[0066] Choice D- “A fishing lure comprising a weighted end and a hooked portion,
having a barbed end portion opposite the weighted end, wherein the weighted end is
coated with tin.”

‘ [0067] Well this may describe our invention, but would still be anticipated by the prior art

because the important feature, that is, the fact that the weighted end is twice the barbed
end, is not included in the claims.

[0068] Choice D would be anticipated by the prior art.

[0069] Choice E- “A fishing lure comprising of a metallic hook, having a barbed end
and a weighted end portion opposite the barbed end, wherein the weighted end is coated
with tin.”

[0070] Up until now, Choice E is just like Choice D; however, E goes on to state,
“‘wherein said weighted end weighs two times said barbed end.”



[0057] F7-4 Wb B RS 0H 500, HEHERD LCRL, SHICERELI LI, 4
T &< T3 (overcomes priorart) 7 L — A& RATATL & 9,

EREA FETEATOS

[0058] BRI (A)IE, [HEPEESHI (UIF OBREN L &BROH Y T, TIILED »3
Wi DIy L R LT b ] T,

[0059] & DRI (A ) WZid. BY DI M IZ B 5 5 (novel aspect of this invention) # E
(provision) B3 ) T, DF D, [HLITOH LML 2HEES LA-EYMNEOE] Lw
) FrEHED

[0060] Z1w 2. BIRBL(A) X, BATHAIC L D EITEIN T b, ERENETL X I,
[0061] B3, JeATHMIE, BELLADDBREF>TWET,

BB ETEATOS

[0062] AR (B) 1L, [HEPEESHI (T ORI N2 &BEOH ) T, Zhudd o
(BHT)H LMD LB DN WM OEEHESTEBY), Z0OE) DN WEME. €BEE
TAYFENTNVES]

[0063] 2T S L ETHMPRELTWELDOTHY, FhWwi 10250 TFIT, %47
ENTWAZ LR FT,

BIREC FHTEHATOS

[0064] IR (C)1x, [BELEEEHI (T TR S N5 L T D720 CL £ DR &
I & o & BOHI ORI B TA Yy F8hTnW5 |

[0065] FECN, WL Z & THH, THIEBITHMTHRINTVWEHDOLFELTTRL, BT
ENTWwWasBZ LI FT,

HRBED FETEATLS
[0066] I (D — THELERSHI (DU TSNS E ) off wizi & st <, Eho
723w D SOTHNE L T DOMmAH Y, BEON EWIIIHTA v F ShTn5 ]

[0067] ZOFEFPE(D)1E, TOREZFTEB L TWELEZZ TN FRTH I 2RTHMIC
AT SINTWELERDLTLE ). %ERL, HELRFHMTHL, Thbb, BEY 2MNT0m
DD LT OHIRDE Y S AEEL o TWVBHEWVWHIHEN, 7L —2 &I TV
W ST,

[0068] FIREL (D) b HATHMITHATSINTWB I LICh ) 9,

BRBEE ETIRITEZFA TS

[0069] IR (E) — [HELEESHE (AT TR SN @BROH VST, ML Db 2m
Boe, ZOFGHICHZE) OV 2R TEB Y. £OE) OV EMEH
TAYFEINTWVE]

[0070] & Z F CILERK (D) LML TT. L L, BIRBE(E) TIX & SICF DFIAAHE T,
[ZZI2BVT, ZOE) DNV L. oM & PN ERES0 ROEIND
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[0071] That is the important aspect of this invention that describes our invention and
does so /in a manner which overcomes the prior art and therefore, would be proper
under 35 U.S.C. section 102.

[0072] These examples may appear simple, but such exercises simulate rather closely
the procedure followed by patent attorneys and patent examiners nearly every day.
[0073] A/l refections, whether based on novelty or obviousness, are based on prior art.

[0074] When a patent application is deposited at the U.S. Patent and Trademark Office,
an examiner will conduct a search of the prior art, and the results of that search will be
reported to you through a search report.

[0075] Prior art is a set of circumstances listed in 35 U.S.C. section 102 and nothing
more.

[0076] When a publication or set of facts or set of circumstances that might qualify
under prior art, the first step is to analyze those circumstances to ensure that it qualifies
under at least one paragraph of section 102.

[0077] Prior art may be a prior public knowledge or use, it may be a prior patent or
publication, or it may be a sale here in the United Stales.

[0078] For example, a prior U.S. or foreign patent may qualify under one section or more
of section 102.

[0079] Likewise, an article in the New York Times or an exhibited trade show may
gualify under one or more paragraphs of 102.

[0080] However, as we will see in a few minutes, a pending foreign patent application
will never qualify as prior art.

[0081] It simply does not fit any section, any paragraph of section 102.

[0082] Likewise, a sale outside the United States with nothing more, a sale outside the
United States, simply does not qualify as prior art.

[0083] It doesn’t fit one of the paragraphs of section 102.

[0084] The rules to finding prior art are very mechanical and rigid.

[0085] 35 U.S.C. 102 is a seven-part checklist and should be strictly followed.

P



[0071] =S, & DFWDFEEZES (important aspect) Ty €N OFEHE LB L, FBATH
WEB2 LRV FTEINTBY, S X o T REFFESE 1 0 28D FICHYTH S
(would be proper under 35 U.S.C. section 102) £ \>9 Z &7 1) £,

>3alb—>3>DEE

[0072] SN F TOFBEIZMHICRZ LD LNTRAN, TNOOFEELEKRTHZ LI
o> Ty HFRETRBFREEENEHIT> T AFHREETO, FRPTE LD TY,
[0073] FMICEILDBDTHAH ) &, BEBEICESCHDTHAH & §XTORMITIL
FHEMIICE S TWE T,

[0074] H5Er MBS EFRAER IR SN2 & BRE TN OREZ L, TOHRIX
B (search report) \ZF 0 G, MBAICHEEIN T T,

3-2. FEITHIEETO2F <#ip:~-2150>

[0075] Se47H & 1%, KEUFFES 1 0 2 RHIR S NIo—EDAK (a set of circumstances)
DT ETHY, ThYULEDHDTIEIH Y THA

[0076] [ 4464 (a publication)] R [—#DFHEMLF (a set of facts)] B L [—ZDKK (a
set of circumstances)| D5\ FATHMCF2Y T B D Tld 00 E Bk 713 (might qualify) B,
SHDOAT v Tk, FNSDRINE S (analyze) $HZ LY ET, Thbb, ZhAF
KESTFEE 10 25005 b —2D5 75 TICHELTHLDTH L0 T 572
DIZHHEND T LI ) T,

[0077] SEATHAMT & &, [E77 T8 R DA SEE/F (a prior public knowledge or use) I, [5
T4 2B |, S 52 [RE TOMTEF L (a sale here in the United States)] T& -
7 LE7,

[0078] Bl 213, & A K[E kB X USEORATHERS, REWFFES 10250 1HHA L LK
FRULEOHBICESTLERRINDLELH D T,

[0079] Ak Z LA, Za—F—=25 4 AXHEOELFER P L— F¥ a3y TOHEYIZOW
THhERETo

[0080] L L. ISR T &G0 F3I5 [FBEHDIEIFFHB (a pending foreign
patent application) | 1%, FATHME IR L TREZEINIEA,

[0081] 2 7% &, HEFEE1 02505035 7T 7REBEIZHEX LW H6TY,
[0082] FREIZ, [HKESETHTE S 7L TV B s (a sale outside United States) | b FEATHAT L1
Raes3hTIdA,

[0083] 243, FFiFEE 1 0 250 EOHBEIZOEH LI A,

THEHEDFT v 2 UZX P

[0084] JeA78ii % Roold M- HANZ, o> TEMATIC F 2 MERF 2 (mechanical and rigid) 17
nEdo
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[0086] /t is critical fo understand that if a set of facts do not satisfy the conditions of at
least one paragraph of 35 U.S.C. 102, that set of facts does not and cannot qualify as
prior art and cannot be measured against the claim to determine patentability.

[0087] 35 U.S.C. section 102 therefore serves two purposes.
[0088] First, a set of circumstances must be analyzed to see whether it fits into at least
one paragraph of 102.

[0089] Once it /s deterrmined that that set of circumstances qualifies under 102, the next
determination is whether that single piece of prior art anticipates the claim.
[0090] Anticipates, meaning includes every limitation of that claim.

[0091] If that single piece of prior art does not anticipate a claim, the next determination
is whether, based on the sum total of knowledge in the prior art the limitations of that

claim would be obvious.

[0092] Obviousness, as we have stated, /s based on the sum total of knowledge of the
prior art as defined by 102, or as qualifies under 102,

[0093] Thus, unless something is prior art under 102, it cannot be used to determine
obviousness under section 103

[0094] Although section 102 appears overwhelming, when broken down to its
components, it is quite manageable.

[0095] 702 consists of 7 independent paragraphs; it is, in fact, a checklist and should be
treated as such.

[0096] Let’s take a look at section 102 provided in your materials.
[0097] 35 U.S.C. section 102 states, “A person shall be entitled to a patent unless...,”
and then provides 7 independent paragraphs.

[0098] Paragraph A states, “The invention was known or used by others in this
country or patented or described in a publication in this or any foreign country, thus
patented or described in a printed publication anywhere in the world before the

invention by the applicant. ”

Cat0>
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[0094] #1 0 2 §ld— REFRZ 5 TT25, IV R—F ¥ PTLHTTRTWL & TR
WRFTVLDTT,

[0095] RENFHES 1 0 24, 72O L7285 75 7 TRESINTB Y. FirtkeH
Wit B OF ) AN LTOREERELLTOET,

WEETIO2F8 /NS5 7A-G <#HH ~N=149,150>

[0096] HAH 12 B KEUSEHES 1 0 2552 RTAHAEL X 9o

[0097] # 1 0 258 RTVWE S, [ROLOHBIZHHEY L aWRN L LB sFiFe K
1295 > & AT E B (shall be entitled to a patent) |o

FLTC, ZOHEIBVLIZTODNRT 7T THEE T T,

[0098] /85 45 7 (A)IZRD L H 1B TwE o [FEEDS, AHIIZBWT, AL DI
bk Bz SN TWAEE, 3RS VRAEIZBEW T, TSR ) &5 i
AR MEIN TS o ShidoF b, FREFMBAC X 2 ZEBBLETC, JEAHE
ROLEITTHIIFTFICRY) ., H5 VAR SNHITICRHBINTH GG, LI R
[ G

G

ReemeN-re«d BHEDNEEE Tol



(RO TR R>E) SUDLA 1U9IRd S () OIS by qle 4 B XD W

[0099] Paragraph B- “The invention was patented or described in a printed publication
in this or a foreign country, ie. anywhere in the world, or was in public use or on sale
here in the United States more than 1 year before the U.S. filing date.”

[0100] Paragraph C states, ‘He has abandoned the invention,” that is, the person
applying for the patent.

[0101] Facts have arisen that show he in fact has abandoned it.

[0102] In other words, many years ago he developed this idea and did not pursue it for
one reason or another...that qualifies as abandonment of that idea.

[0103] He is now barred from obtaining a patent.

[0104] Paragraph D- “The invention was first patented by the same applicant in a
foreign country on an application filed more than twelve months before the U.S. filing
date.”

[0105] The same applicant that is now trying to receive a U.S. patent received a foreign
patent on an application filed more than twelve months ago.

[0106] He has waited too long to pursue his rights here in the United States and is thus
barred from obtaining a patent here.

[0107] Paragraph E- “The invention was described in a patent granted to another here
in the United States, and the filing date for that United States patent was before the
date of invention of our applicant.”

[0108] Paragraph F~ “He did not himself invent the subject matter sought to be
patented.”

[0109] In other words, the applicant who is applying for a patent did not invent the
subject matter of that application.

[0110] He may have learned about it traveling in another country, he may have learned
about it from a neighbor...in any event, he is not the true inventor.

[0111] As a side note, it is important understand that an application to inventor A, when
the invention was in fact invented by inventors A and B, that application would be
rejected under 102 F in most circumstances, because the true inventor was A plus B.

[0112] The application as filed listed only inventor A.

[0113] Inventor A is not the true inventor, and thus the claims of that application would
likely be rejected under paragraph F.

[0114] Paragraph G- “The applicant’s invention was made in this country by another
who had not abandoned, suppressed, or concealed that idea.”

[0115] As often the case, there are many companies working concurrently to solve a
problem in that particular industry. '

[0116] Many times, the separate companies develop the same solution independent of
one another to solve that problem.
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[0100] /85 95 7(C) [ 5% BIE L 2258 L

[0101] 2 F b, BB ADEZ BEL TV L REFHL PR o AL W) T ET,
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LEolbny 2 LT,
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7 (the invention was first patented) 356 1o

[0105] [il— @ W AAS, S HKETHHFEEZT L) LML TE D, L»L. 12»HEE
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[0106] = OB E VR, KETO GFFFHO) HERLEAT T & B o 72721,
K TOPEFIIENTE 70 %o TL F > 7 (is barred from obtaining a patent here) DT,
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[0108] /85 55 7(F) MR AY, #FFL &~ & FH (the subject matter sought to be
patented) % BOHFTHEHL T RWEE]

[0109] 2% V., HFFE RO TV D HBEAD, ZORFHEOFEERETAL T oz w
HTETT,
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0111 S TEEALEE L THELTBE2VOl, WS IIIEAZTIEA L > TV S
2 ERICERPRRBZALBILE 2D THAHATT .. HOFWEIIALBTHL
WO XN T DI O TODBE, SO 0 2FD(F)IKHDE, JEME1E S
F Iz ) 9 (that application would be rejected under 102F in most circumstances)o

[0112] [0113] 4FaF MBI HMFH AT AR L TRIHT A2 & FHENTT N, ZOUFEF
MO 7 L— 23810 240 (FIcEIEfisha ZLichbh £55

(0114] /85 457 (G) [HFHFHEAOKIIL, KECB AL > TRENTEY, €
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[0117] Paragraph G is in place to help determine who in fact was the first to invent it.

[0118] Who was the first to make it here in the United States without abandoning,
suppressing, or concealing it-

[0119] Paragraph G provides the basis for interference practice here in the United
States.

[0120] Interference practice is a practice for determining who was the first to invent
[0121] In the United States, we have a first-to-invent system, and paragraph G provides
the basis for that system.
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